PART IV
THE INTERNATIONAL SEARCH

Chapter 15
The International Search

Objective of the International Search

Article 15(2) and (4); Rules 33.1(a) and 34
15.01 Theobjective of theinternational searchis
to discover relevant prior art, which consists of
everything which has been made available to the
public anywhere in the world by means of written
disclosure (including drawings and other
illustrations) (see Chapter 11) and which is capable
of being of assistance in determining that the
claimed invention is or is not new (see chapter 12)
and that it does or does not involve an inventive
step (that is, that it is or is not obvious; see chapter
13), provided that the making available to the
public occurred prior to the internationa filing
date. The International Searching Authority
endeavors to discover as much of the relevant prior
art as its facilities permit, and in any case consults
the minimum documentation specified in Rule 34.

15.02 In order to establish the internationa
search report, International Searching Authorities
are aso encouraged to cite prior art documents
which might be of assistance in determining
whether other requirements such as sufficiency,
support and industrial applicability are fulfilled.

15.03 The search must recognize that certain
designated Offices have different definitions of
what is the effective date of the prior art.
Accordingly, when performing the search,
examiners should be mindful to pick out and select
for citation, where appropriate, prior art which may
be relevant in Offices other than the one in which
they are situated. However, the examiner need not
expand the search beyond the standard search
parameters to discover such art. Where the search
has been performed and such potentialy relevant
prior art has been identified, examiners are
encouraged to, for example, cite al relevant art
published prior to the international filing date even
if that art and the international application under
consideration have common applicants and/or
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inventors. Examiners should follow Article 11(3)
in conducting the search, even if an Article 64(4)
reservation exists.

15.04 A further objective of the international
search is to avoid, or at least minimize, additional
searching at the nationa stage.

Non-Written Disclosures

Rule 33.1(b)
15.05 A non-written disclosure such as an oral
disclosure, use, exhibition or other means of
disclosure is not relevant prior art for the purposes
of the international search unlessit is substantiated
by awritten disclosure made available to the public
prior to the international filing date and it is the
written disclosure which constitutes the prior art.
However, if the date on which the written
disclosure was made available to the public was on
or after the filing date of the international
application under consideration, the search report
should separately mention that fact and the date on
which the written disclosure was available, even
though such a written disclosure does not meet the
definition of relevant prior art in the international
phase, so long as the non-written disclosure was
made available to the public on a date prior to the
international filing date (see paragraph 11.22) since
such a non-written disclosure may be considered to
be prior art under national law in the nationad
phase.

Geographical Location,
Manner of Disclosure

Language, Age and

15.06 It isto be noted that there is no restriction
whatever with respect to the geographical place
where, or the language or manner in which, the
relevant information was made available to the
public; aso no age limit is stipulated with respect
to documents containing this information.

15.07 Documents issued electronically are
considered published provided they are retrievable
(see paragraphs 11.12 to 11.20).

The Examiner

Article 18; Rule 43
15.08 Theinternationa search is carried out and
the international search report prepared by an
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International Searching Authority. The
international search itself is normally performed by
one examiner but is not limited to one. In
appropriate cases, where the invention is of a
nature requiring searching in widely dispersed
specialized fields, an international search report
containing the work of two or more examiners may
be necessary.

Rule 43bis. 1(a)
15.09 The examiner is also required to provide a
written opinion on novelty, inventive step and
industrial application of the claimed invention at
the same time as he establishes the international
search report. The international search report and
written opinion together serve to inform the
International Preliminary Examining Authorities of
the documents and arguments necessary to
complete the relevant assessments themselves if
international preliminary ~ examination  is
demanded, as well as informing the designated
Offices for the purposes of their consideration of
the application in the national phase (the written
opinion being transmitted to them in the form of an
international preliminary report on patentability
(Chapter | of the Patent Cooperation Treaty) if no
international preliminary examination report is
established under Chapter 11 of the Treaty).
Consequently it is essential that the examiner is
familiar with the requirements of examination.

Basis of the Search

Article 19; Rules 5.2, 13ter, 91.1;

Section 208, AI Part 8, AI Annex C

15.10 Thereis no right to amend the application

until after the international search has been

established, consequently the international search

must be carried out on the basis of the search copy

of the application as transmitted to the

International Searching Authority by the receiving

Office, except that obvious errors may be corrected
(see chapter 8).

15.11 If the application contains disclosure of
one or more nucleotide and/or amino acid
sequences but does not contain a sequence listing
complying with the relevant standard (see
paragraph 4.15), the International Searching
Authority may invite the applicant (with Form
PCT/ISA/225) to furnish, within afixed time limit,
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a sequence listing in written form and/or in
computer readable form complying with the
standard for purposes of completion of the
international search. If the applicant complies with
the invitation, the International Searching
Authority proceeds with the completion of the
international search, the international search report,
and the written opinion on the basis of the written
and/or computer readable forms of the sequence
listing provided. However, any sequence listing not
contained in the international application as filed
will not, subject to Article 34, form part of the
international application, but will be used as a
search tool. If the applicant does not comply with
the invitation within the time limit or if the
response to the invitation does not comply with the
standard, the International Searching Authority is
not required to carry out the international search to
the extent that such non-compliance has the result
that a meaningful search cannot be carried out.

Rules 5.2(b), 13ter.1(d); Section 513; Al Annex C
15.12 Where the sequence listing part of the
description contains free text as defined in the
standard provided for in Annex C of the
Administrative Instructions, but that free text does
not also appear in the main part of the description
in the language thereof, the International Searching
Authority invites the applicant (with Form
PCT/ISA/233) to correct the application by adding
the free text to the main part of the description. If
the applicant complies with the invitation, the
International  Searching Authority marks the
replacement sheet with the words “SUBSTITUTE
SHEET (RULE 13ter.1(d))” or their equivaent in
the language of publication of the international
application and the date of receipt, and transmits
the substitute sheets containing that free text to the
receiving Office and the International Bureau for
inclusion of the sheets concerned in the home copy
and the record copy, respectively; it keeps a copy
of those sheets for inclusion in the search copy. If
the applicant does not comply with the invitation,
the International Searching Authority nevertheless
continues to perform the international search.

Rules 12.3, 23.1(b)
15.13 Where the language in which the
international application is filed is not accepted by
the International Searching Authority that is to
carry out the international search, the applicant
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should have supplied to the recelving Office a
trandation of the international application into a
suitable language, however no such trandation is
required of the request Form or any sequence
listing included as part of the description. The
receiving Office sends this translation as part of the
search copy and the international search will be
carried out on the basis of this tranglation.

Scope of the International Search

Articles 18(2), 20(1)(a), 21(3), 33(6)
15.14 The international search is essentially a
thorough, high quality, search of the most relevant
resources, and the report serves to provide
information on the relevant prior art to the
applicant, to the public if the international
application is published and to the designated
Offices and the International Preliminary
Examining Authorities.

15.15 In some instances there are no facilities
for systematic searching by the designated Offices.
The examiner should, therefore, assume that the
designated Offices are dependent on the work of
the International Searching Authorities for their
knowledge of the state of the art on which their
assessments of the patentability of the claimed
invention will be based.

15.16 Nevertheless, it must be redized that,
even though completeness should be the ultimate
goa of the international search, this goa may not
be necessarily obtained, because of such factors as
text search limitations and the inevitable
imperfections of any classification system and its
implementation, and may not be economically
justified if the cost is to be kept within reasonable
bounds. The examiner therefore considers the most
relevant search resources for the technology,
including databases listed in the Search Guidance
Intellectual Property Digital Library (available
through the WIPO web site at www.wipo.int), and
organizes the search effort and utilizes the search
time in such a manner as to reduce to a minimum
the possibility of failing to discover existing highly
relevant prior art, such as complete anticipations
for any clams. For less relevant prior art a lower
retrieval ratio is acceptable.
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Orientation and Subject of the International
Search

Analysis of the Claims

15.17 When taking up an internationad
application to be searched, the examiner first
considers the application in order to determine the
subject of the claimed invention, taking account of
the guidance given below and in chapter 5. For this
purpose, the examiner makes a critical analysis of
the claims in the light of the description and
drawings.

Article 15(3); Rule 33.3(a)
15.18 The international search is directed to the
invention defined by the claims, as interpreted with
due regard to the description and drawings (if any)
and with particular emphasis on the inventive
concept towards which the claims are directed. See
chapter 5 for the relationship between the
disclosure and the claims.

Rule 91.1
15.19 Since the applicant is not permitted to
amend the claims before receiving the international
search report, except to rectify obvious errors or to
correct formal matters which are contrary to the
PCT and are called to the applicant’s attention by
the receiving Office, the international search is
directed to the claims as filed. See paragraph
15.21.

Inventions for Which No Fees Have Been Paid

Article 17(3)(a)
1520 When the clams of the international
application do not relate to one invention only, nor
to a group of inventions so linked as to form a
single general inventive concept, the applicant may
be invited (with Form PCT/ISA/206, see
paragraphs 10.60 to 10.65) to pay additional search
fees. If the applicant does not pay any additiona
search fees in response to the invitation, the
international  search  will, except in the
circumstances referred to in paragraphs 10.64 and
10.65, be restricted to those parts that relate to the
invention, or so linked group of inventions, first
mentioned in the clams. If additional fees have
been paid within the prescribed time limit, those
parts that relate to the inventions covered thereby
must also be searched (see chapter 10).
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Full Coverage

Rule 33.3(b)
15.21 In principle, and insofar as possible and
reasonable, the international search should cover
the entire subject matter to which the clams are
directed or to which they might reasonably be
expected to be directed after they have been
amended. For example, where an international
application relating to an electric circuit contains
one or more claims only directed to the function
and manner of operation, and the description and
drawings include an example with a detailed
non-trivial transistor circuit, the search must
necessarily include this circuit. Nevertheless,
reasons of economy may make certain restrictions
of the international search necessary, for example,
when there is a broad claim and many examples
and it is not possible to foresee which will be the
subject of amended claims.

Speculative Claims

15.22 No specia search effort need be made for
searching unduly wide or speculative claims,
beyond the extent to which they are supported by
the description. For example, if in an international
application relating to and describing in detail an
automatic telephone exchange, the clams are
directed to an automatic communication switching
center, the international search should not be
extended to automatic telegraph exchanges, data
switching centers, etc., merely because of the
broad wording of the claim, except if it is probable
that such an extended search could produce a
document on the basis of which a reasonable
objection as regards lack of novelty or inventive
step could be established. Likewise, if a clam is
directed to a process for manufacturing an
“impedance element” but the description and
drawings, relate only to the manufacture of a
resistor element, and give no indication as to how
other types of impedance elements could be
manufactured by the process of the clamed
invention, extension of the search to embrace, say,
manufacture of capacitors, would not normally be
justified. However, if a meaningful search based on
aclaim that is not supported by the description can
be carried out without much increase in effort, the
search should be extended to cover the claimed
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subject matter that is not supported by the
description if the scope of the claim is not unduly
wide.

Dependent Claims

15.23 The international search carried out for
the independent claim(s) must aso take into
consideration the subject matter of all dependent
claims. Dependent claims are interpreted as being
restricted by all features of the clam(s) upon
which they depend. Therefore, where the subject
matter of the independent claim is novel, that of
the dependent claims is also considered novel for
the purpose of international search. When the
novelty and inventive step of the independent
clam are apparent as a result of the international
search, there is no need to make a further search in
respect of the subject matter of the dependent
claims as such.

15.24 However, where the novelty or inventive
step of the main claim is questioned, it may be
necessary for assessing inventive step of a
dependent claim to establish whether the features
of the dependent clam as such are novel by
expanding the field of search. No specia search
should be made for features that are so well known
that documentary evidence seems to be
unnecessary; however, if a handbook or other
document showing that a feature is generaly
known can be found rapidly, it should be cited.
When the dependent claim adds a further feature
(rather than providing more detail of an element
figuring already in the main claim), the dependent
clam in effect constitutes a combination clam and
should be dealt with accordingly (see paragraph
15.27).

Search of Particular Claim Types and Features

15.25 Thewords of aclaim must be read as they
would be understood by a person skilled in the art
in accordance with the meaning and scope which
they normaly have in the relevant art. See
paragraphs 5.20 through 5.28 for guidelines
regarding interpretation of particular clam types
and features.

15.26 In two-part claims as defined by Rule
6.3(b) (known as “Jepson clams’ under the
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practice of some Authorities), the clamed
invention includes the limitations of the preamble
in combination with the limitations in the
characterizing portion of the claim. In these cases,
the preamble is regarded as a limitation on the
scope of the claim (see paragraph 5.22). In certain
circumstances, it may be desirable to extend the
subject matter of the international search to include
the “technological background” of the claimed
invention. Thiswould include:

(i) the preamble portion of the claim, that is,
the part preceding the expression “characterized
by” or “the improvement comprising”;

(i) the state of the prior art as explained in
the introduction of the description of the
international application but not identified by
specific citations; and

(ili)  the general technological background of
the invention (often called “general state of the
art”).

Combination of Elements

15.27 For claims characterized by a combination
of elements (for example, A, B and C), the
international search should be directed towards the
combination; however, when searching
classification units (see chapter 7) for this purpose,
sub-combinations, including the elements
individually (for example, AB, AC,BCandaso A,
B and C separately), should be searched in those
units at the same time. A search in additional
classification units either for sub-combinations or
for individual elements of the combination should
only be performed if this is till necessary for
establishing the novelty of the element in order to
assess the inventive step of the combination.

Different Categories of Claim

1528 When the international application
contains claims of different categories that comply
with the unity requirement (see chapter 10), al
these must be included in the international search.
When the international application contains only
clams of one category, it may be desirable to
include other categories in the search. A reference
describing a process of making a product but only
claiming the product itself might only be classified
in a subclass directed to the product and not be
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cross-referenced in a subclass directed to the
process. Accordingly, when searching for a
particular process of making a product it may be
necessary to search for the product in order to
discover the best prior art disclosing the process of
making the product. As such, for example, except
when the international application contains
indications to the contrary, one may generaly
assume that in a clam directed to a chemical
process, the starting products form part of the state
of the at and need not be searched; the
intermediate products will only be searched when
they form the subject of one or more claims; but it
is highly recommended that the final products
aways be searched, except when they are
evidently known, since the most relevant prior art
may only be classified in terms of the final
products.

Cases Where No Meaningful Search Is Possible

Article 17(2)(a); Rules 39, 43bis. 1, 66.2(a)(v)
15.29 The examiner, in general, excludes from
the international search subject matter for which no
searches are to be carried out, or for which no
meaningful search can be made; this may result,
for example, from the fact that certain subject
matter may be excluded from the search under
Rule 39, or from exceptional situations where no
search at al is possible for a particular claim(s)
(see paragraph 15.11 and chapter 9). The examiner
indicates in either Box No. Il of Form
PCT/ISA/210 (International Search Report) or
Form PCT/ISA/203 (Declaration of
Non-Establishment of International  Search
Report), as appropriate, the reasons for which no
international search is established in respect of the
relevant clams. In Box No. Il of Form
PCT/ISA/237 (Written Opinion of the International
Searching Authority; see paragraphs 17.09, 17.30
and 17.31), it will then usually be sufficient to
indicate that no international search report has
been established for the relevant claims as the
reason for not establishing an opinion on novelty,
inventive step and industria applicability and refer
to the international search report or declaration for
further details.

Obvious Errors and Matter Contrary to Public
Order

Rules 9.1, 9.2, 91.1, 33.3(b);
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Sections 501, 511(a)(v)
15.30 If the examiner notices any obvious error
in the international application, the International
Searching Authority may invite (optionally using
Form PCT/ISA/216, see paragraph 8.06) the
applicant to request the rectification of the error.

15.31 Similarly, if the International Searching
Authority notes matter contrary to public order
(“ordre public’) or mordity or disparaging
statements which ought to be omitted from the
international application as published, it suggests
to the applicant, with Form PCT/ISA/218, that the
applicant voluntarily correct the international
application and natifies the receiving Office and
the International Bureau accordingly. Note that any
such correction must not introduce new matter (see
chapter 8). If the applicant does not make the
requested corrections within the indicated time
limit, the examiner proceeds with international
search and examination covering subject matter to
which the claims might reasonably be expected to
be directed after amendment. However, it should
be recognized that if the applicant does not make
the requested corrections, the International Bureau
may omit the noted matter from the publication of
the international application, in accordance with
Article 21(6).

15.32 Any decision on arectification under Rule
91.1 (Form PCT/ISA/217) or any correction aimed
at complying with Rule 9.1 must be transmitted to
the International Bureau; corrections aimed at
complying with Rule 9.1 must aso be transmitted
to the receiving Office.

Search Strategy
Preliminary Steps

15.33 Documents cited in the international
application should be examined if they are cited as
the starting point of the invention, or as showing
the state of the art, or as aternative solutions to the
problem concerned, or when they are necessary for
a correct understanding of the application;
however, when such citations clearly relate only to
details not directly relevant to the claimed
invention, they may be disregarded. If the
international application cites a document that is
not published or otherwise not accessible to the
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International  Searching  Authority and the
document appears essential to a correct
understanding of the invention to the extent that a
meaningful international search would not be
possible without knowledge of the content of that
document, the International Searching Authority
may postpone the search and request the applicant
to provide first a copy of the document, if possible
to do so within the time limits for the preparation
of the international search report under the PCT. If
no copy of the document is received, the
International  Searching Authority should first
attempt to carry out the international search and
then, if necessary, indicate that no meaningful
search could be carried out in total or that the
search needed to be restricted.

Abstract and Title

Rules 37, 38
15.34 The examiner then considers the abstract
(together with the title of the invention and the
figure of the drawings to be published with the
abstract) in relation to the requirements of the
Regulations under the PCT (see paragraph 16.33).
Since the abstract should relate to the international
application as filed, the examiner should consider
it and determine its definitive contents no later than
the completion of the international search report.
Under certain circumstances (see 15.36), the
examiner will have to establish the abstract and/or
title, and/or select the figure to accompany the
abstract for publication purposes. Such abstract is
established in the language in which the
international application is to be published or, if a
trandation into another language was transmitted
under Rule 23.1(b) and the International Searching
Authority so wishes, in the language of that
tranglation.

Classification

15.35 The examiner, after having considered the
abstract, if any, then classifies the international
application according to at least the International
Patent Classification (IPC) (see chapter 7).

Publication Prior to Search

Rules 8.2, 37.2, 38.2(a)
15.36 If publication of the international
application is due before the international search
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has been established, the examiner must, upon
request by the International Bureau, establish the
classification of the application before the search is
caried out; the examiner, at the same time,
examines the abstract (together with the title and
selected figure) for the purpose of publication. This
examination of the abstract does not go beyond
ensuring that it relates to the application concerned
and that no conflict exists with the title of the
invention or with the classification of the
application. If at that time no abstract, title or
figure selection has been provided by the applicant,
the examiner does so. No abstract or title need be
established where the International Searching
Authority received a notification from the
receiving Office to the effect that the applicant has
been invited to furnish an abstract and/or title.
Subject to the above, if the international search
report is published later than the date of
publication of the international application, the
abstract published with the application will be as
filed and the definitive abstract will be published
together with the international search report.

Search Statement

Article 17(2)(a)
15.37 Having determined the subject of the
invention, as outlined in paragraphs 15.17 to 15.19,
it may be desirable for the examiner to prepare first
a written search statement, defining the subject of
his search as precisely as possible. In many
instances, one or more of the clams may
themselves serve this purpose, but they may have
to be generalized in order to cover al aspects and
embodiments of the invention. At this time, the
considerations relating to the exclusion from
international search (see chapter 9) and to lack of
unity of invention (see chapter 10) should be borne
in mind. The examiner may also have to restrict the
international search in  exceptional Situations
because no search at all is possible (see paragraphs
9.19, 9.26 to 9.30 and 9.40); but the examiner
should not do this if it can be avoided (see
paragraphs 9.17 and 9.19 to 9.25). Any restrictions
of the international search on these grounds should
be indicated in the international search report. If no
search is made, a declaration should be issued
under Article 17(2)(a).

15.38 The clams should be construed and
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searched having particular regard to the various
types and forms of claims used, such as two-part
clams and product-by-process clams (see
paragraphs 15.27-15.29).

Field of Search

Rule 34
15.39 The International Searching Authority
carrying out the international search endeavors to
discover as much of the relevant prior art as its
facilities permit, and, in any case, consults the
appropriate minimum documentation specified in
Rule 34, and considers relevant databases or other
search resources such as those listed in the Search
Guidance Intellectual Property Digital Library
(IPDL), which appears on the World Intellectual
Property Organization web site (www.wipo.int).

Rule 43.6(b)
1540 Thus, the International  Searching
Authority in searching an international application,
in principle, consults all documents within the field
of search that existsin the search files or databases,
irrespective of their language or age, or of the type
of document. Nevertheless, the examiner should,
for reasons of economy, exercise appropriate
judgment, based on his knowledge of the
technology in question and of the documentation
involved, to omit segments of the search file or
databases in which the likelihood of finding any
documents relevant to the internationa search is
very small, for example, documents falling within
a period preceding the time when the area of
technology in question began to develop. Similarly
the examiner need only consult one member of a
patent family unless there is good reason to
suppose that, in a particular case, there are relevant
substantial differences in the content of different
members of the same family or because only
another member of a patent family was published
before the international filing date and must
therefore be cited in the first place.

Rule 33.2(a) and (b)
15.41 The international search is carried out on
the basis of the search files or databases which
may contain material pertinent to the claimed
invention. It covers al directly relevant technical
fields within the PCT minimum documentation.
The search may then have to be extended to
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include other listed resources or databases, such as
those listed in the Search Guidance IPDL, or to
analogous fields, but the need for this must be
judged by the examiner in each individua case,
taking into account the outcome of the search in
theinitial fields. See paragraph 15.57.

1542 The question of which of the listed
relevant search resources, including the databases
listed in the Search Guidance IPDL, are to be
consulted in a given area of technology must be
judged by the examiner in each individua case.
Classification places to be included in the
international search should be selected in al
directly relevant fields and, if necessary, in
analogous fields. The examiner should consider all
relevant search resources for the technology field
and determine those most appropriate for the
international application. Search resources listed in
the Search Guidance IPDL relevant to the technical
areas may provide a useful guide for relevance to
the application at hand. Thisincludes, for example,
specialized search systems, abstracting journals,
and on-line databases. Where searches are made by
using the IPC, the selection of classification places
in analogous fields should be limited to:

(i) higher subdivisions allowing searching by
abstraction (generalization) inasmuch as this is
justified from atechnical viewpoint, and

(i) parale subdivisions, bearing in mind the
fact that the fields in question will become
increasingly unrelated.

1543 Often various search strategies are
possible that are relevant to the subject matter of
the application. The examiner should exercise
judgment based on experience and knowledge of
the search resources, to select the search strategies
most appropriate to the case in hand, and establish
the order in which various strategies (that is,
classification places, databases, and other
resources) are to be consulted accordingly. This
process should give precedence to the main
technical field of the international application, and
to the search resources and strategies in which the
probability of finding relevant documents is
highest.

Analogous Fields
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1544 The field of search should, where
appropriate, include analogous fields to the extent
they are consistent with the description and
drawings.

Rule 33.2(c)
1545 The question of which arts are, in any
given case, to be regarded as anaogous is
considered in the light of what appears to be the
necessary function or use of the claimed invention
and not only the specific functions expressly
indicated in the international application.

1546 In determining analogous fields into
which the search should be extended, it is useful to
give consideration to:

(i) fidds in which the same or similar
structure would be expected by a person skilled in
the art to be employed in different work or use;

(i) fields to which a generic concept of
claimed features pertains,

(i) art within the field of the inventor's
endeavor and reasonably pertinent to the particular
problem with which the inventor was involved;

(iv) fields relevant to the function or utility
inherent in the subject matter covered by the
clams, that is, the field to which the application is
most likely to be applied would be searched in
addition to the general field of the subject matter.

15.47 The decision to extend the international
search to fields not mentioned in the international
application must be left to the judgment of the
examiner, who should not try to imagine al the
kinds of applications of the claimed invention that
might have been envisioned by the inventor. The
overriding principle in determining the extension
of the search in analogous fields should be whether
it is possible that a reasonable objection that there
is a lack of inventive step could be established on
the basis of what islikely to be found by the search
in these fields.

Conducting the Search

1548 The examiner carries out the international
search, directing attention to any prior art likely to
have bearing on novelty or inventive step. In
addition, the examiner is encouraged to cite any
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prior art likely to be of assistance in determining
sufficiency of description through the whole of the
field clamed, per paragraphs 5.52 and 5.53 and the
requirement that the claimed invention be fully
supported by the description, per paragraphs 5.54
to 558. The examiner should also note any
documents that may be of importance for other
reasons, such as documents putting doubt upon the
validity of any priority claimed, contributing to a
better or more correct understanding of the claimed
invention, or illustrating the technological
background, but the examiner should not spend
time in searching for these documents, nor in the
consideration of such matters unless there is a
specia reason for doing so in a particular case.
Documents which do not qualify as prior art
because they post-date the claimed invention may
nevertheless be cited to show a universal fact, such
as characteristics or properties of a material, or a
specific scientific fact, or to show the level of
ordinary skill in the art.

1549 The examiner should concentrate the
search efforts on the search resources and
strategies in which the probability of finding
highly relevant documents is greatest. Where the
examiner intendsto cite any prior art likely to be of
assistance in determining  sufficiency  of
description, then while conducting a search in a
relevant area, the examiner should identify all
documents, regardless of publication dates, which
are highly relevant to the determination of novelty,
inventive step, adequacy of support, and industrial
applicability of the clamed invention. The
examiner should always take account of the search
results already obtained in considering whether to
extend the search (that is, consult additional
databases, broaden a search query, or include
additional classification places).

15.50 The examiner typically conducts a search
of the patent literature first. In certain art areas,
such as those identified in the Search Guidance
IPDL (see paragraph 15.39), a search of the
non-patent literature may be necessary. However,
regardless of the art being searched, if little or no
relevant patent prior art is located, the examiner
should consider broadening the resources searched
to include databases containing non-patent
literature.
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1551 Note that no special search should be
made for features that are instantly and
unquestionably demonstratable as being well
known such that documentary evidence seems
unnecessary. Preferably, however, a handbook or
other document showing that a feature is generaly
known should be cited if practicable.

Security of Searching Using the Internet

1552 When conducting a seach on an
international application, it may be necessary to
make use of the Internet as a search tool.
According to Rule 421, the international
application must be searched within three months
of receipt of the search copy by the International
Searching Authority (or nine months after the
priority date, if this expires|ater), and the receiving
Office must usually forward the search copy to the
International  Searching Authority within one
month of the international filing date (Rule
23.1(@)). This means that where the full priority
year is claimed, the search will usually have to be
performed at the very latest, within 16 months of
the priority and consequently before international
publication according to Article 21(2)(a). Where
the international application has not yet been
published at the time of the search, there exists the
danger that search terms used in the search on
nonsecure Internet search engines or in databases
available on the Internet may be observed by third
parties. This may revea details of the application
before it is published, which is clearly undesirable.
It should be stressed that it is common practice for
Internet sites to keep records of queries, which
result in their retrieval. This is particularly
dangerous to the applicant, where the web site
retrieved belongs to a competitor.

1553 All web sites must be treated as
non-secure unless the Authority has a commercial
arrangement with a service provider in order to
maintain confidentiality and a secure connection to
that web site is used.

1554 Consequently, extreme caution must be
exercised when using the Internet as a search tool
where (as in most cases) the international
application has not yet been published. Where a
relevant database is accessible via the Internet, but
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an dternative secure connection to the same
database is accessible by the International
Searching Authority, the secure connection must be
used.

15.55 Where no secure connection to a database
on the Internet is available to the International
Searching Authority, the search may be conducted
on the Internet using generalized search terms
representing combinations of features that relate to
the clamed invention, which have already been
shown to exist in the state of the art.

No Documents Found

1556 If no documents of a more relevant nature
for assessing novelty and inventive step are
available, the examiner should consider citing the
documents most relevant to the “technological
background” of the invention which have been
noted during the international search. Generally
speaking, no special search effort should be
undertaken for this purpose. However, the
examiner may exercise discretion here in special
cases. In exceptional cases, an international search
may be completed without any relevant document
having been found.

Stopping Search

15,57 Reasons of economy dictate that the
examiner use appropriate judgment to end the
search when the probability of discovering further
relevant prior art becomes very low in relation to
the effort needed. The international search may
also be stopped when one or more documents have
been found clearly demonstrating lack of novelty
in the entire subject matter to which the claims are
directed or to which they might reasonably be
expected to be directed, apart from features the
application of which would not involve an
inventive step and which are instantly and
unquestionably demonstrable as being well known
in the field under consideration such that
documentary evidence seems to be unnecessary.
Accordingly, the examiner should not stop the
search if lack of novelty is demonstrated for only a
limited number of clamed embodiments, even
though this would lead to an objection of lack of
novelty in the written opinion. The examiner may
continue searching if there are any outstanding
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issues regarding the requirement for a clear and
compl ete description of the claimed invention so as
to enable a person skilled in the art to make and
use the invention through the whole of the field
clamed, the requirement that the claimed
invention be fully supported by the description, or
the requirement of industria applicability and
these issues could be clarified by additional prior
art. See paragraph 15.48. Where the document is
an Internet disclosure and doubts exist with regard
to its publication date (such that it is not clear if it
was published before the relevant date according to
Rule 64.1), the examiner should continue the
search as though that Internet disclosure had not
been retrieved.

Recording the Search

Rule 43.6(b) to (c)
15.58 In recording the search history of the
International  Search, the examiner, lists the
classification identification of the fields searched.
If the IPC is not used for this purpose, the
classification used is indicated. See paragraph
16.49. Depending on the policy of an International
Searching Authority, the examiner may find it
useful to record the search history in sufficient
detail to alow examiners of nationa stage
applications to fully interpret and rely upon the
international search. This includes recording the
details of any patent and non-patent literature
searches as well as searches conducted on the
Internet, including the key words and query
operators, expressed as complete search queries to
the extent practical, logic employed as the basis of
a text search which resulted in the discovery of
prior art, or the amino acid or nucleic acid
sequence employed as the basis of a sequence
search and the sequence alignment corresponding
to prior art cited in the international search report
that was obtained from the sequence search, or the
chemical structure employed as the basis of a
chemical structure search or details of other
non-classification or non-text searches performed.
See paragraphs 16.49 through 16.56 for additional
guidance on recordation of the search history. The
recorded search history should aso include any
query used in any of the foregoing searches.
Provision of the actual search query from these
search histories is generaly easily accomplished
by direct printing of the search query from the
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automated system used to construct and perform
the search query from a given electronic search
resource. Where an electronic database is used, the
name of the database should be provided; the
actual search queries used may also be useful
information that, depending on the policy of the
International Searching Authority, may be provided
and made available to examiners of national stage
applications if practical. Examiners are also
encouraged to record the search history to include
the details of searches used to determine
compliance with the requirements of novelty,
inventive step, industrial applicability, support,
sufficiency, or other appropriate requirements.
However, unless required at the option of the
International Searching Authority, there is no
requirement to include al details of patent and
non-patent literature searches that were performed
during the search process.

Evaluating the Prior Art

1559 The examiner makes a determination of
whether the claimed invention meets the standards
for novelty and inventive step as set out in chapters
12 and 13. Matters of Doubt

Regarding Relevant Prior Art

15.60 Since the fina decision with respect to
novelty is not the responsibility of the International
Searching Authority but of the designated Offices,
the International Searching Authorities should not
discard documents merely because of doubt as
regards, for example, the exact date of publication
or public availability, or the exact contents of an
oral disclosure, exhibition, etc., to which such
documents may refer. The International Searching
Authority should try to remove any doubt that may
exist and should cite the documents concerned in
the international search report unless the date of
publication or of public availability of the
document concerned is clearly the same as, or later
than, the filing date of the international application.
Additional documents providing evidence in
matters of doubt may be cited. Where the date of
the reference is not clearly established, the
examiner should cite the document as a category
“L” document (see paragraph 16.69) and indicate
in the search report that the exact date of
publication has not been established.
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15.61 Any indication in a document of the date
of its publication should be accepted by the
International Searching Authority as correct unless
evidence to the contrary shows a different
publication date. If the indicated date of
publication is insufficiently precise (for example,
because a year or year and month only are given)
to establish whether publication was before the
filing date of the international application, the
International Searching Authority should endeavor
to establish the exact date with sufficient precision
for that purpose. A date of receipt stamped on the
document, or a reference in another document,
which must then be cited, may be of assistance in
this respect.

Excluded Subject Matter

15.62 Specid attention should be paid to the
evaluation of prior art documents when assessing
subject matter which may be excluded from the
international search. If, in the Office acting as
International  Searching Authority, such subject
matter is considered matter excluded under Article
17(2)(a)(i), the category symbol (see paragraphs
16.59 to 16.69) is assigned based on the subject
matter which might reasonably be expected to be
clamed by amendment. Where other claims
appearing in the international application are
directed to non-excluded subject matter, the
assessment of subject matter which might
reasonably be expected to be clamed by
amendment should be made taking into account the
subject matter of the non-excluded claims. If, on
the other hand, in the Office acting as International
Searching Authority, such subject matter is
non-excluded, the category symbol is assigned
based on the claims appearing in the international
application.

Selection of Citations and Identifying Most
Relevant Portions

Rule 43.5(c), Section 505
15.63 After completion of the international
search, the examiner should select, from the
documents retrieved, the ones to be cited in the
international search report. These should aways
include the most relevant documents, which will be
specialy characterized in the report. Less relevant
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documents should only be cited when they concern
aspects or details of the claimed invention not
found in the documents already selected for
citation. In cases of doubt or borderline cases in
relation to novelty or inventive step, the examiner
should readily make citations in order to give the
applicant, the designated Offices and the
International Preliminary Examining Authority the
opportunity to consider the matter more fully.

15.63.1 If the International Bureau transmits a
third party observation to the International
Searching Authority in time to be taken into
account in drawing up the internationa search
report, any prior art referred to in the observation
should also be considered for inclusion as if it had
been found by the examiner as part of the search,
provided that either a copy of the prior art is
included or it is otherwise immediately available to
the examiner. The examiner need only refer to the
prior art listed in the observation if it is considered
relevant for inclusion in the international search
report.

Rule 43.5(c) to (e); Section 507(g)
15.64 To avoid increasing costs unnecessarily,
the examiner should not cite more documents than
IS necessary, and therefore when there are severad
documents of equal relevance, the international
search report should not normally cite more than
one of them. When more than one member of the
same patent family is present in a search file, the
examiner, in selecting from these documents for
citation, should pay regard to language
convenience, and preferably cite (or at least note)
documents in the language of the international
application. Also, due regard should be paid to the
possible need of the designated Offices to trandate
cited documents. Therefore, the examiner should,
whenever possible, identify precisely the part or
passage of a cited document which is relevant by,
for example, indicating aso the page and
paragraph or lines where the relevant passage

appears.

15.65 Asagenera rule, the examiner will select
for citation only documents which are present in
the search files of the Internationa Searching
Authority or to which accessis readily available in
some other manner; in that way no doubt will exist
about the contents of the documents cited, since
209

B R SN TWARWT L— AR5 3 oM
HSCFEMIZ BT 2 /IO R, 5IHTRET
B %, BMEXITERMEICBE L CRER D D
LA, XIEHLH L HIRDIT WIFEAITIE,
FAEIX, WA, BEET R OERE %
BRI L TEOMEE +3ICHREFT 5
MWEEE 2572012, 7205 9 2 &7 < SUER
ZolHT %,

15.63. 1 [EBEFAAE®RE OMERKRIZ BT 2 FEt
WCHICA D £ O ICEBEEBE RN H =1
PRt A E P THAERERICRE LB aT. T
HifoB LA FERE®ICEENTND, X
X, BTN EEEICE > TEHBIZATT
X5HLOThH7 LI, FWiEcB N5l
S izninde 2 064780 b E 3 sRE D
—HE L THFAERFICHRAINEZLDOTHD
MOEICEBINDIRETHD, FAHE
X, B TEI A EESRE SRS ICE D 2 &R
WU TH D EEB 2T HAITO R, HHIEfkic
BWTRH SN TWAEITHTEZ5I HT %
VER DD,

HAN43.5(c) ~ (e) ; HIHI5075 (2)
15.64 ARLBEIZEHNMEZ 5 Z L 2 lET
D7D, FBEBEIILEL BICCE 5
RETIER, Lz -> T, FSOR#EO H
L SR EBATAE T D56, ERSTHA R I
WLiEE . TS XERD 9 b —2 &5 HT 5,
HERGEHCF U AT F 773U —D A
YRS DA, FRBEIX. I
OIS ENEFIHT 20 &EIRT 5
2, S LoRIEEEZEZR L, ERHBEOS
FEIC L A CERAE I H CUT, A< & b ERD)
THZENEE LW, /2, BEBETH5IH
SCEROFRFR &2 B L 3 5 RIREMEIZ DV T
Lt BETRETHDH, LENR-T, Fh
B, AIREZeBR 0 T, B 2 IXERE T 2 T
DHTL 2=V BBEOITERLTH 2 &
T, SISk BRET 5 T & BRI FEE T
Do

15.65 —f%ic. BAEAEITL. EEFHEHKE O
A BHIARAE LTV 5 SCEk, o 5
BIZEVESICRAT 52 ENTE 530
DRHZGIHCERE LT&ERT S, ik
V. . 5l HURITEEE RO
L7 D DT, HEsI FSTIRONFIZEER N E



the examiner will generally have consulted each
document cited.

Section 507(g) and (h)
1566 However, under certain circumstances a
document whose contents have not been verified
may be cited, provided there is justification for the
assumption that there is identity of contents with
another document which the examiner has
inspected and cited. Both documents should then
be mentioned in the international search report. For
example, instead of the document published before
the international filing date in an inconvenient
language and selected for citation, the examiner
may have inspected a corresponding document (for
example, another member of the same patent
family, or a trandation of an article) in a more
convenient language and possibly published after
the international filing date (see also paragraph
15.66). Also the examiner may assume that, in the
absence of explicit indications to the contrary, the
contents of an abstract of a document are contained
in that original document. Also the examiner
should assume that the contents of a report of an
oral disclosure are in agreement with that
disclosure.

15.67 Before citing documents in a language
with which the examiner is not familiar, the
examiner should be satisfied that the document is
relevant (for example, through trandlation by a
colleague, through a corresponding document or
abstract in a familiar language, through a drawing,
or chemica formulain the document).

Procedure After Searching
Preparation of the International Search Report

15.68 Finally, the examiner should prepare the
international search report and the written opinion
(see chapters 16 and 17).

Amended International Search Reports

15.69 It may happen occasionally that, after
completion of an international search report, the
International Searching Authority discovers further
relevant documents (for example, in a later search
for arelated application). These should be added to
the international search report up to the time of
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completion of the technical preparations for its
publication by the International Bureau. An
amended international search report should be sent
to the applicant and to the International Bureau
promptly. Thereafter, if within two years from the
priority date of the international application the
International Searching Authority should become
aware of any particularly relevant document, it
should amend the international search report and
mark the report clearly as “amended.” The
International Searching Authority should then send
a copy of the amended report to the applicant and
another copy to the International Bureau for
subsequent communication to the designated
Offices and the International Preliminary
Examining Authority.

Receipt of Misdirected Article 19 Amendments

Article 19
1570 Where the International Searching
Authority, after transmittal of the international
search report, recelves from the applicant by
mistake amendments to the claims under Article
19, it should transmit them promptly to the
International Bureau, with which they should have
been filed, and inform the applicant accordingly.
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Chapter 16
International Search Report

General

16.01 The results of the international search are
recorded in the international search report (Form
PCT/ISA/210), which is transmitted with Form
PCT/ISA/220 to the applicant and with Form
PCT/ISA/219 to the International Bureau, together
with the written opinion of the International
Searching Authority, which must be established at
the same time. The search report is published by
the International Bureau and serves as a basis for
the written opinion of the International Searching
Authority, any international preliminary report on
patentability (Chapter | of the Patent Cooperation
Treaty), and any examination of the international
application by the designated Offices or by the
International Preliminary Examining Authority.

16.02 The examiner is responsible for seeing
that the international search report is drawn up in
such a way that it can subsequently be typed or
printed in final form.

Time Limit for Establishing the International
Search Report

Articles 17(2), 18(1); Rule 42.1
16.03 The international search must be carried
out in time to alow the final establishment of the
international search report or of a declaration under
Article 17(2) (see paragraph 9.40) before the
expiration of three months from the receipt of the
search copy by the International Searching
Authority, which is notified to the applicant on
Form PCT/ISA/202, or nine months from the
priority date, whichever time limit expires later. If,
in case of lack of unity of invention or of an
invitation to file a sequence listing, the time limit
cannot be met, the international search report is
established promptly after the receipt of additional
search fees or after the expiration of the time limit
for payment of such fees, if no such payment is
made, or after the receipt of the sequence listing.

Completing the International Search Report

Sections 110, 504, 503, 508; AI Annex B

16.04 The following paragraphs contain
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information which is necessary to enable the
examiner to complete the Form correctly. Further
information is contained in the following Sections
of the Administrative Instructions:

(i) fortheindication of dates: Section 110;
(i) for the classification of the international
applications: Section 504,
(i) for the identification of the cited
documents: Section 503;
(iv) for the indication of specia categories of

documents: Sections 505 and 507;

(v) for the indication of the claims to which
cited documents are relevant: Section 508;

(vi) for the consideration of unity of invention:
Annex B to the Administrative Instructions.

Matter Not Required by the Form

Rule 43.9
16.05 The international search report must
contain no matter other than as required by the
Form; in particular, it must contain no expressions
of opinion, reasoning, arguments or explanations.

Different Types of International Search Reports

Articles 15(5), 16(1)
16.06 The International Searching Authority
may draw up the following types of search reports:

(i)
(i) international-type search
paragraph 2.20).

international search report;

report (see

Form and Language of the International Search
Report

International Search Report Form

Section 507(g)
16.07 Following completion of the search, the
examiner reconsiders the classification in the light
of experience acquired during the search and
prepares the international search report (Form
PCT/ISA/210) and the Notification of Transmitta
of the ISR (Form PCT/ISA/220). Once an
examiner has completed the search, there should be
no delay in completing the search report. The
printed international search report Form (Form
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PCT/ISA/210) to be transmitted to the applicant
and to the International Bureau contains two main
sheets (“first sheet” and “second sheet”) to be used
for al searches. These two main sheets are
intended for recording the important features of the
search such as the fields searched and for citing
documents revealed by the search. The printed
international search report Form also contains five
optional continuation sheets for use where
necessary. There are continuation sheets for each
of the “first sheet” and the “second sheet”:

(@ “continuation of first sheet (1)
“continuation of first sheet (2),” and “continuation
of first sheet (3);” and

(b) “continuation of second sheet”
“patent family annex,” respectively.

and

16.08 The “continuation of first sheet (1)” is
used only when the international application
includes a nucleotide and/or amino acid sequence
and indicates the basis on which the international
search was carried out, since the relevant listings
or related tables may be filed or furnished at
different times and in different forms. The
“continuation of first sheet (2) is used where an
indication is made on the first sheet that claims
were found unsearchable (item 2) and/or that unity
of invention is lacking (item 3). The relevant
indications are then made on that continuation
sheet. The “continuation of first sheet (3)” contains
the text of the abstract where an abstract or an
amended abstract is established by the
International Searching Authority (item 5) and an
indication to that effect is made on the first sheet.
The “continuation of second sheet” is to be used
where the space on the second sheet is insufficient
for the citation of documents. The “patent family
annex,” or aternatively a blank sheet, may be used
for the indication of the members of patent
families. The Form also includes an “extra sheet,”
which may be used whenever additional space is
required to complete information from the other
sheets. A sheet may be in paper form or may
consist of the electronic equivalent of a paper
sheet.

Language of Search Report

Rule 43.4

16.09 The internationa search report is drawn
up in the language in which the internationa
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application to which it relates is to be published,
or, if a trandation into another language was
transmitted under Rule 23.1(b) (see paragraph
15.13) and the International Searching Authority so
wishes, in the language of that translation.

Sheets Included in the Pamphlet

16.10 It is to be noted that only the “second
sheet,” the “continuation of second sheet” (if any),
the “continuation of first sheet (2)” (if any), and
“the extra sheet” (if any), as well as any separate
sheet with information on members of patent
families, will be the subject of internationa
publication, as the “first sheet” and the
continuations of first sheet (1) and (3) (if any)
contain only information which will already appear
on the front page of the pamphlet.

International-Type Search

16.11 If an international-type search has been
carried out, Form PCT/ISA/201 is used for the
report.

Filling Out the Notification of Transmittal of the
International Search Report of the Declaration
(Form PCT/ISA/220)

Address for Correspondence

Section 108
16.12 The address for correspondence is taken
from the request Form (PCT/RO/101). When an
agent represents the applicant, the address for
correspondence is listed in Box No. 1V of the PCT
request Form. For applicants processing their own
applications, the address for correspondence may
be listed in Box No. Il of the request Form.
However, where the correspondence on file shows
any changes in the applicant or address for
correspondence, the later address is used.

Applicant’s or Agent s File Reference

Section 109
16.13 The applicant’s or agent’s file reference is
taken from the request Form (PCT/RO/101) or else
the most recent file reference from the latest
correspondence from the applicant or the agent.

International Application Number
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16.14 The international application number is
allocated and recorded on the request Form by the
receiving Office.

International Filing Date

16.15 Theinternational filing date is assigned by
the receiving Office upon receipt of the
international application. This date is recorded on
the request Form.

Applicant

Section 105
16.16  When there is more than one applicant in
respect of the internationa application, only the
first mentioned of these on the request Form is
indicated in the international search report. The
other applicants, if any, are indicated by the words
“et a” (or ET-AL) following the first applicant’s
name. The first mentioned applicant is indicated in
Box No. Il of the request Form, a second applicant
islisted in Box No. II; further applicants are listed
on the continuation sheet if there are more than
two applicants.

Example (i): AMERICAN TECHNOLOGIES
INC. et dl.

Example(ii): SMITH, John Doe
Notes:

(@ As shown above, company names are
written in capital letters, for personal names the
family name is given first in capital letters and the
given names are in mixed casethis helps to
identify the family name.

(b) These guidelines will be followed, mutatis
mutandis, when the international search report is
being prepared in a language, such as Japanese,
that does not discriminate between uppercase and
lowercase characters or when the language of the
international search report has a different order of
indicating surnames and given names.

Cases Where No, or Limited, Search Report is
Established

Rules 39 and 67
16.17 No International Searching Authority is
required to search or examine an international
application to the extent that its subject matter is
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any of the following:
(i)
(i) plant or anima varieties or essentially
biological processes for the production of plants

and animals, other than microbiological processes
and the products of such processes,

(ili) schemes, rules or methods of doing
business, performing purely mental acts or playing
gamesl

(iv) methods for treatment of the human or
anima body by surgery or therapy, as well as
diagnostic methods,

(v)

(vi) computer programs to the extent that the
International Searching Authority is not equipped
to search prior art concerning such programs.

scientific and mathematical theories,

mere presentations of information,

Chapter 9 deals in detail with these exclusions
from the search and examination, as well as other
situations, such as lack of clarity, where it may not
be possible to establish a meaningful international
search in respect of some or all claims. See aso
paragraph 15.11, which deals with the exclusion of
clams as a result of non-compliance with the
relevant standards for sequence listings.

16.18 Paragraph 9.40 indicates the course of
action to be taken if it is not possible to establish
an international search in respect of any of the
claims.

16.19 Where the examiner finds that the claims
relate to more than one invention and these
inventions are not so linked as to form a single
general inventive concept, the international search
report may be established only in respect of the
first invention and those further inventions in
respect of which additional fees are paid. See
chapter 10. The additional fees may be paid under
protest (see paragraphs 10.66 to 10.70).

Filling Out the International Search Report
(Form PCT/ISA/210)

Earliest Priority Date

16.20 The earliest priority date is given in Box
No. VI of the request Form (PCT/RO/101).
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Total Number of Sheets

16.21 The first sheet of the international search
report indicates the total number of sheets in the
report. The correct number is entered, not
including sheets which have not been filled in
(blank sheets). The number of sheets only includes
the number of sheets from Form PCT/ISA/210. It
does not include the number of sheets from Form
PCT/ISA/220 (Notification of transmittal of the
international search report and the written opinion
of the International Searching Authority, or the
declaration) as this is a letter to the
applicant/attorney only.

“It Is Also Accompanied by a Copy of Each Prior
Art Document Cited in This Report” Box

16.22 If the International Searching Authority is
sending out documents, this box is checked.

Basis of the Report

16.23 If the search has been conducted on the
basis of a trandation of the international
application (see paragraph 15.13), this is indicated
in item 1 of the first sheet of the international
search report.

Nucleotide and/or Amino Acid Sequence Listings
and Related Tables

16.24 Where the application discloses any
nucleotide and/or amino acid, box 1.b of the first
sheet is checked and Box No. | (appearing on
“continuation of first sheet (1)”) indicates the form
(that is, whether in paper copy or computer
readable form) and status (that is, whether filed
with the international application or later, for the
purposes of search) of the sequence listing, and
any related tables, that the search was carried out
on. See paragraphs 4.15 and 15.11 for further
details.

Restriction of the Subject of the International
Search

16.25 The report indicates whether the search
was restricted or not for any of the reasons
indicated below. If any such restrictions are

218

RO EL DA

16.21  [EHEERERSEOHE 1 =1, Yi%
WE OO DO EFH 2R AT 5, B
IEfEICFEH L, REEADOHK (FH—)
[/ G A e = SR A AN g~ G e = ¥
PCT/ISA/210IZ & £ D FH OB DA & 3
%, $RPCT/ISA/220 ([EFEFRA®R S K OF
B FR AT BE o> RLAR B X E BRI A A R A 1E
B L7V B OE S O omEE) 1XHIFEA X
IEREBNCOREF S NHEMTH D20,
YRR OBEITE D7,

[Z OEEERAERE IS Sz e 78
XLERDOE L bR ST 5] il

16.22  [EBRFHABI S SCHRZ X3 55
BT ZOF 2w IRy I AT =T %
17 %,

[ BRI AR T D A

16.23  [EBEFRA % [E B HFE O FIRR S0z 3
SEITHTHAITIE (15, 13TESM) | [EHEEH
BE#REDOHE 1 X—YOHEB 1LICEFDOE 523
5,

X7 VUAF RXET 2/ Bofs| ) A bR
OB#ES 57 —7 1

16.24 X7 UATF RXIT I 7 BHEZR
SNTHBOSAE, F1~—YD1LbD
Frv IRy 7 AZTF =y 7 AL, BT
(IFB1R—=VOFEN) ] 2HD,) T, #
EOXRE LAY 2 NOFA (EEDE
LTz Ea—&—a5o o
WY KOMREE (RS HHRE & 3R S
NI, X%, HBERICTHED 72O IZHH
SNTZDDLONT D) . KOES Y A MZ
B 5T — 7 T HONWTHERT D, aEllC
DUWNTIE, 4. 15K 5. 11THZ S

[E B A DX RIZ BT S HilIR

16.25  [EEEHAAEHR ST, LFIOORTEA
WXV, AEZFIR L 7Z0E T DN TER
T5, ZOX O HIREZwEH L72Ga1cid,



applied, the claims in respect of which a search has
not been carried out are identified and the reasons
for this are indicated. The four categories where
such restrictions may arise are:

(i) clams drawn to subject matter not
required to be searched by the Internationa
Authority (see chapter 9);

(i) clams in respect of which a meaningful
search cannot be carried out (see chapter 9);

(ili)  multiple dependent claims which do not
comply with Rule 6.4(a) (see paragraph 5.16);

(iv)

16.26 Where claims are not searched for any of
the reasons (i) to (iii), box 2 of the first sheet of the
international search report is checked. In addition,
Box No. Il of the international search report (on
“continuation of first sheet (2)”) is completed,
giving the details.

lack of unity of invention (see chapter 10).

16.27 It should be noted that claims which rely,
in respect of the technical features of the invention,
on references to the description or drawings
(“omnibus claims;” see paragraph 5.10) are
searched and reported upon if they can be given a
definite construction. However in the written
opinion of the International Searching Authority
and for the purposes of international preliminary
examination, any breach of Rule 6.2(a) (no
reference to the description or drawings except
when absolutely necessary) may be reported in
Box No. VII of the opinion or report.

16.28 If the national law of the Office acting as
International Searching Authority permits multiple
dependent claims which do not comply with Rule
6.4(a), such claims are included in the international
search and no indication is made under item 3 of
Box No. II.

16.29 Where lack of unity has been found (see
chapter 10), check box 3 of the first sheet of the
international search report (Form PCT/ISA/210) is
checked. In addition, Box No. Il of the
international search report (on *continuation of
first sheet (2)") is completed, irrespective of
whether an invitation to pay additional search fees
has issued. The search report indicates the separate
inventions present in the clams, whether
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additional search fees were requested and paid, and
which clams were searched. It also indicates
whether any additional search fees were
accompanied by a protest.

Abstract, Title and Figure

Articles 3(2), 4(1)(iv),; Rules 8, 44.2
16.30 Theinternational application must contain
an abstract and a title. The examiner indicates
approval or amendment of the text of the abstract,
the title of the invention, and the selection of the
figure that is to accompany the abstract in items 4
to 6 of the first sheet of the internationa search
report. Box No. IV (on “continuation of first sheet
(3)") is used to record any new or amended
abstract.

—  Abstract

Article 14(1)(a)(iv) and (1)(b),; Rules 26, 38.1
16.31 Where the internationa application lacks
an abstract, the relevant receiving Office should
find this in their routine check and issue the
invitation to correct accordingly, allowing at least
one month from the mailing date of the invitation
for a reply. The receiving Office should notify the
International  Searching  Authority that the
invitation has been sent. The receiving Office may
declare the international application withdrawn if
no abstract is furnished to the receiving Office
within the time limit fixed. However the
International Searching Authority proceeds with
the international search unless and until it receives
notification that the application is considered
withdrawn.

Article 3(3); Rule 8.3
16.32 In determining the definitive contents of
the abstract, or establishing the text of the abstract
anew, whereit is missing, the examiner should take
into consideration the fact that the abstract is
merely for use as technical information and, in
particular, must not be used for the purpose of
interpreting the scope of the protection sought. The
abstract should be drafted so that it constitutes an
efficient instrument for the purpose of assisting the
scientist, engineer or researcher in searching in the
particular technical field and should in particular
make it possible to assess whether there is need for
consulting the international application itself.
WIPO guidelines for the preparation of abstracts
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are found in WIPO Standard ST.12/A.

Rule 8.1(a), 8.3
16.33 In considering the adequacy of the
applicant’s abstract and figure, because of practical
difficulties experienced by the International Bureau
with publication, examiners when assessing or
drafting abstracts, should have particular regard to
the following:

(@ It is important that the abstract be as
concise as the disclosure permits (preferably 50 to
150 words if it isin English or when translated into
English). Within this constraint the abstract must
provide a summary of the technical information
about the disclosure as contained in the
description, clams and drawings. It should be
drafted so as to serve as an efficient scanning tool
for searching purposesin the art.

(b) Phrases should not be used which can be
implied, such as, “This disclosure concerns’, “The
invention defined by this disclosure” and “This
invention relatesto”.

Rule 8.2(b)
(c) Only one figure should normally be
selected unless this would lead to inadequate
disclosure. The inclusion of more than two figures
should not be considered except in extreme
circumstances where necessary information cannot
be otherwise conveyed. Where none of the figures
is considered useful for the understanding of the
invention (even where the applicant has suggested
afigure), no figure should be selected.

(d) Abstracts may be incomprehensible if the
numerals on the selected figure(s) do not
correspond with those in the abstract.

(e) An absence of reference numeras on the
figures must be accepted as the examiner has no
mechanism to initiate their provision.

Rule 8.1(d)

(f) Each main technical feature mentioned in

the abstract and illustrated by a drawing should be

followed by a reference sign, placed between
parentheses.

Rule 38.2(a)
16.34 If the international application does not
contain an abstract and the International Searching
Authority has not received a notification from the
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receiving Office to the effect that the applicant has
been invited to furnish an abstract, or if the said
Authority finds that the abstract does not comply
with Rule 8, it establishes an abstract itself.

16.35 The review of the abstract should be
conducted in a way that does not impact upon the
date of actua completion of the search. This
review should be completed in parallel with other
stepsin the process.

16.36 The applicant can only comment on the
abstract prepared by the examiner after it has been
established in the international search report (see
search report Form PCT/ISA/210, first sheet, item
5). Thisisthe only invitation to comment issued to
the applicant. It occurs either when no abstract has
been filed or when the originally filed abstract does
not comply with Rule 8, and the examiner must
prepare a compliant abstract. In this event the
examiner establishes an appropriate abstract.

Rule 38.2(b)
16.37 The applicant is allowed one month from
the date of mailing of the international search
report to respond to the examiner’s abstract in the
report.

16.38 If the applicant does comment, the
examiner takes the applicant’'s comments into
consideration. It is not necessary for the examiner
to reply to the applicant's comment even if
adverse.

Rule 38.2(b), Section 515
16.39 If the International Searching Authority
amends the abstract established in the international
search report it notifies the International Bureau
and the applicant using Form PCT/ISA/205.

— Title

Rules 4.3, 26.1, 37.2, 44.2
16.40 According to Rule 4.3, the title must be
short and precise (preferable from two to seven
words in English or when tranglated into English).
Furthermore, the title should clearly and concisely
state the technical designation of the invention. In
this regard the following should be taken into
account:
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(@) personal names or trade names or similar
terms of a non-technica nature which do not serve
to identify the invention should not be used;

(b) the abbreviation “etc.”, being vague,
should not be used and should be replaced by an
indication of what it isintended to cover;

(c) titles such as “Method’, “Apparatus’,
“Chemical Compounds’ alone or similar vague
titles do not clearly state the technical designation
of the invention.”

Article 14(1)(a)(iii) and 14(1)(b); Rules 26 and 37.1
16.41 Where the internationa application lacks
a title, the relevant receiving Office should find
this in its routine check and issue the invitation to
correct accordingly, allowing at least one month
from the mailing date of the invitation for a reply.
The recelving Office should notify the
International  Searching  Authority that the
invitation has been sent. The receiving Office may
declare the international application withdrawn if
no title is furnished to the receiving Office within
the time limit fixed. However, the International
Searching  Authority  proceeds with  the
international search unless and until it receives
notification that the application is considered
withdrawn.

Rule 37
16.42 The examiner is required to draft a title
where:

(i) the applicant has not responded to the
invitation from the receiving Office to provide a
title within the time allowed, but the International
Searching Authority has not received notification
that the application is considered withdrawn,

(i) no title was filed and the receiving Office
omitted to invite the applicant to rectify the
deficiency, or

(ili) the title is deficient because it does not
comply with the requirements of Rule 4.3.

16.43 The examiner is not required to gain the
approval of the applicant for the title and the
establishment of the title by the examiner is by
suitable completion of the international search
report Form (see check box 4 of the first sheet of
Form PCT/ISA/210).
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— Drawings to Be Published

16.44 When indicating the Figure No. of the
drawings, the applicant’s suggestion is found at
Box No. IX of the request Form (PCT/RO/101).

16.45 Where none of the figures is considered
useful for the understanding of the abstract, thisis
indicated at the appropriate box (item 6, first sheet
of the international search report).

16.46 When no drawings accompany the
application none of the boxes are checked.

16.47 It is not recommended to select more than
one figure; however, if it is necessary to do so then
the wording of the Form should be changed to
reflect the change from single case to plural case.
For example, “figure” is changed to “figures’, “is’
to “ae’” and “No.” to “Nos”. (These
recommendations will be followed, mutatis
mutandis, when the international search report is
being prepared in a language, such as Japanese,
that does not have distinction between singular and
plural forms.)

Classification of Subject Matter

Rule 43.6(a)
16.48 The International Searching Authority
assigns obligatory  “invention  information”

International Patent Classification (IPC) symbols
in accordance with the rules as set forth in the
Guide to the IPC and in the IPC itself (using the
edition of the IPC in force at the time) and records
this information in Box A of the second sheet of
the international search report. Non-obligatory IPC
symbols, as defined in the Guide (such as the
optional IPC indexing codes), do not need to be
applied. The IPC Guide can be accessed via the
WIPO web site at: www.wipo.int. See chapter 7.

Fields Searched

16.49 The international search report lists the
classification identification of the fields searched
in Box B of the second sheet of the international
search report. If the IPC is not used for this
purpose, the classification used is indicated.
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Minimum Documentation Searched

16.50 The International Searching Authority
consults the minimum documentation specified in
Rule 34 and considers other relevant databases or
other search resources such as those listed in the
Search Guidance IPDL. Where the IPC
classification terms were searched, with or without
restricting the search by using key words, the
examiner should enter the associated 1PC symbols
on the international search report.

Documentation Searched Other Than Minimum
Documentation

Rule 43.6(b)
16.51 Where documentation other than the PCT
minimum documentation is searched, the other
documentation searched is identified in Box B of
the second sheet of the international search report
when practicable. This section is used for
non-electronic databases searched, for example,
paper or microfilm. It isused for example, for:

(@ Capri-enter “CAPRI” and the appropriate
IPC code for the classification searched, for
example, “CAPRI: IPC F16B 1/02".

(b) Search of patent specifications not
forming part of the minimum documentation
according to a classification system peculiar to the
country issuing the patent — enter classification
searched, for example, “AU Class 53.6”

(c) Search of patent specifications not
forming part of the minimum documentation
according to the IPC - enter the IPC codes for the
classification places searched, for example, “AU:
IPC B65G 51/-".

16.51.1 Where the examiner chooses to cite a
document listed in a third party observation
which would not have been found in the
documentation searched, he may indicate “Third
party  observation submitted [Date]” in the
“documentation searched other than the minimum
documentation” box in Form PCT/ISA/210.

Electronic Database Consulted

Rule 43.6(c)
16.52 Where an electronic database is used in
carrying out the international search, the name of
the database may be included in the search report.
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In addition, depending on the policy of an
International Searching Authority, examiners may
find it useful to others to indicate the exact search
queries used to search the database in the report. If
it is impractica to record the exact query or
queries, then a summary of the query or queries
should be included. See paragraph 16.53.

16.53 Where keywords (search terms) are used,
it may be useful to include the keywords on the
search report. If the number of keywords used is
large, then a representative sample of the keywords
could be used (for example, “Keywords: A, B, C,
and similar terms’). However, depending on the
policy of an International Searching Authority, the
examiner may find it useful to record the search
history in sufficient detail to allow examiners of
national stage applications to fully interpret and
rely upon the international search. See paragraph
15.58.

16.54 Structure searches are not conveniently
indicated on the search report. If a structure search
was carried out this can be indicated by a statement
such as “structure search carried out based on the
quinoline nucleusin formula (1)”.

16.55 Sequence searches should be dealt with in
the same way as structure searches (“search of
SEQ ID 1-5").

Examples:

DWPI & keywords: A, B, C, and similar terms
(Note; DWPI includes WPAT, WPI, WPIL)

JAPIO & keywords: A, B, C, and similar terms

MEDLINE & keywords. A, B, C, and similar
terms

DWPI IPCAO01B 1/- & keywords: A, B, C

CA & WPIDS: IPC CO7D 409/- & keywords:
A /B,C

CA: Structure searched based on Formula (1)

ESP@CE keywords: A, B, C.

Genbank: Sequence search on nucleic acid
sequence SEQ ID NO: 1.

Notes:
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(@ Merely putting “keywords searched”
without specifying the actual keywords used is not
acceptable.

(b) There is no need to indicate the way the
database was accessed, for example, there is no
need to specify that ESP@CE was accessed via the
Internet, or MEDLINE via STN.

(c) Where the search is conducted using a
particularly relevant portion of alonger referenced
nucleic acid or amino acid sequence, rather than
the full length sequence referenced as filed for a
particular SEQ ID NO of the sequence listing, the
search examiner should indicate the region or
regions of the full length reference sequence which
encompassed the sequence searched. For example
“search of SEQ ID NO: 1 for nucleotides
1150-1250 only.”

Previous Search

16.56 Where the international search report is
entirely or partly based on a previous search made
for an application relating to a similar subject, the
previous application number and the relevant
search history consulted for this previous search is,
where appropriate, identified as having been
consulted for the international application in
guestion, except in those instances where the
details of an earlier search cannot be ascertained,
or whenever it is impractical to record the full
details of the earlier search. In the later case, a
summary of the earlier search should be included.
Where the previous application has been
published, this information is recorded in the
international search report; if the previous
application has not yet been published, the
information may be sent to the applicant
informally when the international search report is
transmitted. See paragraph 16.53.

Documents Considered to Be Relevant

Rule 43.5
16.57 The completion of Box C of the second
sheet of the international search report can be
considered as having three components. These are:
the citation category; the citation of the document
together with identification of relevant passages
where appropriate; and the identification of
relevant clam numbers. These three components

227

(a) FEBRIMHEHLLZF—U— F&HE
HY, WIS Te— U — PR LT s S
A E GO NSY AWALTAN

(b)) F—FR—Z2~DT V¥ RAFEIZ
DUVWTCIERLHET D BT, il L, 1 >
X —% v b LTESP@CEIZT 7 &AL
72, XIXSTN% 4 L CMEDLINEIZT 7 & A
U725 L LT 2 BT R0,

(c) HEAIY X FOREDSEQ ID NOIZ
DUNT, HFERFIC S| H &7 Bl 2R Crze
<, BOIZHIH LTI T < 7 Beids 9
HARFIZBE DO H 555 2 W TREKE 21T 9
Y. AR AR IIMR L7 Rds & m e il )
RO 1 P X TE I ORI & fLal T~ &
Thb, Wz [X7 LAF F1150-12500
Bkt L7-SEQID NO: 1057 ],

S DI

16.56  [EEEHRAERE O UL % ., )
(AT > 72l o EREICB 5 2 HFE O A I
HAOWTHERT 256, ZDEOMEIZ O
TR DD HEE 5RO OHERE
JEIZ, MRS AIE, YHEREEO =D
Wb D ERIRT, 72720, LORED
FEHARERR T X WIS TR EDRE
MAETELEET D Z ENFERBTRVES
R, BEOHBEIZBWTH, KORED
BEEIIE DD RETH D, JeDHREN AR S
NTWAIGE, 2 ORI ERRH ARSI
SN, OHENETZA STV o
756, EETAEHE S S DRI,
FENIZZ OE#ZIENKITEET DHEN
H D, 16.53HE S,

B H 5 & 7B B AL D ik
HH43. 5
16.57 EEHAEREOFE 22— D CHH

DFEAIL, SODHEZNLIR D ERIT L
WTED, T72bb, 5T IV —, 3CHk
DB & O G) 72 55 11X BT 5 & T o
BrE, WO 5 7 L — A DF 5 ORE
Thbd, 2L 3ODERITENEN, LT
D16.59~16. 698, 16.72. 16.71 % \16. 73



are discussed separately in paragraphs 16.59 to
16.69, 16.72, and 16.71 and 16.73, respectively,
bel ow.

16.58 Some general points to note are:

Rule 33.1

@ Documents selected for citation

should be the prior art that is closest to the

applicant’s invention. The duplication of teachings

by way of citation of multiple documents showing

the same inventive elements should be kept to a
minimum (see paragraphs 15.63 and 15.64).

(b) When citing a document, the
examiner should clearly indicate which portions
and specific pages of the document are most
relevant (see paragraph 15.64).

Citation Category

Sections 505, 507
16.59 Documents which are cited are given a
category indication by way of an aphabetic
character, detalls of which are given in
Administrative Instructions 505 and 507 and
below. The categories for citations are also
explained under the “Documents considered to be
relevant” section of the report. A category should
always be indicated for each document cited.

Where needed, combinations of different
categories are possible.
— Particularly relevant documents

Section 505
16.60 Where a document cited in the

international search report is particularly relevant,
itisindicated by the letters“X” or “Y”.

16.61 Category “X” is applicable where a
document is such that when taken alone, a claimed
invention cannot be considered novel or where a
document is such that when considered in light of
common general knowledge, a claimed invention
cannot be considered to involve an inventive step.

16.62 Category “Y” is applicable where a
document is such that a claimed invention cannot
be considered to involve an inventive step when
the document is combined with one or more other
documents of the same category, such combination
being obvious to a person skilled in the art.
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— Documents defining the state of the art not
prejudicing novelty or inventive step

Section 507(c)
16,63 Where a document cited in the
International search report represents state of the
art not prejudicial to the novelty or inventive step
of the clamed invention, it is indicated by the
letter “A”.
— Documents which vrefer to a nonwritten
disclosure

Section 507(a)
16.64 Where a document cited in the
International search report refers to a non-written
disclosure, the letter “O” is entered. Examples of
such disclosures include conference proceedings.
The document category “O” is aways
accompanied by a symbol indicating the relevance
of the document according to paragraphs 16.61 to
16.63, for example O,X, O,Y or O,A.

— Intermediate documents

Section 507(d)
16.65 Documents published on dates falling
between the date of filing of the application being
examined and the date of priority claimed, or the
earliest priority if there is more than one (see
Article 2(xi)(b)), are denoted by the letter “P”. The
letter “P” is aso given to a document published on
the very day of the earliest date of priority of the
patent application under consideration. The
document category “P” is aways accompanied by
a symbol indicating the relevance of the document,
for example PX, PY or PA.

— Documents relating to the theory or principle
underlying the invention

Section 507(e)
16.66 Where any document cited in the search
report is a document which may be useful for a
better understanding of the principle or theory
underlying the invention, or is cited to show that
the reasoning or the facts underlying the invention
areincorrect, it isindicated by the letter “T”.

— Potentially conflicting patent documents

Section 507(b)
16.67 Any patent document bearing a filing or
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priority date earlier than the filing date of the
application searched (not the priority date) but
published later than that date and the content of
which would constitute prior art relevant to novelty
(Article 33(2)) is indicated by the letter “E” (see
section 507(b) and Rule 33.1(c)). Where the patent
document and the application searched have the
same date, the patent document is also identified
by the letter “E”. An exception is made for patent
documents based on the priority under
consideration.

— Documents cited in the application

16.68 When the search report cites documents
already mentioned in the description of the patent
application for which the search is carried out,
such documents may be identified on the search
report by the wording “cited in the application”,
which appears under the cited document.

— Documents cited for other reasons

Section 507(f)
16.69 Where in the search report any document
is cited for reasons other than those referred to in
the foregoing paragraphs (in particular as
evidence), for example:

(@ adocument which may throw doubt on a
priority clam (Article 4(C)(4) of the Paris
Convention), or

() a document cited to establish
publication date of another citation

the document is indicated by the letter “L”. Brief
reasons for citing the document should be given.
Documents of this type need not be indicated as
relevant to any particular claims. However, where
the evidence which they provide relates only to
certain claims (for example the “L” document cited
in the search report may invalidate the priority in
respect of certain claims and not others), then the
citation of the document should refer to those
claims.

the

— Non-prejudicial disclosures

16.70 In certain cases the invention may have
been disclosed, before the relevant date for the
purposes of the PCT, in such a way that it is not
considered to form part of the state of the art in
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accordance with the national law of one or more
designated Offices. The applicant may make a
declaration of the existence of such excluded state
of the art in the request Form according to Rule
4.17(v). However these exemptions do not
necessarily apply in al designated Contracting
States and additionally, according to Rule
51bis.1(a)(Vv), the applicant may still have to file
the correct documents in the national/regiond
phase at the designated Office in question in order
to qualify for the exemption. Consequently such
documents must be cited on the international
search report with the appropriate category
indicated above and may also be considered in the
written opinion of the International Searching
Authority and during international preliminary
examination.

Relationship Between Documents and Claims

Section 508
16.71 Each citation should include areference to
the claims to which it relates. If necessary, various
relevant parts of the document cited should each be
related to the clams in like manner (with the
exception of “L” documents, see paragraph 16.69
and “A” documents, see paragraph 16.73). It is
also possible for the same document to represent a
different category with respect to different claims.
For example:

X WO09001867 A (WIDEGREN LARS(SE)) 1

8 March 1990 (1990-03-08)
Y *figurel* 2-5
A *figure2* 6-10

The above example means that Figures 1 and 2 of
the cited document disclose subject matter which
prejudices the novelty or inventive step of claim 1,
which prejudices the inventive step of claims 2-5
when combined with another document cited in the
search report, and which represents non-prejudicial
state of the art for the subject matter of claims
6-10.

Citation of the Documents

Section 503; WIPO Standard ST.14
16.72 Identification of any document should be
made according to WIPO Standard ST.14.

16.73 For “A” citations it is not necessary to
indicate the relevant claims unless there is good
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reason to do so; for example where there is a clear
lack of unity a priori and the citation is relevant
only to a particular claim or group of clams or
when the claims meet the criteria of novelty,
inventive step, and industrial applicability under
Article 33(2) to (4) and the “A” category citations
represent the most relevant prior art.

16.74 The box on the second sheet of Form
PCT/ISA/210 entitled “Further documents listed
are in the continuation of Box C” is checked if
more documents are cited than will fit in the space
provided in Box C and therefore a continuation
sheet is used.

16.75 The search report is published with the
specification and distributed worldwide. To enable
any reader in any country to consider the citation
in the most convenient document/language, the
known family members of each citation are
normally listed in the patent family annex sheet of
the international search report. The box on the
second sheet of Form PCT/ISA/210 entitled “ See
patent family annex” is checked if a family
member listing is included with the report. Where
INPADOC is used to check the family member, it
should be noted that:

(@ INPADOC does not provide family
listings for documents published prior to 1968;

(b) 1If INPADOC indicates there are no family
members for a cited document then indicate this by
entering the word “NONE” where the family
members would appear. This indicates to the
applicant that a search for family members has
been carried out and there was a nil result; and

(c) If INPADOC indicates that none of the
citations has a family member the “See patent
family annex” box should still be checked and the
practice indicated in the paragraph (b) above
should be followed for al citations.

Finalization of the Report
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Article 19; Rules 43.1, 43.2, 46.1
16.76 The identification of the International
Searching Authority which established the
international search report and the date on which
the report was drawn up are indicated at the bottom
of the second sheet of the international search
report. This date should be that of the drafting of
the report by the examiner who carried out the
search. In addition to the date of actual completion,
that is, the date on which the report was drawn up,
of the international search, the internationa search
report also indicates the date on which it was
mailed to the applicant, which is important for the
computation of the time limit for filing
amendments to the claims under Article 19.

Rule 43.8; Section 514
16.77 Where the examiner is an authorized
officer his name will appear on the search report.
Where the examiner is not an authorized officer the
name of the responsible examiner who will be
supervising the report should be entered as the
authorized officer. Where the examiner is an
authorized officer then the date of actua
completion will be the date of completion of the
search report and he enters it on the search report.
Where the examiner is not an authorized officer,
the “date of completion” should be entered after
the responsible officer has supervised the report
and corrections, if any, have been made.

16.78 The report should be mailed within 3
months of receipt of the search copy or within 9
months from the priority date, whichever is later.

Copies of References Cited in the International
Search Report

Rule 44.3
16.79 The International Searching Authority
should preferably attach copies of all references
cited to the copy of the international search report
which is sent to the applicant. However, the
preparation of such copies may be the subject of a
separate request and payment of a separate fee for
copies may be required. For the invitation for
payment of fees Form PCT/ISA/221 may be used.

Article 20(3); Rule 44.3
16.80 The International Searching Authority or
an agency responsible to it must send, upon
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request, copies of al references cited in the | BEEREICSIH I N2 TOILEOF L
international search report to any designated Office | Z 2444 L 221 AU 72 b 7evy, MakadRi, #i
or the applicant. Such a request may be presented | Hil44. 3IZHUE SN A 5O G & [EFEHIFE A
any time during seven years from the international | 725 7 FEOHIFIWOTHITH TN TE D,
filing date under the conditions laid down in Rule | 51 HI3CER DG Ui, #APCT/ISA/211L & %
44.3. Copies of the references cited may be| (ZEff&En 5,

transmitted with Form PCT/ISA/211.
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