PART 1
INTRODUCTION AND OVERVIEW

Chapter 1
Introduction
Purpose and Status of These Guidelines

101 These Guideines give instructions as to
the practice to be followed by Authorities during

the internationa search and examination
procedures.
1.02  The Guidelines are addressed primarily to

the examiners in the various International
Searching and Preliminary Examining Authorities
but it is hoped that they will aso be of assistance
to applicants and patent practitioners. They aso
apply, where appropriate, to internationa-type
searches (see paragraph 2.20). Moreover, the
Guidelines may be useful to the patent Offices of
the designated and elected States in the national
phase in the searching and examination of the
international  application and in  better
understanding the internationa search and
examination reports. Although the Guidelines deal
with international applications, they may be used
mutatis mutandis by national Offices in dealing
with national applications if the nationa law so
permits; aso they may be used in revising national
laws with the purpose of unification of current
practices in patent Offices of various countries.
They, however, do not generally cover the actions
of the receiving Office, even though this might in
some cases be the same Office as the International
Searching Authority and/or the International
Preliminary Examining Authority.

Articles 16(3)(b), 32, 33
1.03  These Guidelines are common rules of
international search and examination that provide
instructions regarding international search and
examination and assist in the application of the
provisions of the PCT, PCT Regulations and PCT
Administrative Instructions relating to international
search and examination. They are intended to
cover typical occurrences. They should therefore
be considered only as general directives, examiners
will have to go beyond the instructions in
exceptional cases. Nevertheless, applicants can
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expect the International Searching and Examining
Authorities to act, as a genera rule, in accordance
with the Guidelines until such time as they are
revised. In addition, at various points throughout
these Guidelines, the examiner is directed to
interpret a claim in a particular fashion. This has
been done to enable the designated and/or elected
Offices to understand the examiner’s conclusion as
to novelty, inventive step (non-obviousness) and
industrial application, and in no way binds the
designated and/or elected Offices to adopt asimilar
interpretation. The Guidelines also set forth
standards for quality for the International
Searching Authorities and the International
Preliminary Examining Authorities to follow so as
to minimize differences in the results of the search
and examination process among the various
Authorities.

104 The above criteria merely serve the
purpose of international search and preliminary
examination, and any Contracting State may apply
additional or different criteria for the purpose of
deciding whether, in that State, the claimed
invention is patentable. It should be noted aso that
the Guidelines do not have the binding authority of
a legal text. These Guidelines have been designed
to assist International Searching and Examining
Authorities in establishing international search and
examination reports, in accordance with PCT
Articles 17 and 18, written opinions in accordance
with PCT Article 34 and Rule 43bis and
international preliminary examination reports in
accordance with PCT Article 35. For the ultimate
authority on questions concerning international
search and examination, it is necessary to refer to
the PCT Articles themselves, interpreted, where
necessary, by reference to the Minutes of the
Washington  Diplomatic  Conference  and
interpretations given by the PCT Assembly. Any
failure of an International Searching or Examining
Authority to follow these Guidelines would not of
itself constitute a basis for review of the action of
the Authority except where such review is
provided for under the applicable national law and
practice.

Arrangement and Terminology of These
Guidelines
105 These Guidelines initially set out the
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framework, which is to be followed at the
international search stage and the international
preliminary examination stage and then go on to
set out a number of steps and concepts in greater
detail. The Guidelines are divided into eight parts.
Part | provides a brief overview of the procedures
a the international search stage and international
preliminary examination stage. Part Il provides
details of the internationa application. Part Il
provides details of considerations that the examiner
needs to keep in mind during both the international
search stage and the international preliminary
examination stage. Part IV provides details on the
international search. Part V contains information
on the content of written opinions and the
international preliminary examination report. Part
VI discusses procedures during the international
preliminary examination. Part VIl provides for a
common quality framework, and Part VIII
discusses clerica and administrative procedures.
Some of the chapters in the various parts are
relevant to only one stage or the other. However,
with a few exceptions which are explained in the
text, where examiners in the Internationa
Searching Authority and the International
Preliminary Examining Authority consider any
particular issue, this should be done to the same
standards and most chapters are relevant to the
work of both stages.

106 The term “examiner,” unless qualified, is
used in the Guidelines to refer to the examiner
working in the International Preliminary
Examining Authority or the examiner working in
the International Searching Authority. “Search”
and “examination”, unless qualified, mean
international search and international preliminary

examination according to the Treaty and
Regulations.
107 Unless qualified, references in the

Guidelines to “the Treaty” are to the PCT, to
“Articles’ are to those of the Treaty, to “Rules’ to
those of the Regulations under the PCT, to
“Sections” to those of the Administrative
Instructions under the PCT, and to “parts”
“chapters’ and “paragraphs’ to those of these
Guidelines. References to Parts and Annexes of the
Administrative Instructions under the PCT bear the
prefix “Al”.
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1.08  References to a “national” Office or law,
include also regional systems where several States
have entrusted to an intergovernmental authority
the task of granting regional patents.

Overview of International Application Process

109 The procedure through which an
international patent application under the Patent
Cooperation Treaty proceeds from the filing of the
application to the granting of a patent (or the
refusal thereof) comprises two main stages,
commonly referred to as the “internationa phase”
and the “national phase” (or “regional phase’” when
an international application comes before a
regional body rather than a nationa one). As
indicated in paragraph 1.01, a mgor change to
processing international applications is that the
International Searching Authority rather than the
International  Preliminary Examining Authority
establishes a first written opinion (under PCT Rule
43bis), thus combining the international search and
international preliminary procedures to a much
greater extent than before. The following
paragraphs 1.10, 1.11 and the flowchart of typical
international application processing that has been
provided at the end of this chapter provide a brief
overview of the internationa phase, with a
complete explanation provided in Parts 2 through 8
of the Guidelines.

The International Phase

Articles 22, 23
1.10 The international phase begins when the
international application is filed and, provided that
the international application is not withdrawn,
includes  various formalities checks, an
international search, preparation of a written
opinion, publication of the application and,
optionally, an international preliminary
examination. During this phase, no nationa or
regional Office may process or examine the
application except at the specific request of the
applicant.

111 Theinternational phase in turn includes a
number of groups of actions which are distinct in
nature, though they may in practice overlap

dlightly in timing:
(@ Filing of the international application with
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an appropriate receiving Office: this includes a
“request” (a petition that the international
application be processed according to the Treaty,
together with certain data concerning matters such
as the applicant, inventor, any agent and formal
details about the application, such as the title and
any priority claims), a description, one or more
claims, one or more drawings (where required) and
an abstract;

(b) Certain procedural checks are carried out,
an international filing date is accorded and copies
of the application are sent to the International
Bureau (the record copy) and the International
Searching Authority (the search copy);

(0 An international search by the
International Searching Authority: this includes a
search for earlier disclosures relevant to the
novelty and inventive step of the claimed invention
and the establishment of an international search
report and a written opinion on novelty, inventive
step and industrial application, normally at 16
months from the priority date, as detailed later in
this document. (See chapter 2 and Parts IV and V);

(d) International publication  of  the
international application, the international search
report, and Article 19 amendments (if any) by the
International Bureau at 18 months from the priority
date; the written opinion of the International
Searching Authority (and any informal comments
filed by the applicant) will be made available to the
public at the sametime;

(e) Optionaly, at the request of the applicant
by filing a “demand” (Chapter 1l of the PCT), an
international preliminary examination conducted
by the Internationa Preliminary Examining
Authority, in which the examiner considers further
the issues of novelty, inventive step and industrial
application, taking into account any comments or
amendments under Article 19 or 34 from the
applicant, as detailed later in this document; this
concludes with the establishment of an
international  preliminary examination report,
which is entitled “internationa preliminary report
on patentability (Chapter 1l of the Patent
Cooperation Treaty)” (see chapter 17);

(f) Issuance of an “internationa preliminary
report on patentability” (Chapter | of the Patent
Cooperation Treaty) by the International Bureau on
behalf of the Internationa Searching Authority if
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the applicant does not file a demand requesting
examination of the international application in
response to the written opinion as established by
the International Searching Authority; the
international preliminary report on patentability
has the same content as the written opinion

established by the International Searching
Authority;
(g) Distribution by the International Bureau

of documents to the designated Offices or elected
Offices, including copies of the application, any
amendments which have been filed and an
international preliminary report on patentability,
comprising either the contents of the written
opinion by the International Searching Authority
or, where established, the international preliminary
examination report.

The National (or Regional) Phase

112  After 30 months from the priority date of
the application (20 months in certain States due to
transitional provisions; States also have the option
of gpecifying a later date applicable for
applications before their Office), the application
may begin its national (or regional) phase in each
designated Office (if internationa preliminary
examination has not been demanded and Chapter |
of the PCT applies) or elected Office (if
international preliminary examination has been
demanded and Chapter Il of the PCT applies). This
IS the procedure which actually leads to the grant,
or refusal, of a patent according to the relevant
national law or regional arrangement. While the
national and regional Offices may not make further
requirements beyond those of the Treaty and
Regulations in respect of matters of form and
contents, they are not bound by the Treaty to
follow the results of any international search or
examination which has been performed when the
application is examined during the national or
regional phase.

The International Authorities

Articles 16, 32; Rules 35, 59

1.13  The International Searching Authorities
and Internationa  Preliminary  Examining
Authorities are national Offices or

intergovernmental organizations entrusted with a
number of tasks under the Treaty, especially the
establishment of international search and
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preliminary examination reports. One or more
Authorities may be competent to search or
examine a particular international application. This
depends on agreements between the International
Authorities and the International Bureau, together
with a decision which has been notified to the
International Bureau by each receiving Office
concerning which Authorities are competent to act
in respect of international applications filed with
that Office. Where more than one Authority might
be competent to perform the search or examination
of any particular application, the applicant chooses
the desired Authority in the request or demand.

114  The International Preliminary Examining
Authority for any particular application will
usualy be the same body as the International
Searching Authority, but this is not necessarily the
case. A different Authority may be specificaly
chosen by the applicant or else, occasionaly, an
Authority may be competent to search a particular
international application but not to examine it.
Consequently it is particularly important that both
the international search report and the written
opinion by the International Searching Authority
are produced to consistent standards, so that they
may be used effectively by any other Authority, as
well as by applicants and designated Offices.
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Flowchart of Typical International Application Processing

Months
(from earliest
priority date)

12

16

Applicant may send

18 _

comments on WO/ISA to

Action

Chapter I (all international applications)

IA filed with RO

'

ISA establishes:
ISR + WO/ISA

v
International f)ublication by 1B:
IA+ISR (+Article 19 amendments, if any)

WO/ISA (+ any comments) publicly available
I

22 (or 3 from No demand filed:
WO/ISA)* continued Chapter I processing

}

Chapter 11 (IPE)

Applicant files demand with IPEA

WO/ISA treated as first WO/IPEA
(unless IPEA declares otherwise)

Applicant may file amendments
and/or arguments

v

IPEA examines | A, taking any
amendments and arguments into account

IPEA may establish further
written opinions and invite reply

v
28 IB establishes IPRP (Chapter 1) IPEA establishes IPRP (Chapter I1)
(contents = WO/ISA) (=IPER)
v
30 — |PRP (and any comments) to DOs IPRP to EOs and
and publicly available publicly available (if EO has requested)
National phase entry National phase entry
RO receiving Office 1A international application
IB International Bureau ISR international search report
ISA International Searching Authority WO/ISA  written opinion of the ISA
IPEA International Preliminary Examining Authority ~ WO/IPEA written opinion of the IPEA
DO designated Office IPE internationa preliminary examination
EO elected Office IPRP international preliminary report on patentability
IPER international preliminary examination report

* In practice, demand must be filed by 19 months for Article 22 transitional reservation countries
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Chapter 2
Overview of the International Search Stage

Objectives

201  Thischapter provides a brief, introductory
overview of the international search stage. A
complete discussion of the procedure at the
international search stage is provided in Parts Il
and IV of the Guidelines.

Article 15(2); Rule 33.1(a)
2.02  Theobjective of the international searchis
to discover the prior art which is relevant for the
purpose of determining whether, and if so to what
extent, the clamed invention to which the
international application relates is or is not novel
and does or does not involve an inventive step. In
some cases the Internationa Searching Authority is
not required to establish a search for some or al of
the clamed subject matter, either because the
scope of the clams is too uncertain or the
application covers excluded subject matter (see
chapter 9) or else more than one invention is
claimed (see chapter 10).

Rule 43bis
203 At the same time as establishing the
international search report, the search examiner
establishes a written opinion as to whether the
claimed invention appears to be novel, involve an
inventive step, be industrially applicable and meet
with the other requirements of the Treaty which are
checked by the International Searching Authority.

204 It is essentid that the search and the
written opinion are carried out according to the
same criteria which are used during the
international preliminary examination. The search
may also report on some materia which may not
strictly be relevant to novelty and inventive step, as
detailed below in paragraph 2.10.

Preliminary Matters

Receipt of Search Copy from Receiving Office

Rule 23.1
2.05 Provided that the international application
has been filed in a language accepted by the
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International Searching Authority, the receiving
Office sends the search copy of the application to
the International Searching Authority (and the
record copy to the International Bureau) as soon as
it has alocated an identification number and
performed the relevant formalities checks under
Articles 11 and 14 and the international search fee
has been paid.

Rule 12
206  Where the language in which the
international application is filed is not accepted by
the International Searching Authority that is to
carry out the international search, the applicant
must furnish to the receiving Office a tranglation of
the international application into a language which
isall of the following:

(@ a language accepted by the International
Searching Authority, and

(b)

(c) a language accepted by the receiving
Office under Rule 12.1(a), unless the international
application isfiled in alanguage of publication.

alanguage of publication, and

However no such translation is required of the
request or any sequence listing part of the
description. Where the applicant is required to
furnish such a trangdlation, the international search
will be carried out on the basis of that translation.

Rule 23.1(b)
207  Where a trandation of the international
application is furnished to the receiving Office
under Rule 12.3, a copy of that trandation and of
the request are together considered to be the search
copy; that search copy is transmitted by the
receiving Office to the International Searching
Authority promptly upon receipt from the applicant
except where no search fee has been paid. In the
latter case, the search copy is transmitted promptly
after payment of the search fee.

the

Acknowledgement and  Allocation by

International Searching Authority

Rule 25.1
208 The Internationa Searching Authority
notifies the applicant that the search copy has been
received using Form PCT/ISA/202 and sends a
copy of the notification to the International Bureau
and, where this is not the same as the International
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Searching Authority, the receiving Office.

209  The international search is then assigned
as quickly as possible to a search examiner who is
capable of completing the search within the time
limit. The preliminary classification must also be
determined as quickly as possible.

The International Search Process

210  The role of the International Searching
Authority is as follows, the details being
considered in subsequent chapters referred to
below:

(@) to determine classification of the case,
particularly to determine whether examiners
specializing in other fields need to be consulted to
ensure a proper search is carried out; this
classification may need to be reconsidered in the
light of fuller consideration, but a definitive
classification must be made by the time that the
international application is published (see chapter
[k

Article 17(3); Rule 40

(b) to consider whether the application meets

the requirement of unity of invention and, if not,

whether the applicant should be invited to pay

further search fees relating to the extra inventions
(see chapter 10);

Rule 39

(c) to consider whether some or al of the

subject matter relates to subject matter which the
Authority is not required to search (see chapter 9);

Rules 4.11, 16.3, 41

(d) to determine whether to use the results of

any earlier search, referred to by the applicant in

the request Form relating to the application, to

establish the international search report, and to
consequently authorize any appropriate refund;

Rule 13ter
(e) to determine whether to invite the
applicant to provide a listing if the international
application contains disclosure of one or more
nucleotide and/or amino acid sequences but does
not include a sequence listing in compliance with
the paper form or computer-readable sequence
listing standards provided for in the Administrative
Instructions (see paragraphs 15.11 and 15.12);
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Articles 15, 17(2)
(f) to peform an international search to
discover relevant prior art (see chapter 11) taking
into account that there may be subject matter such
that the Authority is not obliged to search where
the subject matter is such that the Authority is not
obliged to do so (see chapter 9), the description,
clams or drawings fail to comply with the
prescribed requirements to such an extent that no
meaningful search could be carried out, (see
chapter 9 and paragraph 15.29) or else the claims
relate to several different inventions and additional
search fees, which the Authority has invited the
applicant to pay, have not been paid (see chapter
10);

Rules 37, 38

(g to consider whether the abstract and title

are appropriate and, in certain circumstances, to
draft alternatives, (see paragraphs 16.30 to 16.43);

Rule 43

(h) to establish a search report, indicating the

results of the search and certain other information

(see chapter 16), or else make a declaration that a

search was either not required or would not be
meaningful (see chapter 9);

Rule 43bis
(i) to establish a written opinion as to
whether the international application appears to be
novel, to involve an inventive step, to be
industrially applicable and to comply with other
requirements of the Treaty and Regulations insofar
as they are checked by the International Searching
Authority (see chapter 17).

211 Some of the above matters, especialy
unity of invention, may be the subject of ongoing
consideration, depending on the outcome of the
search. Nevertheless it is important to consider
matters at an early stage in view of the limited time
available in which to obtain corrections or
additional fees from the applicant.

212 In a few situations leading up to the
establishment of the international search report, the
International Searching Authority may specifically
invite a response, such as where the international
application is considered to lack unity of invention
(see chapter 10) in which case additional fees may
be required to be paid for searching the other
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invention(s), either under protest together with a
reasoned statement or without a protest. The
International Searching Authority may, also,
require a protest fee for the examination of the
protest.

Time Limit for Establishing International
Search Report

Rules 42.1, 43bis. 1
213  The Internationa Searching Authority
must establish the international search report (or a
declaration made that the International Searching
Authority is not required to perform a search or
cannot perform a meaningful search) and written
opinion within:

(i) three months from the date of receipt of
the search copy, or

(i)  nine months from the priority date of the
application,

whichever time limit expires later.

Transmittal of the International Search Report,
Written Opinion, etc.

Rule 44.1
214  Once the international search report and
written opinion are established, the International
Searching Authority transmits one copy of each to
the International Bureau and one copy to the
applicant on the same day.

Options Open to the Applicant

215 In general, the applicant has the following
options available following the receipt of the
international search report and written opinion of
the International Searching Authority:

(@ send (informa) comments on the written
opinion of the International Searching Authority to
the International Bureau, who will make these
available to the public and to designated Offices,
(see paragraphs 2.17 to 2.18, below);

Rule 46

(b) submit to the Internationa Bureau

amendments of the claims under Article 19(1),

optionally including a brief statement explaining
the amendments;

Articles 31, 34(2)(b); Rule 53
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(c) request international preliminary
examination, including arguments  and/or
amendments which will be taken into account by
the International Preliminary Examining Authority;

(d) withdraw the application under Rule
90bhis, or
(e) take no further action in the international

phase, instead waiting until it is necessary, or
desired, to pursue the application before designated
Offices.

Further Processing of the International Search
Report and Written Opinion
Confidential Treatment

Article 30; Rule 94.3
2.16 Prior to the international publication of
the international application, all matter pertaining
to the application is confidential and may not,
without the request or authorization of the
applicant, be accessed by any person or authority,
except for the transmissions of information
specificaly required by the Treaty and Regulations
for the purposes of processing the application.

If early processing is requested, the designated or
elected Office may allow access to any documents
which have been communicated to it to the extent
provided by its nationa law, provided that the
international application has been published.

Publication of the Search Report and Making
Available of the Written Opinion of the
International Searching Authority

Article 21(3); Rule 48.2
217  When theinternationa applicationis
published by the International Bureau, the
international search report is published with the
pamphlet (or, if delayed, is published as a separate
pamphlet as soon as possible afterwards) and
becomes available to the public. The written
opinion (and any informal commentsfiled by the
applicant) will be made available to the public by
the International Bureau at the same time as the
international publication.
Transmission and Making Available of the
International Preliminary Report on Patentability
When no Demand Is Filed

Rule 44bis
218 |If no international preliminary
examination report is to be established because the
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applicant did not file a demand for preliminary
examination, or the demand has been withdrawn,
the International Bureau will prepare a report,
entitted “international preliminary report on
patentability (Chapter | of the Patent Cooperation
Treaty)” having the same contents as the written
opinion. Note that even if the applicant filed any
amendments under Article 19, the amendments
will not be taken into consideration in the
international preliminary report on patentability.
Also, note that in certain circumstances as set forth
in Rule 44bis.3(a) and (d), the International Bureau
may translate the written opinion or report into
English. Any such report and trandation is
communicated to designated Offices, who may
then allow access to it, after 30 months from the
priority date, or earlier if the applicant has
requested early national processing of his
application under Article 23(2). The report together
with any translation will also be made available to
the public by the International Bureau after 30
months from the priority date. The report together
with any translation will also be made available to
the public by the International Bureau after 30
months from the priority date.

Further Responsibilities of the International
Searching Authority

Article 20(3); Rule 44.3
219 At any time within seven years of the
international filing date of the internationa
application, either the applicant or any designated
Office is entitled to request copies of the
documents cited in the search report to be sent to
them by the International Searching Authority,
subject, if required by the Authority, to the
payment of costs for preparing and mailing the
copies (the applicant may be sent copies of the
citations automatically with the international
search report).

International-Type Searches

Article 15(5)
2.20 Under Article 15(5), an International
Searching Authority may be entrusted with
carying out “international-type searches’ for
national applications. These searches are by
definition similar to international searches, and the
same considerations for establishing the search
report will apply. However, only the search itself is
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carried out; no written opinion is established for
such applications.
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Chapter 3
Overview of the International Preliminary
Examination Stage

Introduction

3.01  This chapter provides a brief introductory
overview of the international preliminary
examination stage. A complete discussion of the
procedure a the international preliminary
examination stage is provided in Parts V and V1 of
the Guidelines.

Article 31
3.02 International preliminary examination is
an optiona pat of the processing of an
international  application, performed if the
applicant files a “demand.” It has the primary
objective of formulating a preliminary and
non-binding opinion on the questions of whether
the clamed invention appears to be novel, to
involve an inventive step (to be non-obvious) and
to be industrially applicable. A secondary objective
is to identify whether there appear to be any
defects in the form or contents of the international
application, for example with regard to the clarity
of the claims, the description, and the drawings, or
whether the claims are fully supported by the
description. The results of the international
preliminary examination are recorded in the
international  preliminary  examination report
(entitled “international preliminary report on
patentability (Chapter Il of the Patent Cooperation
Treaty)”), copies of which are then sent to the
applicant and the International Bureau. The
International Bureau communicates the report to
each elected Office (that is, usually, the Offices of
all Contracting States).

Article 31(4); Rule 53.7
3.03 Filing of a demand constitutes the
“éection” of al States which were designated
when the international application was filed, which
have not been withdrawn and which are bound by
Chapter Il of the Treaty (at the time of writing this
included all Contracting States). Election indicates
an intention to use the results of the international
preliminary examination in the relevant States, but
it should be remembered that the results of
international preliminary examination are not
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binding on the States.

3.04 Using international preliminary
examination has the practical effect that national
processing starts under much more advantageous
conditions both for the applicant and the national
Offices than would be the case without the PCT.
The applicant has, thanks to the written opinion
done in Chapter I, an earlier and stronger
indication of his chances of obtaining protection.
Moreover, amendments made in the internationa
phase in response to the written opinion may be
reflected in the international preliminary
examination report and need not be filed in each
elected State. The elected Offices save a
considerable amount of the effort of examination.
The exact extent of the saving depends on the
national law and practice.

3.05 The attitude of the examiner is very
important. He should aways try to be constructive
and helpful. He should bear in mind that, subject to
the requirements of the PCT, the drafting of the
description and clams of an international
application is the responsibility of the applicant or
his authorized representative.

3.06  All international applications, regardless
of their country of origin and the language in
which they are written, should receive equa
treatment.

Preliminary Matters

Filing of Demand

Article 31(6); Rule 54bis
3.07  The applicant should file the demand with
the competent International Preliminary Examining
Authority before the expiration of the later of the
following time limits:

(@ three months from the date of transmittal
to the applicant of the international search report
and written opinion established under Rule 43bis.1,
or of the declaration referred to in Article 17(2)(a);
or

(b) 22 months from the priority date of the
international application.

3.08 For transitional purposes, applicants
should note that they must file the demand within
19
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19 months of the priority date if they wish to gain
the benefit of a 30-month international phase for
the purposes of certain States which have made
reservations with respect to modifications to
Article 22(1), which came into force for most
States April 1, 2002. The States which notified a
reservation in respect of this modification were
published in PCT Gazette No. 08/2002, February
21, 2002. Subsequent withdrawals are aso
published in the PCT Gazette. Information may be
obtained from the WIPO web dite
WWW.Wipo.int/pct.

Checking of Demand and Notification of Receipt

Rules 54bis, 59, 60, 61
3.09  The International Preliminary Examining
Authority checks to ensure that it is competent to
act as Authority for that application and that the
demand is in the correct form and language, and
was filed within the time limits specified in
paragraph 3.07. If the Authority is not competent,
it transmits the demand to the International
Bureau; if there are any defects, the applicant is
invited to correct them; if the demand was filed
after the expiration of the period set in paragraph
3.07, it is considered not to have been made, and
the International Preliminary Examining Authority
so informs the applicant. If the demand is in order,
the Authority indicates the date of receipt on the
demand, transmits a copy to the International
Bureau and notifies the applicant of receipt of the
demand. These procedures are set out in detail in
chapter 18.

Rule 62
3.10  The International Bureau will then send
the International Preliminary Examining Authority:

(8 acopy of the written opinion established
by the International Searching Authority, unless
the national Office or intergovernmenta
organization that acted as International Searching
Authority is aso acting as International
Preliminary Examining Authority; and

(b) a copy of any amendments filed under
Article 19 and any statement explaining the
amendments and any impact that they might have
on the description and drawings, unless the
Authority has indicated that it has already received
these.
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http://www.wipo.int/pct
http://www.wipo.int/pct

Rule 62bis. 1
31 If the written opinion of the International
Searching Authority was not established in English
or a language accepted by the International
Preliminary Examining Authority, that Authority
may request the International Bureau to trandate
the opinion into English. The trandation is
established within two months and copies sent to
both to the International Preliminary Examining
Authority and to the applicant, who may make
written comments on the correctness of the
trandation and send them to the International
Bureau and the Internationa Preliminary
Examining Authority.

Article 31(7); Rule 61
3.12 Upon receipt of the demand from the
International Preliminary Examining Authority, the
International Bureau also notifies elected Offices
of their election and publishes information on the
demand in the Gazette, though this does not occur
prior to publication of the international application.

Commencement of International Preliminary
Examination

Rule 69.1
3.13  The International Preliminary Examining

Authority normaly starts the international

preliminary examination when:

(@ itisinpossession of:
(i) thedemand,;
(i) the amount due (in full) for the

handling fee and the preliminary examination fee,
including, where applicable, the late payment fee
under Rule 58bis.2; and

(iii) if the applicant is required to furnish a
translation under Rule 55.2, that trandation; and

(iv) either the international search report
and the written opinion established under Rule
43bis.1 or a notice of the declaration by the
International  Searching Authority under Article
17(2)(a) that no international search report will be
established;

and

(b) the time limit within which the applicant
was permitted to file the demand (see paragraph
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3.07) has expired, or earlier if the applicant has
expressly requested an earlier start.

3.14  The exceptions to the above are as
follows:
(@ If the nationa Office or intergovernmental

organization that acts as International Searching
Authority also acts as International Preliminary
Examining Authority, the international preliminary
examination may, if that national Office or
intergovernmental organization so wishes, start at
the same time as the international search, provided
that the examination is not to be postponed
according to the statement concerning amendments
(see paragraphs (c) and (d) below).

(b) Where the statement  concerning
amendments contains an indication that
amendments under Article 19 are to be taken into
account (Rule 53.9(a)(i)), the International
Preliminary Examining Authority does not start the
international preliminary examination before it has
received a copy of the amendments concerned.

(0 Where the statement concerning
amendments contains an indication that the start of
the international preliminary examination is to be
postponed (Rule 53.9(b)), the International
Preliminary Examining Authority does not start the
international  preliminary examination before
whichever of the following occurs first:

(i) it has received a copy of any
amendments made under Article 19;

(i) it has received a notice from the
applicant that he does not wish to make
amendments under Article 19; or

(iii) the later of three months from the
transmittal of the international search report and
written opinion or of the declaration that no
international search will be established; or the
expiration of 22 months from the priority date.

(d) Where the statement concerning
amendments contains an indication that
amendments under Article 34 are submitted with
the demand (Rule 53.9(c)) but no such
amendments are, in fact, submitted, the
International  Preliminary Examining Authority
does not start the internationa preliminary
examination before it has received the amendments
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or before the time limit fixed in the invitation
referred to in Rule 60.1(g) (see paragraph 18.04)
has expired, whichever occurs first. These
examination procedures before the International
Preliminary Examining Authority are set out in
detail in chapter 19.

3.15  Assoon asexamination isto begin, the
international application is sent to an examiner,
who isresponsible for establishing the

international preliminary examination report.
Where the International Searching Authority which
carried out the search and the International
Preliminary Examining Authority are part of the
same national Office, the international preliminary
examination should preferably be performed by the
examiner who did the international search.

The International Preliminary Examination
Process

Rule 66.1ter

3.15.01 The Internationa Preliminary Examining
Authority carries out a top-up search normally at
the start of the internationa preliminary
examination process. The main objective of the
top-up search is to discover relevant documents
referred to in Rule 64 that became available for
search after the establishment of the international
search report. No top-up search is carried out if the
Authority considers that such a search would serve
no useful purpose (see paragraph 19.12.01).

Article 34(2)
3.16  The applicant generaly has the right to
receive at least one written opinion, essentially
directed to the questions of whether the claimed
invention is novel, involves an inventive step (is
non-obvious) and isindustrially applicable, prior to
the report being established unless the International
Preliminary Examining Authority considers that all
of the following criteria are fulfilled:

(i) theinvention satisfies the criteria set forth
in Article 33(1), that is that it appears to be novel,
involve an inventive step and have industrial
application, as defined for the purposes of the
Treaty;

(i) the international application complies
with the requirements of the Treaty and the
Regulations which are checked by the International
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Preliminary Examining Authority (see Rule 70.12
and chapter 17); and

(i) the Authority does not intend to make
other permitted observations.

Rule 66.1(e)
3.17 However the International Preliminary
Examining Authority is not obliged to draw up a
written opinion on any claims for which an

international search report has not been
established.

Rule 66.1bis
3.18  Furthermore, it should be noted that the

written opinion established by the International
Searching Authority under Rule 43bis.1 (see
paragraph 2.10(i)) is usualy considered to be the
first written opinion of the International
Preliminary Examining Authority for this purpose.
The exception to this rule is that International
Preliminary Examining Authorities may notify the
International  Bureau that written opinions
established by specified International Searching
Authorities (other than by that International
Preliminary Examining Authority acting in its role
as an International Searching Authority) shall not
be considered a written opinion for this purpose.
When this applies to a particular application, the
Authority must notify the applicant accordingly in
writing. The Authority should also in any case take
the International Searching Authority’s opinion
into account when establishing its own written
opinion.

Basis of the Written Opinion or International
Preliminary Examination Report

Rule 66
319 The applicant is entitted to file
amendments under Article 34, which will be taken
into account for subsequent written opinions and
the internationa preliminary examination report, as
will any amendments which were made under
Article 19, unless they are reversed or superseded
by those later made under Article 34. The details of
permissible amendments are set forth in chapter 20
at paragraphs 20.04 et seq.

3.20 The written opinion established under

Rule 43bis.1 will however include a notification

including atime limit for response in the event that
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it is treated as the first written opinion of the
International  Preliminary Examining Authority.
The consequence of this is that it will usually be
necessary for amendments or arguments to be filed
at the same time as the demand in order to ensure
that they are taken into account during
international preliminary examination.

Further Consideration

Rules 66.2,66.4, 66.6
321  Where the Internationa Preliminary
Examining Authority has carried out a top-up
search and intends to raise objections based on
prior art documents discovered in the top-up
search, a further written opinion should be issued.
In other cases, the International Preliminary
Examining Authority may, at its discretion, issue
further written opinions provided that sufficient
time is available, that the applicant makes an effort
to meet the examiner’s objections and provided
that the Authority has sufficient resources to
provide such services. The Authority may also
communicate informally with the applicant in
writing, by telephone or by persona interview.
Nature of the International Preliminary
Examination Report

Article 35(2); Rule 70
3.22  The report issued by the Authority does
not contain any statement on the question whether
or not the claimed invention is or seems to be
patentable according to the law of any country; it
merely states, by a “Yes’ or “No”, in relation to
each claim whether such claim seems to satisfy the
said three criteria and each such statement is
accompanied by citations and other explanations.

Time Limit for Establishing the International
Preliminary Examination Report

Rules 69.2; 70.15(b)

3.23  The International Preliminary Examining
Authority must establish an international
preliminary  examination  report, entitled

“international preliminary report on patentability
(Chapter 11 of the Patent Cooperation Treaty),”
within whichever of the following periods expires
last:
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(i)

(i)  six months from the time provided under
Rule 69.1 for the start of the internationa
preliminary examination (see paragraphs 3.13 to
3.14); or

(ili)  six months from the date of receipt by the
International Preliminary Examining Authority of
any trandation furnished under Rule 55.2 (see
paragraphs 18.11 and 18.12).

28 months from the priority date;

Transmittal of the International Preliminary
Examination Report

Rule 71.1
324 The report is transmitted by the
International Preliminary Examining Authority to
both the applicant and the International Bureau.
Further Processing of the International
Preliminary Examination Report

Confidential Treatment

Article 38; Rule 94.2
325 Until the international preliminary
examination report has been established it remains
confidential. Neither the International Bureau nor
the International Preliminary Examining Authority
may therefore alow access to the file of the
international  preliminary examination unless
requested or authorized by the applicant. The
International  Preliminary Examining Authority
should provide documents to any elected Office
which so requests once the international
preliminary  examination report has been
established. Subject to the reimbursement of cost,
authorized copies of the documents concerned may
be provided to a third party at the request of the
applicant or any person authorized by the
applicant.

Making Available of the International Preliminary
Examination Report

Rule 94.1(c)
3.26  Once the report has been transmitted to
the elected Offices by the International Bureau, 30
months from the priority date, the International
Bureau will make the report available to the public
on behalf of those elected Offices who have
notified their wish for the International Bureau to
supply this service, together with any transation
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and observations made by the applicant on the
tranglation.

Transmission of the International Preliminary
Examination Report to Elected Offices

Rules 73.2, 93bis. 1
3.27  The International Bureau transmits the
international preliminary examination report to the
elected Offices after 30 months from the priority
date, or earlier if the applicant makes a request for
early national processing of the international
application under Article 40(2). The transmittal by
the International Bureau to any elected Office is
effected only upon request by the Office concerned
and at the time specified by that Office.

Translation  of  International  Preliminary
Examination Report

Rule 72
3.28 Where the internationa preliminary

examination report is established in a language
other than English, the International Bureau
trandates the report into English and transmits the
trandation to elected Offices who have requested
such trandations and aso to the applicant. The
applicant is entitled to make written observations
on the correctness of the trandation and sends
copies of these observations to the International
Bureau and to each of the interested elected
Offices.

Further Responsibilities of the International
Preliminary Examining Authority

Article 36(4); Rule 71.2
329 At any time within seven years of the
international  filing date of the internationa
application, either the applicant or any elected
Office is entitled to request copies of any
documents cited in the international preliminary
examination report which were not cited in the
international search report to be sent to them by the
International  Preliminary Examining Authority,
subject, if required by the Authority, to the
payment of costs for preparing and mailing the
copies (the applicant may be sent copies of such
citations automatically with the international
preliminary examination report).
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