PART VI
THE INTERNATIONAL PRELIMINARY
EXAMINATION STAGE (OTHER THAN THE
INTERNATIONAL PRELIMINARY REPORT)

Chapter 18
Preliminary Procedure on Receipt of the
Demand
Use of Facsimile Machine, Telegraph,

Teleprinter, Etc.

Rule 92.1(a), 92.4(d), (g) and (h)
18.01 The International Preliminary Examining
Authority may agree to receive a document by
facsimile machine, telegraph, teleprinter or other
like means of communication resulting in the filing
of a printed or written document. If required under
Rule 92.4(d), it checks whether the origina
document is timely furnished in a form complying
with the requirements of Rule 92.1(a) within 14
days after the document was transmitted. If the
original document is timely received, or not
required, the International Preliminary Examining
Authority considers that the document was validly
submitted on the date on which it was received by
the means mentioned above. If a document is
considered not to have been submitted, the
International  Preliminary Examining Authority | 18

notifies the applicant accordingly (Form
PCT/IPEA/423).
Basis for International Preliminary
Examination

18.02 Box No. IV of the demand Form is
divided into two parts. The first part provides for
the statement concerning amendments. The second
part provides for the indication of the language for
the purposes of international preliminary
examination. Details on both parts are given in the
following paragraphs.

Statement Concerning Amendments

Rules 53.9, 60.1(f)
18.03 The first part of Box No. IV of the
demand Form provides check boxes for the
applicant to indicate the basis on which
international preliminary examination should start.
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Where none of the boxes are marked or where the
applicant has indicated that the international
preliminary examination is to start on the basis of
the international application as originally filed, the
file is forwarded to the examiner as soon as all
formal (including any required trandation of the
international application and/or of amendments,
see paragraphs 22.12 to 22.14) and fee matters are
resolved.

Article 34; Rules 60.1(g), 69.1(e);
Section 602(a)(i) to (iii) and (b)
18.04 Where the international preliminary
examination is to take into account amendments
under Article 34, but the applicant failed to submit
them with the demand, the Internationa
Preliminary Examining Authority invites the
applicant (Form PCT/IPEA/431) within a
reasonable time limit fixed in the invitation to
submit the amendments. Whether the amendments
are submitted with the demand or subsequently,
they are marked in accordance with Section
602(a)(i) to (iii) and (b) of the Administrative
Instructions before the file is then forwarded to the
examiner.

Article 19; Rule 62.1; Section 602
18.05 Where the applicant has marked the
appropriate check box in Box No. IV of the
demand that amendments under Article 19 and any
accompanying statement are to be taken into
account, the International Preliminary Examining
Authority indicates on the last sheet of the demand
whether a copy of such amendments and any
accompanying statement was actually submitted
with the demand. Where no copy of the
amendments under Article 19 was submitted with
the demand, examination does not start until a
copy of such amendment and any accompanying
statement are received from the International
Bureau. After the International Bureau receives the
demand, it promptly transmits the copy of the
amendments under Article 19 and any
accompanying  statement  submitted.  The
International  Preliminary Examining Authority
marks the copy of the amendments submitted with
the demand or received later, in accordance with
Section 602(a)(i) to (iii) and (b) of the
Administrative Instructions before the file is
forwarded to the examiner. If no amendments
under Article 19 have been made at the time when
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the demand is received by the International
Bureau, the International Preliminary Examining
Authority is so informed by the International
Bureau. However, any International Preliminary
Examining Authority can waive the sending by
mail of the information that no Article 19
amendments were received by the International
Bureau (Form PCT/IB/337), but instead may opt to
receive such information in electronic form.

Article 19; Rules 46.1, 53.9(b), 69.1(d)
18.06 If the demand includes a statement that
the start of the internationa preliminary
examination is to be postponed under Rule 53.9(b)
because the time limit for filing anendments under
Article 19, as provided in Rule 46.1, has not
expired, the International Preliminary Examining
Authority waits until it receives a copy of any
amendments made under Article 19 or a notice
from the applicant that he does not wish to make
amendments under Article 19. Where neither a
copy of the amendments nor a notice has reached
the International Preliminary Examining Authority
by the expiration of 22 months from the priority
date or three months from the date of transmittal of
the international search report, whichever expires
later, examination starts on the basis of the
documentsin thefile.

Language for the Purposes of International
Preliminary Examination

Rule 55.2
18.07 The second part of Box No. IV of the
demand Form provides for the indication (on the
dotted line) of the language in which international
preliminary examination is to be carried out; it also
provides check boxes to be marked depending on
what that language is. That language will be:

Rule 55.2(a)

(i) the language in which the international

application was filed (that will be the case in most
instances);

Rule 55.2(b)

(i)  the language of atranslation furnished for

the purposes of the international search (in a case

where the language in which the international

application was filed is not alanguage in which the
international search isto be carried out);

Rules 48.3(b), 55.2(b)
262

BlRo 0@ (BkNPCT/IB/337) % #{# T
ZTED Z EHER LW DY IZ, YiZiE
MEBIERNTZUMD 2 E2RINT S
EMWTE D,

1945; #H146.1, 53.9(b), 69.1(d)
18.06  HlHI46. LITHE I NS 195D H
BN HE D HEEORHMIFM AR T LT
2N e AEEIZ, BHIBS3. 9(b) DBLEICE
SEEETIHEA OB EZEL T 5 5o
N EBETHEBEEOFERBFICGENDGE
i, BIIROREICESHIEEDOE L,
SOTHBEA RN FE 19O EIT IS MHIE %
THZLEFLELRWEO@EZ HEEA D
HEMET 5 F T, EHEE TR AR X E T
A DI AR, UrkfBE A 5227 H
I EBEHEREOEMFO NS 3 A O
WL T35 FTIZ, YEMIEDE
L T FN O W3 [E BE T A S I
B Lo A, ST s E
MEIEE L U CORELZ AT 5,

EEE T REED - DD EEE

JRAI55. 2
18.07 FEREFEOHKXOFEINMD 2FKH D
ok, EETREELZITOBROSELY (R

WD) FoRrT D, ZOESICIE, FOSEE
NEDL IR LDONERRITHT =7
Ry 7 ALBD, TOEEEIFLTOLEEY
Thb,

HiHI55. 2 (a)
(1) [EERHENMEH SN0 EEE (13
& EDBEITEEY)

FAI55. 2 (b)

(i) [EEHEO OIS - F R

X OEFE (EBEHBEOSRHRE O S5EE R
BEMMTOND FiEE R D5H)

#1H148.3(b), 55.2(b)



(i) the language in which the international
application was published (in a case where the
language in which the international application was
filed and the language in which the international
search was carried out is not a language of
publication; or

Rule 55.2(a) and (b)
(iv) thelanguage of atranslation furnished for
the purposes of international preliminary

examination, provided that that language is a
language accepted by the Authority and a language
of publication (in a case where neither the
language of atranglation furnished for the purposes

of internationa search nor the language of
publication are languages accepted for the
purposes of international preliminary
examination).

18.08 Where none of the check boxes is marked,
thefileis forwarded to the examiner assoon asitis
determined what is the language in which
international preliminary examination will be
carried out (and when any required trandation of
the international application and/or of amendment)
has been furnished) and when all other formal and
fee matters are resolved.

Rule 55.2(c), 55.3(b)
18.09 Where the international preliminary
examination is to be carried out on the basis of a
trandation of the international application and/or
of amendments, but the applicant failed to submit
them with the demand, the International
Preliminary Examining Authority invites the
applicant (Form PCT/IPEA/443) to submit the
missing items within a reasonable time limit fixed
in the invitation. Whether the sheets containing the
trangdation and/or amendments are submitted with
the demand or subsequently, they are marked in
accordance with Section 602(a)(i) to (iii) and (b) of
the Administrative Instructions before the file is
then forwarded to the examiner.
Documents, Etc., for the International
Preliminary Examining Authority

1810 The examiner will, where the
International Preliminary Examining Authority is
pat of the same nationa Office, or
intergovernmental organization as the International
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Searching Authority, have in the file in addition to
the demand (see paragraph 19.07), description,
drawings (if any), the claims, as originaly filed
and the abstract as originally filed or established by
the International Searching Authority, or, where
necessary, their translation (see paragraph 18.11);
any amendments proposed to date; a notification
that no amendments have been filed or will be filed
under Article 19, unless waived by the Authority;
the international search report with the applicant’s
comments (if any), and copies of any cited
documents; the written opinion of the International
Searching Authority; and, depending on the
circumstances, the request and correspondence
concerning formalities from the receiving Office,
the International Searching Authority or the
International Bureau, the priority document as well
as any required trandlations (see paragraphs 6.17
and 18.07).

18.11 Where a trandation of the international
application is required under Rule 55.2 and the
International  Searching  Authority and the
International Preliminary Examining Authority are
pat of the same natona Office or
intergovernmental organization, the international
preliminary examination is carried out on the basis
of any trandation transmitted to the International
Searching Authority under Rule 23.1(b) unless the
applicant furnishes a further trandation for the

purposes of the international preliminary
examination.
18.12 In the cases where the international search

has been performed by an International Searching
Authority which is not part of the same national
Office or intergovernmental organization as the
International Preliminary Examining Authority, the
various elements of the file making up the
international application will be supplied to the
International Preliminary Examining Authority as
follows:

Article 31(6)(a)
(i) demand: by the applicant;

(i) request, description, drawings (if any),
clams, and sequence listing filed under the
provisions of Section 801 (if applicable), as
originally filed: by the International Bureau;
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Rule 43bis

(ili)  the international search report and written

opinion or declaration under Article 17(2)(a): by
the International Bureau;

Rule 55.2
(iv) where neither the language in which the
international application is filed nor the language
in which the international application is published
is accepted by the Internationa Preliminary
Examining Authority, a trandation of the
international application into a language which is
both a language accepted by the International
Preliminary Examining Authority and a language
of publication: by the applicant (see, however,
paragraph 18.11);

Rule 62
(v) amendments and statement under Article
19 (if any): where the applicant has marked the
appropriate check box in Box No. IV of the
demand (Form PCT/IPEA/401) that amendments
under Article 19 are to be taken into account, the
International Preliminary Examining Authority
indicates on the last sheet of the demand whether a
copy of such amendments was actualy received
with the demand. Where no copy of the
amendments under Article 19 was received with
the demand, a copy of such amendment will be
transmitted by the International Bureau promptly
after that Bureau receives the demand. If no
amendments under Article 19 have been made at
the time when the demand is received by the
International Bureau, the International Preliminary
Examining Authority is so informed by the
International Bureau. If, at the time of filing such
amendments, the demand has adready been
submitted, the applicant should also submit a copy
of such amendments to the International
Preliminary Examining Authority. In any event,
the International Bureau will promptly transmit a
copy of any amendments under Article 19 to the
International Preliminary Examining Authority;

Rule 13ter 1, Section 208; AI Annex C

(vi) nucleotide and/or amino acid sequence
listing in written form and/or in computer readable
form, both forms complying with the standard
provided for in Annex C of the Administrative
Instructions. where the International Searching
Authority and the International Preliminary
Examining Authority are part of the same national
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Office or intergovernmental organization, by the
International Searching Authority; otherwise, by
the applicant;

Rule 66.1
(vii) amendments according to Article
34(2)(b): by the applicant;
(viii) copies of any documents cited in the

international search report which are not available
from the databases of the International Preliminary
Examining Authority: by the Internationa
Searching Authority;

Rule 66.7(a)
(ix) priority document: by the Internationa
Bureau;

Rule 66.7(b)

(x) trandation of the priority document where

required: by the applicant (subject to an invitation

to furnish the trandation having been made, see
paragraph 18.16).

18.13 The examiner should keep in mind that
the documents making up the international
application may contain the declaration referred to
in Article 17(2)(a) instead of an international
search report, and written opinion of the
International Searching Authority, that is, the
declaration of the International Searching
Authority that it considers that the international
application relates to a subject matter which it was
not required to search and decided not to search, or
that the description, the claims, or the drawings
failed to comply with the prescribed requirements
to such an extent that a meaningful search could
not be carried out. In this case, the examiner
should appraise the declaration as if it were the
international search report.

Language of the International Application and of
the Demand

Rule 55
18.14 The demand submitted to the International
Preliminary Examining Authority must be in the
language of the international application or, if the
international application has been filed in a
language other than the language in which it is
published, in the language of publication or, if a
translation of the international application is
required under Rule 55.2, in the language of that
trandlation. If the demand is not submitted in this
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language, the Authority invites the applicant to
correct the defect (Form PCT/IPEA/404, see
paragraph 22.24). If the applicant does not timely
comply with the invitation, the International
Preliminary Examining Authority considers the
demand as having not been submitted and issues a
declaration to that effect by sending a copy of
Form PCT/IPEA/407 to the applicant and the
International Bureauv.

18.15 |If the  international preliminary
examination is carried out on a trandation of the
original application into a language of publication,
or on a trandation under Rule 55.2, it may be
difficult to determine whether any amendments
filed under Article 34(2)(b) extend the content of
the international application as filed. See paragraph
20.11 for procedure in such a case.

Priority Document and Translation Thereof

Rule 66.7(a) and (b)
18.16 Where the international application claims
the priority of a previous application and the
examiner needs the priority document, the
examiner should request the International Bureau
to furnish promptly a copy of the priority
document. When the priority document is not in
the language or in one of the languages of the
International Preliminary Examining Authority, the
examiner may invite the applicant to furnish a
tranglation of the priority document (see paragraph
6.17). If the examiner finds that the requested
priority document or (where required) the
trandation have not been timely furnished, he may
establish the international preliminary examination
report as if the priority has not been claimed in the
international application and indicate this in the
report.

Nucleotide and/or Amino Acid Sequence Listings

Rule 13ter1(a), (c) and (e);

Section 208; AI Part 8; Al Annex C

18.17 Where the international application
contains disclosure of one or more nucleotide
and/or amino acid sequences and a corresponding
sequence listing in written form and in computer
readable form (both forms complying with the
standard provided for in Annex C of the
Administrative Instructions) the International
Preliminary Examining Authority carries out the
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international preliminary examination on the basis
of those listings. Instead of a written form, the
sequence listing may be provided on an electronic
medium under the provisions of Section 801 of the
Administrative Instructions (see paragraph 4.15).

Rule 13ter1(a), (c) and (e);
Section 208; AI Annex C
18.18 Where the international application
contains disclosure of one or more nucleotide
and/or amino acid sequences but does not contain a
corresponding sequence listing in written form
and/or in computer readable form complying with
the standard provided for in Annex C of the
Administrative Instructions, the International
Preliminary Examining Authority may invite the
applicant (with Form PCT/IPEA/441) to furnish to
it, within a time limit fixed in the invitation, a
sequence listing in written form and/or computer
readable form, as the case may be, complying with
the standard. If the applicant complies with the
invitation, the procedure outlined in the preceding
paragraph applies. If the applicant does not comply
with the invitation within the time limit or the
response to the invitation is defective, the
International Preliminary Examining Authority is
not required to carry out the internationa
preliminary examination to the extent that such
non-compliance has the result that a meaningful
examination cannot be carried out (see paragraph
9.39).
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Chapter 19
Examination Procedure Before The
International Preliminary Examining Authority

General

19.01 The present chapter sets out the procedure
before the International Preliminary Examining
Authority with respect to international preliminary
examination from the time such examination starts.

Article 33(1), (2), (3) and (4)
19.02 The objective of international preliminary
examination of an international application is to
formulate a preliminary and non-binding opinion
asto:

(i) whether the claimed invention appears to
be “novel” (see chapter 12);

(i)  whether the claimed invention appears to
involve an “inventive step” (is non-obvious) (see
chapter 13); and

(i)  whether the claimed invention appears to
be “industrially applicable” (see chapter 14).

Article 33(5); Rule 5.1(a)(iii)
19.03 Although these criteria serve as the basis
for international preliminary examination, any
Contracting State may apply additional or different
criteria for the purposes of deciding whether or
not, in that State, the claimed invention will be
protected (that is, by a patent, an inventor’s
certificate, a utility certificate or a utility model).

19.04 In addition to these basic three criteria, the
examiner should be aware of the following two
criteria that are implicitly contained in the Treaty
and the Regulations:

(i) the invention must be such that it can be
carried out by a person skilled in the art (after
proper instruction by the application); this follows
from Article 5. See paragraphs 5.43 et seq;

(i) the invention must relate to a technical
field (Rule 5.1(a)(i)), must be concerned with a
technical problem (Rule 5.1(a)(iii)) and must have
technical features in terms of which the subject
matter for which protection is sought can be
defined in the clam (Rule 6.3(a)) (see paragraph
5.04). The PCT does not require that a claimed
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invention be an advance over the prior art.
However, advantageous effects, if any, may be
relevant to determining “inventive step’ (see
chapter 13).

Articles 34(2)(c), 35
19.05 The results of the international
preliminary examination, in the course of which
one or more written opinions may be issued to the
applicant by the International Preliminary
Examining Authority and other communications
with the applicant may occur, are given in an
international  preliminary examination report
established by that Authority.

Start of, and Time Limit for, International
Preliminary Examination

Article 31(2), (3) and (4)
19.06 Prior to the start of international
preliminary examination of an internationa
application, the applicant must, of course, have
filed a demand (Form PCT/IPEA/401) that his
international application be made the subject of an
international preliminary examination. Chapter 18
gives details of the actions which take place on
receipt of the demand before the examiner begins
the international preliminary examination itself.

Start of Examination

Rule 69.1
19.07 The International Preliminary Examining
Authority starts the international preliminary
examination when it is in possession of the
demand; if the applicant is required to furnish a
tranglation under Rule 55.2, that translation; and of
either the international search report and the
written opinion established under Rule 43bis.1 or a
notice of the declaration by the International
Searching Authority under Article 17(2)(a) that no
international search report will be established,
provided that the International Preliminary
Examining Authority does not start the
international preliminary examination before the
expiration of the later of three months from the
transmittal of the international search report and
written opinion or of the declaration that no
international search report will be established; or
the expiration of 22 months from the priority date
unless the applicant expressly requests an earlier
start, with the exception of the following
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situations:

(@ If the competent International Preliminary
Examining Authority is part of the same national
Office or intergovernmental organization as the
competent International Searching Authority, the
international preliminary examination may, if the
International Preliminary Examining Authority so
wishes, start a the same time as the international
search, provided that the examination is not to be
postponed according to the statement concerning
amendments.

(b) Where the statement  concerning
amendments contains an indication that
amendments under Article 19 are to be taken into
account (Rule 53.9(a)(i)), the International
Preliminary Examining Authority does not start the
international preliminary examination before it has
received a copy of the amendments concerned.
These will be transmitted to the International
Preliminary Examining Authority by the
International Bureau. If a demand for international
preliminary examination has aready been
submitted, the applicant should preferably, at the
time he files the Article 19 amendments with the
International Bureau, also file a copy of the
amendments with the International Preliminary
Examining Authority.

(0 Where the statement concerning
amendments contains an indication that the start of
the international preliminary examination is to be
postponed (Rule 53.9(b)), the International
Preliminary Examining Authority does not start the
international preliminary examination before:

(i) it has received a copy of any
amendments made under Article 19;

(i) it has received a notice from the
applicant that he does not wish to make
amendments under Article 19; or

(iii) the later of three months from the
transmittal of the international search report and
written opinion or of the declaration that no
international search report will be established; or
the expiration of 22 months from the priority date;
whichever occursfirst.

(d) Where the statement concerning
amendments contains an indication that
amendments under Article 34 are submitted with
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the demand (Rule 53.9(c)) but no such
amendments are, in fact, submitted, the
International  Preliminary Examining Authority
does not start the internationa preliminary
examination before it has received the amendments
or before the time limit fixed in the invitation
referred to in Rule 60.1(g) has expired, whichever
occurs first.

Time Limit for Completing Examination

Rule 69.2
19.08 Thetime limit for the establishment of the
international preliminary examination report is the
same for al International Preliminary Examining
Authorities and is set out in Rule 69.2. This time
limit may not exceed whichever expires last of:

(i)
(i)  six months from the time period provided

under Rule 69.1 for the start of the international
preliminary examination; or

(ili)  six months from the date of receipt by the
International Preliminary Examining Authority of
the translation furnished under Rule 55.2.

28 months from the priority date;

19.09 If, in case of lack of unity of invention,
the time limit cannot be met, the international
preliminary examination report must be established
promptly after the receipt of additional preliminary
examination fees or after the expiration of the time
limit for payment of such fees, if no such payment
IS made.

Rule 69.1(b) and (b-bis)
19.10 Where the International Preliminary
Examining Authority is part of the same national
Office or intergovernmental organization as the
International Searching Authority, the international
search  and the internationa  preliminary
examination may start at the same time. In such a
situation, if the application does not comply with
Article 34(2)(c), the International Searching
Authority will issue a written opinion. Any further
written opinions will be issued by the International
Preliminary Examining Authority. However, if a
positive international preliminary examination
report can be issued, the International Preliminary
Examining  Authority may establish the
international  preliminary  examination report
directly without the issuance of a written opinion
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by the International Searching Authority. See
paragraph 19.13.

First Stage of International Preliminary
Examination

General

19.11 The examiner should consider if unity of

invention exists. If the examiner finds that lack of
unity exists, he may issue an invitation to restrict
the claims to a single searched invention or subject
to Rule 66.1(e) pay additional fees to examine
additional inventions before carrying out a top-up
search or the issuance of either a written opinion at
the internationa preliminary examination stage or
the international preliminary examination report.
See chapter 10 for further details.

19.12 Theinternationa preliminary examination
Is carried out in accordance with Article 34 and
Rule 66. A written opinion will normally have been
established on the application by the International
Searching Authority. Usually this is considered as
the first written opinion of the International
Preliminary Examining Authority (see paragraph
3.18 for the exceptions to this). The examiner
performing  the  international preliminary
examination, if he has not aready done so during
the international search, studies the description, the
drawings (if any), and the clams of the
international application, including any
amendments and observations which may have
been filed, and the documents describing the prior
art as cited in the international search report. The
examiner then carries out a top-up search in
accordance with Rule 66.1fer unless he considers
that such a search would serve no useful purpose.
He then determines whether a further written
opinion (or a first written opinion in the
exceptional case where a written opinion of the
International Searching Authority has either not
been prepared or else is not treated as the first
written opinion of the Internationa Preliminary
Examining Authority) is required.

Top-up Searches

Rule 66.1ter
19.12.01 In genera, the examiner should carry
out a top-up search during the international
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preliminary examination process. However, when
he considers that a top-up search would serve no
useful purpose, he need not carry out such a
search. This is the case, for example, when it is
decided that the international application, in its
entirety, relates to subject matter on which the
International Preliminary Examining Authority is
not required to carry out an internationa
preliminary examination, or that the international
application is so unclear or the clams are so
inadequately supported by the description that no
meaningful opinion can be formed on the novelty,
inventive step, or industrial applicability, of the
claimed invention (see paragraphs 17.29 to 17.33).
The same applies when no international search
report has been established for certain clams and it
is thus decided not to carry out an international
preliminary examination on these clams (see
paragraph 17.34). Note, however, that when any of
the above situations applies to only part of the
clamed subject matter or where there is lack of
unity of invention, a top-up search should still be
carried out but may be restricted to those parts of
the international application that are the subject of
international preliminary examination.

19.12.02 In the case of non-unity where there is
more than one invention claimed in the application
for which international preliminary examination is
demanded, the examiner may first issue an
invitation to restrict the claims or pay additional
examination fees and then perform the top-up
search for al inventions for which preliminary
examination fees have been paid, provided that any
such inventions are not excluded from international
preliminary examination by the examiner under
Rule 66.1(e).

19.12.03 As a generd rule, a top-up search will
be conducted for al the claims that are the subject
of international preliminary examination. In the
special case that the application is amended but the
basis for the amendments could not be found,
and/or there is no letter explaining the basis, and
the examiner decides under Rule 70.2(c) or Rule
70.2(c-bis) to establish the report as if the
amendments had not been made, the top-up search
may be limited to the scope of the claims forming
the basis for the report.
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19.12.04 A top-up search is normally carried out
a the start of the international preliminary
examination. In certain cases, it may be delayed to
a later stage before the establishment of the
international preliminary examination report.

Rule 66.1ter
19.12.05 The main objective of the top-up
search is to discover any relevant documents
referred to in Rule 64 which have become
available to the International Preliminary
Examining Authority for search subsequent to the
date on which the international search report was
established. The top-up search is primarily directed
towards the earlier filed but later published patent
applications or patents within the meaning of Rule
64.3. However, it should aso be directed to normal
prior art (Rule 64.1) or evidence of non-written
disclosures (Rule 64.2) with the aim of discovering
any such documents which had not been available
to the International Searching Authority due to
certain circumstances such as a delay in collecting
the documents into its database.

19.12.06 The scope of the top-up search does
not normaly extend beyond that of the
international  search. However, the find

determination as to the exact scope of the top-up
search is|eft to the examiner.

Rules 66.1ter, 70.7, 70.10
19.12.07 It should be noted that no specific
search report will be established after a top-up
search and that only documents of particular
relevance discovered in the top-up search need to
be indicated in the internationa preliminary
examination report. If any document discovered in
the top-up search is used to support any negative
statement with respect to any of the claimed
subject matter, it should be cited in Box No. V of
the report (see paragraph 17.40), and any newly
discovered documents as defined in Rule 64.2 and
Rule 64.3 should be cited in Box. No. VI of the
report (see paragraphs 17.43 and 17.44).

Cases Where No Written Opinion Is Required

Article 34(2)(c); Rule 69.1(b)
19.13 If the same Authority acts as both the
International  Searching  Authority and the
International  Preliminary Examining Authority,
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and a demand has been filed before the written
opinion of the International Searching Authority is
prepared, no written opinion (see paragraphs 17.01
to 17.08) is required and the examiner may
immediately establish the international preliminary
examination report if:

(i) the clamed invention satisfies the criteria
specified in Article 33(1) (novelty, inventive step
and industrial applicability);

(i) the application complies with the
requirements of the PCT as regards the form and
contents of the international application;

(ili)  the application meets the requirements on
the clarity of the claims, the descriptions and the
drawings and the claims are fully supported by the
description as provided for in Article 35(2) and
Rule 70.12(ii) or the examiner does not wish to
make any observations thereon (Rule 66.2(a)(v));

(iv)  no amendment goes beyond the disclosure
in the international application as filed,;

(v) al clamsrelate to an invention in respect
of which an international search report is being
established and an international preliminary
examination report is being established in respect
of al the claims; and

(vi) if applicable, a nucleotide and/or amino
acid sequence listing is available in such a form
that a meaningful international preliminary
examination can be carried out.

Furthermore, if the International Preliminary
Examining Authority does not treat the written
opinion of the International Searching Authority as
a written opinion of the International Preliminary
Examining Authority for the purposes of Rule
66.2(a), it similarly need not prepare a written
opinion and may proceed directly to the
international  preliminary examination report
provided that criteria (i) through (vi) above are
satisfied.

19.14 A further written opinion is not mandatory
where the written opinion of the International
Searching Authority is treated as the first written
opinion of the International Preliminary Examining
Authority. The examiner takes into consideration
any comments or amendments made by the
applicant when he establishes the international
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preliminary examination report.

Cases Where a Further Written Opinion May Be
Issued

19.15 Assuming that the written opinion of the
International Searching Authority is treated as the
first written opinion of the International
Preliminary Examining Authority, as noted above
no further written opinion need be issued before
the international preliminary examination report,
even if there are objections outstanding. However,
where the applicant has made a credible attempt to
overcome or rebut the objections in the written
opinion of the International Searching Authority,
but failed to satisfy the examiner that all the
relevant criteria are met, a further written opinion
may, at the discretion of the International
Preliminary Examining Authority, be issued if
there is sufficient time available to establish the
international preliminary examination report prior
to expiration of the time period set in Rule 69.2 for
establishment of the international preliminary
examination report. Where the International
Preliminary Examining Authority has carried out a
top-up search and intends to raise objections based
on prior art documents discovered in the top-up
search, afurther written opinion should be issued.

Claims for Which No International Search Report
Has Been Established

Rule 66.1(e)
1916 It is to be noted that international
preliminary examination can be carried out only on
those inventions in respect of which the
International Searching Authority has established
the international search report. This follows from
the requirement in Article 33(6) that the
International Preliminary Examining Authority has
to take into consideration the documents cited in
the international search report (see, however,
paragraph 10.73). Claims relating to inventions in
respect of which no international search report has
been established need not be the subject of
international preliminary examination.

Further Stage of International Preliminary
Examination

Article 34(2)(d); Rule 66.4(a) and (b)
19.17 When the applicant has responded to a
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written opinion, the examiner may, if necessary
and if sufficient time remains for the applicant to
respond and for the international preliminary
examination report to be established (see
paragraphs 19.08 and 19.09), issue one or more
additional written opinions. Likewise, if the
applicant so requests, the examiner may give him
one or more additional opportunities to submit
amendments or arguments.

19.18 The additional written opinion from the
examiner should invite the applicant to submit a
written reply together with, where appropriate,
amendments. After receipt of this opinion, the
applicant may respond by amending the claims,
description and drawings or, if he disagrees with
the opinion, submit arguments, as the case may be,
or do both. The conditions for amendments set out
in paragraphs 20.04 to 20.22 apply.

19.19 The examiner should apply the same
standard of international preliminary examination
in relation to matters of substance at al stages in
the processing of the international application.
However, after the International Searching
Authority has established afirst written opinion, he
will not normally need to completely re-read the
amended application if he has drafted his first
written opinion in a comprehensive way (see
paragraph 17.53) but he should concentrate on the
amendments themselves and any related passages,
and on the deficiencies indicated in his first written
opinion.

Rules 66.2, 66.4
19.20 The examiner should be guided by the
overriding principle that an international
preliminary  examination report should be
established after as few written opinions as
possible, and he should control the procedure with
this aways in mind. The PCT provides that the
process of communicating with the applicant
described in paragraph 19.12 may be repeated if
the International Preliminary Examining Authority
so wishes. Nevertheless, if it is clear that the
applicant is not making any real effort to deal with
the examiner’s objections, either by amendments
or by counter-arguments, then at the conclusion of
the first written opinion stage the examiner should
establish the international preliminary examination
report (see paragraph 19.37). If the examiner has
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discovered any relevant documents in a top-up
search and intends to raise new objections based on
them, he should issue a second written opinion to
notify the applicant accordingly. If the examiner
determines that the issuance of a second written
opinion would facilitate the final resolution of
significant issues, the examiner should consider the
issuance of such written opinion. The examiner
may consider issuing a second written opinion, if
there are still objections that are required to be met,
provided that there is sufficient time available for
the establishment of the international preliminary
examination report within the time limit set in the
treaty, that the applicant is making a real effort to
meet the examiner’'s objection and that the
International Preliminary Examining Authority has
adequate resources (see paragraphs 19.17 and
20.05). The examiner may also consider whether
outstanding issues would best be resolved by a
further written opinion, a telephone discussion or
an interview.

19.21 If the matters are such that the applicant is
likely to require time to consider them, the
examiner may wish to issue an additional written
opinion. If, however, there seems to be confusion
about points in dispute, for example, if the
applicant seems to have misunderstood the
examiner's reasons, or if the applicant’'s own
argument is not clear, then it may expedite matters
if the examiner proposes an interview. On the other
hand, if the matters to be resolved are minor, or can
quickly and easily be explained and dealt with,
then they might be settled more expeditiously by
telephone discussion. Discussion with the applicant
by interview or telephone is more fully considered
in paragraphs 19.31 to 19.36.

19.22 Where a response to a written opinion is
received in the form of arguments only, the written
opinion is reconsidered in the light of those
arguments. Where the response includes some
amendments, other than rectification of obvious
errors (Rule 66.5), the amended description,
drawings, and/or clams are considered as in
paragraphs 20.04 to 20.22. In such a case the
international  preliminary  examination report
should indicate that the applicant’s arguments have
been taken in account in establishing the
international preliminary examination report. In
addition, the examiner should comment on any
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relevant arguments made by the applicant.

Rule 66.4bis
19.23 Where the time limit set for response to a
further written opinion expires without a response
being received, the file is forwarded to the
examiner who prepared the opinion, who proceeds
to establish the internationa preliminary
examination report asin chapter 17.

19.24 Where a response is received after the
expiration of the time limit and the report has not
yet been established, then the response can be
considered. But note Rule 66.4bis (amendments or
arguments need not be taken into account). See
also paragraph 20.05.

Correction of International
Examination Report

Preliminary

Rule 66.4, 66.6
19.25 The International Preliminary Examining
Authority may establish a corrected international
preliminary examination report in exceptional
circumstances after a report has been issued,
provided the circumstances justify such an action.
Any replacement report resulting from the
re-opening of international preliminary
examination should be clearly labeled as such so
that elected Offices are aware of its status. A
corrected international preliminary examination
report will not be established merely because the
applicant disagrees with the international
preliminary examination report established by the
International  Preliminary Examining Authority.
The retraction of an international preliminary
examination report should only be done under
exceptional  circumstances. The type of
circumstance which justifies the re-opening of
preliminary examination is where the report was
issued earlier than it otherwise would have, by
reason of an error or omission on the part of the
International  Preliminary Examining Authority.
For example, the Internationa Preliminary
Examining Authority establishes the internationa
preliminary examination report  without
consideration of a timely filed amendment. Note
that once examination of a particular application
has been re-opened, any subsequent request to
re-open examination of that application should not
be entertained.
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19.26 The International Bureau must be advised
to disregard the earlier report. If the resulting
response is a further written opinion, then this
opinion will be sent to the applicant only. However
when the resulting response is another international
preliminary examination report, this will be sent to
both the applicant and the International Bureau as a
“corrected version” of the international preliminary
examination report.

Matters Applicable Generally to Various Stages
of International Preliminary Examination

Making Amendments: General Considerations

19.27 See chapter 20 for the factors which
should be taken into account when considering
amendments.

Rectification of Obvious Errors

Rules 66.5, 91.1(b)
19.28 Errors which are due to the fact that
something other than that which was obviously
intended was written in the contents of the
international application (other than the request) or
other paper submitted to the International
Preliminary Examining Authority (for example,
linguistic errors, spelling errors) may usualy be
rectified a any time during international
preliminary examination. If a correction is not of
this character (for example, if it involves
cancellation of claims, omission of passages in the
description or omission of certain drawings), it is
treated by the examiner as an amendment and dealt
with on that basis (see paragraph 20.09 and chapter
8).

Rule 91.1(d)
19.29 Subject to authorization (see paragraph
19.30), rectification of obvious errors in the
international application can be made at the request
of the applicant on his own valition. In addition,
the examiner, upon study of the international
application (other than the request) and any other
papers submitted by the applicant, might also note
obvious errors. (See chapter 8). Although Rule 91
allows the International Preliminary Examining
Authority to invite the applicant to submit a
request for rectifications, it is not foreseen that
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such invitations will be issued since any error
which can be rectified under Rule 91 will not be an
impediment to establishing the international
preliminary examination report.

Rule 91.1(e), (f) and (g)(ii); Section 607
19.30 Rectification of an obvious error cannot
be made before the Internationa Preliminary
Examining Authority without the express
authorization of that Authority. The Authority is
permitted to authorize rectification of such errors
in a part of the international application other than
the request or in any papers submitted to it. The
Authority may only authorize rectification of
obvious errors up to the time the international
preliminary examination report is established. See
paragraph 8.10.

Informal Communication with the Applicant

Rule 66.6
19.31 The International Preliminary Examining
Authority may, a any time, communicate
informally, over the telephone, in writing, or
through personal interviews, with the applicant.
The circumstances in which it may be appropriate
for the examiner to communicate with the
applicant by telephone or propose an interview
rather than send an additional written opinion are
considered in paragraphs 19.20 and 19.21.
Communication will, in most instances, be with the
applicant’s agent (the meaning of “agent” in the
PCT isset out in Rule 2.2) rather than the applicant
himself. If the applicant, or his agent, requests an
interview, the examiner, at his discretion, should
grant more than one interview if he believes that a
useful purpose would be served by such a
discussion.

19.32 When an interview is arranged, whether
by telephone or in writing, and whether by the
examinegr or by the applicant, the matters for
discussion should be stated. If the arrangement is
made by telephone, the examiner should record the
particulars and briefly indicate, on the file, the
matters to be discussed.

Rule 66.6
19.33 The interview is an informal procedure
and the recording of the interview depends upon
the nature of the matters under discussion. Where
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the interview is concerned with the clarification of
obscurities, the resolution of uncertainties, or
putting the international application in order by
clearing up a number of minor points, it will
usualy be sufficient if the examiner makes a note
on the file of the matters discussed and the
conclusions reached, or amendments agreed upon.
If, however, the interview is concerned with
reviewing more substantial matters, such as
questions of novelty, inventive step, or whether the
amendment introduces new subject matter, then a
fuller note of the matters discussed may be madein
the file (optionaly using Form PCT/IPEA/428,
Note on Informal Communication with the
Applicant) for use in an additional written opinion
(if any) or the international preliminary
examination report and a copy of that note may, if
appropriate, be sent to the applicant (optionaly
using Form PCT/IPEA/429).

Rule 66.3, 66.4, 66.4bis, 66.6
19.34 If anew objection asto substanceis raised
a an interview and no amendment to meet it is
agreed upon at the time, the objection may be
confirmed in an additional written opinion inviting
the applicant, within the prescribed time limit, to
respond, if he so wishes. The examiner should,
however, keep in mind the time limit for the
establishment of the international preliminary
examination report (see paragraphs 19.08 and
19.09).

19.35 When the telephone is used to settle
outstanding matters, the normal procedure should
be for the examiner to telephone the applicant or
the agent identifying the international application
he wishes to discuss and requesting the applicant
or agent to telephone back at a specific time. A
note should be made on the file, giving particulars
and identifying the matters discussed and any
agreements reached.

19.36 The records of interviews or telephone
conversations should always indicate whether a
response is due from the applicant or agent or
whether the examiner wishes to issue an additional
written opinion or establish the international
preliminary examination report.

Establishment of the International Preliminary
Examination Report
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General

Article 35(1) and (2); Rule 66.4bis
19.37 An internationa preliminary examination
report should be issued within the prescribed time
limit (see paragraph 19.08); in exceptional
circumstances it may not be possible to meet this
deadline (see paragraph 19.09), in which case the
report is established as soon as possible thereafter.
Except in the case of an international application in
respect of which an affirmative opinion can be
given initially to the three criteria referred to in
Article 34(2)(c), this will follow one or more
written opinions  and possibly other
communications with the applicant. In most cases
this will follow the issuance of the written opinion
by the International Searching Authority. If the
examiner considers that the possibility exists of
amending or correcting the international
application to bring it into a form which meets the
requirements of Article 33 (see paragraph 19.02),
then the examiner should communicate to the
applicant in hisfirst written opinion, indicating that
the International Preliminary Examining Authority
is of the opinion that suitable amendments must be
submitted within a stated period (see paragraph
17.55). All amendments and arguments submitted
before the examiner has begun to draw up the
report must be taken into account. Amendments
and arguments received later need not be
considered for the purposes of the report.

19.38 Theinternationa preliminary examination
report giving the results of the international
preliminary examination is prepared by the
examiner by the completion of the prescribed Form
(Form PCT/IPEA/409, entitled “International
Preliminary Report on Patentability (Chapter 11 of
the Patent Cooperation Treaty)”). The examiner
should keep in mind, when establishing the
international preliminary examination report, that it
is not to contain any statement on the question
whether the claimed invention is or seems to be
patentable or unpatentable according to any
national law. Chapter 17 gives detailed guidance
on the completion of the prescribed Form.

Determination of Time Limits

Article 35(1), 47(1)
19.39 When it is a matter for the Authority to
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determine applicable time limits referred to in the
PCT, the examiner must consult al the factors
relevant to the particular internationa application
under consideration as well as the Regulations
under the PCT which govern such time limits. The
most important time limits for internationa
preliminary examination so far as Internationa
Preliminary Examining Authorities are concerned,
have been considered in more detail in the various
chapters and paragraphs as follows:

(i) trandations of priority document: see
chapters 6 and 18;

(i) amendments:
paragraph 17.55;

(ili) rectifications of obvious errors:
paragraph 19.30 and chapter 8;

(iv) response by the applicant to first written
opinion: see chapter 17;

(v) restricting claims or payment of additional
fees: see chapter 10;

see chapter 20 and

see

(vi) furnishing priority documents: see chapter
6.

(vii) establishment of the international
preliminary examination report: see paragraphs
19.08 and 19.09.

Rule 80
19.40 Any time limit fixed by the International
Preliminary Examining Authority will usually be
specified in full months, which should be
caculated from the day following the date of
mailing of a particular communication inviting a
response by the applicant. Rules 80.1 to 80.4
provide precise details for the determination of the
day of expiration of the prescribed time limit. Rule
80.5 contains provisions covering certan
contingencies, for example, that the Office of the
International Preliminary Examining Authority is
not open on the day on which the time limit to
respond by the applicant expires (or there is an
officia holiday in the locality of any branch of the
Office, or in a part of the Contracting State for
which the Office is the government authority, such
that the nationa law of the Office provides that
such periods for national applications expire on a
subsequent working day). Rule 82 covers the
situation where there is a genera disruption in the
postal service.
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Failure of Applicant
Prescribed Time Limit

to Respond Within a

Rule 66.4bis
19.41 If the applicant has not responded within a
prescribed time limit, the effect of such lack of
response differs as the circumstances of the case
may require under the PCT and its Regulations.
For instance, the internationa preliminary
examination report may be established as if
priority had not been claimed (see paragraph
17.26); the international preliminary examination
report may be established on the “main invention”
(see  paragraph  17.60); the internationa
preliminary examination report may be established
with a negative determination (see paragraph 19.20
and chapter 17). Normaly, amendments or
arguments need not be taken into account by the
examiner for the purposes of a written opinion or
the internationa preliminary examination report if
they are received after he has begun to draw up
that opinion or report (see paragraph 20.05).

Withdrawal of the Demand or All Elections

Rule 4.15(b), 90bis.4, 90bis.6
19.42 In the particular case where the applicant,
by a signed notice sent to the International Bureau,
withdraws the demand or all elections, the
International Preliminary Examining Authority is
notified of the withdrawal by the International
Bureau, and the processing of the international
application by the International Preliminary
Examining Authority is discontinued. A notice of
withdrawal must be signed by all the applicants of
record in the international application or the agent,
provided a power of attorney signed by all the
applicants has been filed. The requirement for an
agent to have a power of attorney cannot be
waived for the purpose of withdrawal. Where two
or more applicants filed a demand which elects the
United States of America and where an applicant
for the United States of Americawho is an inventor
could not be found or reached after diligent effort,
a notice of withdrawa need not be signed by that
applicant (“the applicant concerned”) if it is signed
by at least one applicant and either:

(i) astatement is furnished explaining, to the
satisfaction of the receiving Office, the
International Bureau or the Internationa

Preliminary Examining Authority, the lack of
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signature of the applicant concerned; or

(i) in the case of a notice or
withdrawal of the demand, the applicant concerned
did not sign the request but the requirements of
Rule 4.15(b) were complied with.

If the notice of withdrawal is submitted by the
applicant to the Internationa Preliminary
Examining Authority, the International Preliminary
Examining Authority marks the date of receipt on
the notice and transmits it promptly to the
International Bureau. The notice is considered to
have been submitted to the International Bureau on
the date marked.
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Chapter 20
Amendments

Amendment Prior to the Start of International
Preliminary Examination

Amendment of the Claims Under Article 19

Rules 54bis. 1 (a) and 69.1(d)
20.01 The documents making up the
international application referred to in paragraph
18.10 may include amendments of the claims filed
by the applicant under Article 19, which must not
go beyond the disclosure in the international
application as filed (see paragraph 20.10). These
will be transmitted to the International Preliminary
Examining Authority by the International Bureau.
If a demand for internationa preliminary
examination has aready been submitted, the
applicant should preferably, at the time he files the
Article 19 amendments, aso file a copy of the
amendments with the International Preliminary
Examining Authority. In the event that the time
limit for filing amendments under Article 19, as
provided in Rule 46.1, has not expired and the
demand includes a statement that the start of the
international preliminary examination is to be
postponed under Rule 53.9(b), the international
preliminary examination should not start before:

(8 the examiner receives a copy of any
amendments made under Article 19, or

(b) a notice from the applicant that he does
not wish to make amendments under Article 19, or

(c) the later of three months from the
transmittal of the international search report and
written opinion or of the declaration that no
international search will be established or before
the expiration of 22 months from the priority date,
whichever occursfirst (See Rule 54bis).

Article 19 amendments are considered by the
examiner only during the international preliminary
examination procedure.

Amendment Under Article 34

Rule 66.1(a)

20.02 Amendments to the description, claims or
drawings are made under Rule 66.8. These
288
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amendments may have been submitted to avoid
possible objections of lack of novelty and/or lack
of inventive step in view of the citations listed in
the international search report, or other objections
that may have been raised.

Articles 5, 6, 34(2)(b); Rule 66.1
20.03 The applicant is not restricted to
amendments necessary to remedy a defect in his
international application. However, any
amendment submitted must not add subject matter
which goes beyond the disclosure of the
international application as originaly filed (see
paragraphs 20.10 to 20.19). Furthermore, it must
not itself cause the international application as
amended to be objectionable under the PCT. For
example, the amendment should not introduce
obscurity.

Making Amendments: General Considerations

20.04  Any change, other than the rectification of
obvious errors, in the claims, the description, or the
drawings, including cancellation of clams,
omission of passages in the description, or
omission of certain drawings is considered an
amendment. Any amendment to the international
application must be submitted in the language in
which the international preliminary examination is
carried out.

Rule 66.1, 66.4bis, 66.8(a)
20.05 The examiner need not take into account
for the purposes of a written opinion or the
international preliminary examination report any
amendments or arguments he receives after he has
begun to draw up that opinion or report. The
applicant may file an amendment to the
description, the claims and the drawings in the
prescribed manner, even if this is outside the time
period set for reply in Rule 66.2(d). Since the
examiner may begin to draw up the final report
once the time period set for reply in Rule 66.2(d)
expires, amendments filed after the expiration of
the time period set in for reply in Rule 66.2(d) may
or may not be considered. There may be situations
where it is advisable, to the extent possible, to take
such amendments or arguments into account, for
example, where the international preliminary
examination report has not yet been completed and
it is readily apparent to the examiner that
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consideration of the late-filed response would
result in the issuance of afavorable report.

Rule 66.1(a) and 66.8(a)
20.06 Amendments to the clams, the
description and the drawings must be made by | |
filing replacement sheets when, on account of the
amendments, the replacement sheet differs from
the sheets previoudly filed. When amendments to
the description, claims or drawings are made under
Rule 66.8, the replacement sheets must be
accompanied by a letter, which draws attention to
the differences between the replaced sheets and the
replacement sheets and should preferably also
explain the reasons for the amendments.

Rule 66.8(a)
20.07 In the paticular case where the
amendments cancel claims, passages in the
description or certain drawings resulting in the
cancellation of an entire sheet, the amendment
must be submitted in the form of a letter canceling
the sheet. That letter should preferably aso explain
the reasons for the amendments.

Rules 11.12, 11.14, 66.8(b)
20.08 It should be noted that, when a
replacement sheet is required under paragraph
20.06, the applicant must submit such sheet in
typed form. However, replacement sheets
containing handwritten amendments may be
allowed as well at the discretion of the examiner.
In cases where the correction or amendment made
by the applicant is minor, (for example, not more
than six words), the International Preliminary
Examining Authority may accept a copy of the
relevant sheet on which the correction or
amendment is interlineated in typescript, if such
interlineation is free from erasures, aterations and
overwritings, and so long as the authenticity of this
sheet is not in question and the requirements for
clarity and good reproduction are met. The
International  Preliminary Examining Authority
should invite the applicant to resubmit his
amendments in proper form whenever compliance
with these principlesis lacking.

Appraisal of Amendments

Articles 5, 6, 19(2), 34(2)(b); Rule 66

20.09 The examiner makes sure that
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amendments filed do not add to the content of the
application as filed, thus violating Article 19(2) or
Article 34(2)(b). Furthermore, they must not itself
cause the international application as amended to
be objectionable under the PCT; for example, the
amendment should not introduce obscurity. The
examiner should consider as acceptable restriction
of the scope of the claims or amendments that
improve the clarity of the description or
amendments to the claims in a manner clearly
desirable, without changing their subject matter
content or scope. An amended international
application must, of course, satisfy al the
requirements of the PCT including the matters
listed in this chapter. However, especialy when the
clams have been substantially limited, the
examiner should bear in mind that the following
guestions may require special consideration at the
amendment stage:

(1)  Unity of invention: Do the amended
clams satisfy the requirement of Rule 13? When
considering this matter, paragraphs of chapter 10
are applicable;

(i)  Agreement of description and claims: |If
the claims have been amended, will the description
require corresponding amendment to remove
serious inconsistency between them? For example,
is every embodiment of the invention described
still within the scope of one or more claims? (see
chapter 5).

(i) Conversely, are al of the amended clams
supported by the description? (see paragraphs 5.43
and 5.44). Also, if the categories of claims have
been altered, the examiner may draw this to the
attention of the applicant if it means that the titleis
no longer appropriate.

Additional Subject Matter

Rules 70.2(c), 70.16(b); Section 602(a)(iv)
20.10 There is normaly no objection to an
applicant’s introducing, by amendment, further
information regarding prior art which is relevant,
nor should the straightforward clarification of an
obscurity, or the resolution of an inconsistency, be
objected to. When, however, the applicant seeks to
amend the description (other than references to the
prior art), the drawings, or the claimsin such away
that subject matter which extends beyond the
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content of the application as filed is thereby
introduced, the international preliminary
examination report must be established as if such
amendment had not been made. The examiner
indicates in the international preliminary
examination report each sheet that contains subject
matter which goes beyond the disclosure of the
application as filed. In such cases the replacement
sheets containing such amendments will be
atached to the international preliminary
examination report since they represent
amendments which have been made, even though
they are not considered for the purposes of the
international preliminary examination report. If a
first replacement sheet was acceptable but a second
replacement sheet for the same numbered sheet
contains subject matter that goes beyond the
origina disclosure of the application as filed, the
second replacement sheet supersedes the first
replacement sheet. In this situation, both the first
and second replacement sheets are attached to the
international preliminary examination report to
ensure that elected Offices receive the version of
the international application which is the basis of
the international preliminary examination report
and also the later amendments which were not
considered for that purpose. In this case the

superseded replacement sheet is marked
“SUPERSEDED REPLACEMENT SHEET
(RULE 70.16(b))".

20.11  Where amendments have been filed under
Articles 19(1) and/or 34(2)(b), the question may
arise whether a particular amendment proposed by
the applicant goes beyond the disclosure of the
international application as filed. In order to make
this determination in situations where the
amendment isfiled in a different language than the
language of the application as filed, the examiner
should normally assume, in the absence of
evidence to the contrary, that the original
trandlation of the international application into the
language of publication or, where a trandation is
required under Rule 55.2, into the language of that
trandation, is in conformity with the text of the
original language of filing.

Articles 19(2), 34(2)(b); Rule 70.2(c)
20.12 An amendment should be regarded as
introducing subject matter which extends beyond
the content of the application as filed, and
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therefore unacceptable, if the overall change in the
content of the application (whether by way of
addition, alteration or excision) results in the
skilled person being presented with information,
which was not expressly or inherently presented in
the application as filed even when taking into
account matter which isimplicit to a person skilled
in the art in what has been expressly mentioned.
The term “inherently” requires that the missing
descriptive matter is necessarily present in the
disclosure, and that it would be recognized by
persons of ordinary skill. Inherency may not be
established by probabilities or possibilities. The
mere fact that a certain thing may result from a
given set of circumstancesis not sufficient.

20.13 The subject matter newly presented may
be introduced by explicitly mentioning matter,
which was either not previously mentioned at all,
or only implied. For example, if in an international
application relating to a rubber composition
comprising severa ingredients the applicant seeks
to introduce the information that a further
ingredient might be added, then this amendment
should normally be regarded as going beyond the
disclosure in the application as originaly filed.
Likewise, if in an application which describes and
claims apparatus “mounted on resilient supports,”
without disclosing any particular kind of resilient
support the applicant seeks to add specific
information that the supports are, or could be, for
example, helical springs (see, however, paragraph
20.14), then the amendment should normally be
regarded as going beyond the disclosure in the
application as originally filed.

20.14 If, however, the applicant can show
convincingly that the subject matter in question
would, in the context of the claimed invention, be
so well known to the person skilled in the art that
its introduction could be regarded as an obvious
clarification and, therefore, as not extending the
content of the application, it is permissible. For
example, if in the above-mentioned case of the
resilient supports the applicant were able to
demonstrate that drawings, as interpreted by the
person skilled in the art, showed helical springs, or
that the person skilled in the art would naturally
use helical springs for the mounting in question,
then specific reference to helical springs should be
regarded as permissible.
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20.15 Where a technica feature was clearly
disclosed in the origina application but its effect
was not mentioned or not mentioned fully, yet it
can be deduced without difficulty by a person
skilled in the art from the application as filed,
subsequent clarification of that effect in the
description might not contravene Article 34(2)(b).

20.16 Amendment by the introduction of further
examples, for example, in the chemica field,
should always be looked at very carefully, since
prima facie any further example to illustrate a
claimed invention may extend the disclosure of the
international application as originaly filed.

20.17 However, later-filed examples or
statements of advantage, even if not alowed into
the application, may nevertheless be taken into
account by the examiner as evidence in support of
the alowability of the claims in the application.
For instance, an additiona example may be
accepted as evidence that the invention can be
readily applied, on the basis of the information
given in the originally filed application, over the
whole field claimed (see paragraphs 5.52 and
5.53); or an additional statement of advantage may
be accepted as evidence in support of inventive
step (see paragraph 13.15). When such evidence is
used by the examiner to support a positive | %
conclusion on inventive step, a mention of this
evidence should be made in the international
preliminary examination report.

20.18 Care must also be taken to ensure that any
amendment to, or subsequent insertion of, a
statement of the technical problem solved by the
invention meets Article 34(2)(b). For example, it
may happen that, following restriction of the
claims to meet an objection of lack of inventive
step, it is desired to revise the stated problem to
emphasize an effect attainable by the thus
restricted invention but not by the prior art. It must
be remembered that such revision is only
permissible if the effect emphasized is one
deducible by a person skilled in the art without

difficulty from the application as filed (see
paragraphs 20.15 and 20.16).
20.19 As indicated in paragraph 20.12,
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alteration or excision of the text, as well as the
addition of further text, may introduce new subject
matter. For instance, suppose a claimed invention
related to a multi-layer laminated panel and the
description included several examples of different
layered arrangements, one of these having an outer
layer of polyethylene, amendment either to alter
the outer layer to polypropylene or to omit this
layer altogether would not normally be regarded as
permissible. In each case, the panel disclosed by
the amended example would be quite different
from that originaly disclosed and hence the
amendment would be considered as introducing
new subject matter.

Lack of Support

20.20 Where subject matter is disclosed in a
clam of the application as filed, but is not
mentioned anywhere in the description, it is
permissible to amend the description so that it
includes this subject matter as disclosed in that
claim. However, consideration would still need to
be given as to whether the description as amended
provides the required support for the claims. If
there is a contradiction or inconsistency between
the claims and description, this will have to be
resolved by amendment of either the claims or
description. In some occasional circumstances,
there may be a question of whether the clams
provide sufficient disclosure to allow amendment
of the description without adding matter that goes
beyond the disclosure as filed or to provide full
support. An amendment to include a negative
limitation to overcome prior art may raise alack of
support issue.

20.21 An amendment to the clams or the
addition of a new clam must be supported by the
description of the invention as originaly filed, and
each clam limitation must be explicitly or
inherently supported in the originaly filed
disclosure. Where such an amendment introduces a
negative limitation, exclusion, or disclaimer, the
amendment should be examined to determine
whether it may raise a new matter issue. See the
appendix to this chapter for examples. See
paragraphs 20.10 et seq. for a discussion of what
constitutes matter that goes beyond the description
asoriginaly filed.
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Amendments to Translated Applications

Rules 55, 60.1(a) to (e)
20.22 If the examiner determines that an
erroneous trandation has been published or
furnished under Rule 55.2 or 55.3, or that an
amendment is not in the language on the basis of
which the international preliminary examination is
being conducted (see paragraphs 18.07 to 18.09),
he may invite the applicant, at any time during the
proceedings before the International Preliminary
Examining Authority, to provide a trandation of
the amendment or to correct any such tranglation
so asto bring it in line with the language of the text
as filed and/or as published, as the case may be. If
the applicant fails to supply a trandation of the
amendment within the time limit set in the
invitation, the amendment is not taken into account
for the purposes of the international preliminary
examination.

Appendix to Chapter 20
New Matter

A20.21 The International Preliminary
Examining Authorities have divergent practices
with regard to when a negative limitation,
disclaimer, or exclusion will raise a new matter
issue. Either of the alternative guidelines below
may be relied upon by an International Authority
as appropriate.

A20.21[1] A negative limitation that is added in
a new clam or by amendment will raise a new
matter issue if the subject matter being excluded
does not have support in the application as filed.
For example, if the disclosure describes a genus of
compounds, but does not provide support for any
particular species within that genus, a negative
limitation excluding a particular species would
raise the issue of new matter.

A20.21[2] A negative limitation or disclaimer
with no basis in the application as filed is
permissible where the limitation or disclaimer is
added to overcome accidental anticipation by a
reference or to exclude parts of a claim for reasons
other than novelty, such as for lack of industrial
applicability or insufficient disclosure.

296

PRS- HFEDFHIE

HIHI55, 60.1(a)~ (e)
20.22  HEEIL. o EIER U ERRAR
SENFE L < ITHHIB5. 2 % 865, 30O B 12 Kk
SERHIN TV D, UIEHBEFHEE LT
IR SN ESETHEENRHEINT
W20 (18.07~18. 09TEZ M) & HIF L 7= 55
Al HEETREAEBEIC I T 2 FHoEE
DOFRFRT, AT L, Y% EEDOFIR
XERHT DL, L, BEICL > TUL
HFER O EBR AR O SFEIC &+ 25 X9
VTR 2T DL OKRDDHZENT
&5, HEEANRZFORDIZE D 7= HARI NI AH
IEEOFER L Z42H Lo I285A0id, #l
EEE, EETHBEEDOZOIZEE L7,

F2EMEXE
HHEIE

A20.21 EDO XD 7EAIT, EBRIIRIE,
T A AT L——IBRA D HTHRFEE O
RAZ AU SEDLDENTHONT, EE TSR
BB D CIEM N R 70 5, [EBE T 55 Ak
BIZ. U FOWTNNDOHA RTA4 %%y
LD LTHEMHTHZENTE D,

A20.21[1] BRAA S D EEEHEN YYD
HFEIZB W TEM T DR TWReWEE, #i-
727 L— A XD A&, IIHIEIZ LY
NS N7 VERBAOBRE 1L, TR FEOME %
AL SHD, HlziE, BRI ibamo—
SOBMPHFAENTNEHDD, HFEEND
W72 HDRFEDOFEICK L CTHEMIT N SN
TWRWEE ., BE O & B < THAIBRE X
P EEOMEEZEL SE D,

A20.21[2] FRERT 4 A7 L—~—01, %
ITHEAN & BRI E 2 25 A2 F L& BT
L8, XiE, FEEEEOF|H ATEENMED K X
IRt 72 BAR 72 ERHMELIAA O BRRIC X
DI L—LDO—HERNTHEHITREIN
L8R, YLHBHREST 4 A7 L—
~ . IO HFBEIZEZATT 23 2 < & bR
HiLh,



297



