PART V
WRITTEN OPINION/INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

Chapter 17
Content of Written Opinions and the
International Preliminary Examination Report

Introduction

17.01 This chapter covers the content of any
written opinion, whether established by the
International  Searching  Authority or the
International Preliminary Examining Authority. It
aso covers the content of the international
preliminary examination report, which follows a
very similar format to a written opinion.

Articles 33(1), 34(2)(c); Rule 66
17.02 The purpose of a written opinion, issued
by the International Searching Authority or the
International Preliminary Examining Authority, is
to give a primary indication to the applicant of the
defects which the examiner considers to exist in
the application so that the applicant can determine
the most appropriate course of action, including the
possibilities of filing a demand for international
preliminary examination or submitting comments
or amendments, before any international
preliminary examination report is drawn up. Its
primary role is to identify whether or not the
claimed invention appears to be novel, involve an
inventive step (be non-obvious) and be industrially
applicable. 1t will aso include opinions on certain
other substantive defects in so far as checked by
the Authority, mainly where these affect the ability
to determine the novelty, inventive step or
industrial application of the invention accurately,
and on certain defects in the form of the
international application (see Rule 43bis.1(a) and
Rule 66.2(a)).

17.03 Theinternationa preliminary examination
report follows the same format as a written opinion
and, assuming that international preliminary
examination is demanded, is established taking
into account any amendments or observations filed
in response to the written opinions (either of the
International  Searching Authority or of the
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International  Preliminary Examining Authority)
which precede it.

Different Types of Opinion and Report

Written Opinion of the International Searching
Authority

Rule 43bis, 66.1bis
17.04 A written opinion will be issued by the
International Searching Authority together with the
international search report. This will normaly be
treated as the first written opinion of the
International  Preliminary Examining Authority
under Article 34(2) in the event that international
preliminary examination is demanded and, as such,
the opinion will include an invitation to submit a
response, together with a timelimit (see Rules
43bis.1(c) and 54bis.1(a)) for that response, if the
applicant wishes to demand international
preliminary examination. However International
Preliminary Examining Authorities may notify the
International Bureau that this will not be the case
for written opinions issued by specified
International Searching Authorities other than
themselves. Such notifications are published by the
International Bureau in the Gazette.

17.05 Many of the Rules that are referred to in
this chapter are stated to apply to the Internationa
Preliminary Examining Authority conducting an
international  preliminary  examination  under
Chapter Il of the Treaty. However, while thisis not
explicitly stated in the references, they also apply
to the International Searching Authority by virtue
of Rule 43bis.1(b).

Written Opinion(s) of the International Preliminary
Examining Authority

Rule 66.4, 66.6
17.06 Written opinions may also be issued by
the International Preliminary Examining Authority
where international preliminary examination is
demanded. The written opinion of the International
Searching Authority is usualy treated as the first
written opinion of the Internationa Preliminary
Examining Authority. Although not required, the
IPEA may establish further written opinions taking
into account arguments or amendments made by
the applicant in response to the written opinion
issued by the International Searching Authority.
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Such written opinions will normaly offer the
applicant a further opportunity to submit
amendments or arguments before the international
preliminary examination report is established. The
International  Preliminary Examining Authority
may aso communicate informally with the
applicant over the telephone, in writing, or by
personal interview.

17.07 For internationa applications where the
written opinion of the International Searching
Authority is not treated as the first written opinion
under Article 34(2), the International Preliminary
Examining Authority should (except where all the
conditions (i) through (vi) set out in paragraph
19.13 apply):

(@) establish afirst written opinion as defined
in paragraph 17.02, which should take into account
the content of the written opinion established by
the International Searching Authority; and

(b) notify the applicant accordingly in writing
and set a time period for response as defined in
Rule 66.2(d).

The International Preliminary Examination Report

17.08 Assuming that international preliminary
examination is demanded, an international
preliminary  examination  report  (entitled
“international preliminary report on patentability
(Chapter Il of the Patent Cooperation Treaty)”) is
drawn up at the end of the process of examination,
taking into account amendments or observations
that the applicant has made during the process.

Content of the Opinion or Report

Overview of Content

Rules 43bis, 66.1bis, 66.2(a), 70.2(c) and (d)
17.09 Any written opinion should usually cover
all matters referred to in Rule 66.2. Such matters
may be:

(i) whether any of the situations referred to in
Article 34(4) apply (subject matter of the
application not required to be examined by the
International Preliminary Examining Authority or
meaningful opinion on novelty, inventive step or
industrial applicability not possible because of lack
of clarity or because the claims are not adequately
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supported by the description),

(i) an apparent failure to meet the criteria of
novelty, inventive step or industria applicability,

(ili) defects in the form or contents of the
international application insofar as checked by that
Authority (for example, failure to comply with one
or more of the requirements specified in Rules 5 to
11),

(iv) amendments which appear to go beyond
the disclosure of the international application as
filed (only applicable for International Preliminary
Examining Authority procedures),

(v) an apparent lack of clarity in the claims,
the description or the drawings or of support for
the claims in the description such as would require
some observations to be made in this respect in the
international  preliminary examination report
should such report be established on the basis of
the international application without further
amendment insofar as checked by that Authority,

(vi) that aclaim is directed to an invention on
which no international search report has been
established, and

(vii) nucleotide and/or amino acid sequence
listings not being available in such a form that a
meaningful international preliminary examination
can be carried out.

Form of Opinion or Report

17.10 Written opinions are established in a
standard format using Form PCT/ISA/237 (for the
opinion of an International Searching Authority) or
PCT/IPEA/408 (for an opinion of the International
Preliminary Examining Authority). International
preliminary examination reports (given the title
“international preliminary report on patentability
(Chapter 11 of the Patent Cooperation Treaty)”) are
established using Form PCT/IPEA/409. Apart from
the cover sheet, containing generally bibliographic
details and any notification of action that the
applicant may be invited to take, these follow the
same format, including whichever of the following
parts are appropriate to the particular international
application:

(i)

Basis of the opinion or report;
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(if)
(i)
to  novelty,
applicability;

(iv) Lack of unity of invention;

(v) Reasoned statement under Rule 66.2(a)(ii)
or Article 35(2) with regard to novelty, inventive
step or industrial applicability and citations
supporting such statement;

Priority;

Non-establishment of opinion with regard
inventive step and industria

(vi) Certain documents cited;
(vii) Certain defects in the international
application;
(viii) Certain observations on the international
application
Data
Section 109
1711 The following data (insofar as set out on

the cover sheet of the Form) are first included in
accordance with Rules 43bis.1(b), 70.3, 70.4, 70.5
in the written opinion and the internationa
preliminary examination report:

(i) theinternational application number;

(i)  the name of the applicant;

(ili)  the name of the International Authority;

(iv) theinternationa filing date;

(v) the classification of the subject matter, at
least according to the International Patent
Classification (IPC);

(vi) theclaimed priority date;

(vii) the applicant’'s or agent’s file reference

(composed either of letters or numbers or both, but
not exceeding 12 characters).

Section 504
17.12 The indication of the classification of the
subject matter referred to in item (v), above,
repeats the classification of the subject matter by
the International Searching Authority given under
Rule 43.3 if the examiner agrees with such
classification, or, if the examiner does not agree
with that classification, sets forth the classification
which the examiner considers to be correct (see
chapter 7).
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Box No. I: Basis of the Written Opinion

Rule 66.2(a)(iv), 70.2(a) and (c)
17.13 Since the written opinion of the
International Searching Authority is drawn up at
the same time as the international search report, it
is aways established on the basis of the application
as filed, or a trandation thereof, and subject to the
possibility of sequence listings being furnished
later for the purposes of international search (see
paragraphs 17.15 and 17.21). (See paragraph 17.16
for a definition of “originaly filed sheets.”)
However, any written opinion drawn up after
rectifications (before the International Searching
Authority and International Preliminary Examining
Authority) or amendments and/or rectifications
(before the International Preliminary Examining
Authority) should take these into account and
indicate the relevant replacement sheets in the
opinion.

17.14  Any amendment submitted must not add
subject matter which goes beyond the disclosure of
the international application as originally filed (see
chapter 20).

— Language Considerations

Rules 23.1 (b), 48.3(b), 55.2 and 55.3
17.15 With regard to the language, item 1 of
Box No. | need not be filled if al the elements of
the application (originaly filed sheets and
amended sheets, if any) were available or furnished
to the International Authority in the language in
which the international application was filed.
Otherwise, an appropriate indication must be
checked as to whether the elements were available
or furnished to the International Authority in the
language which is:

(i) thelanguage of atrandlation furnished for
the purposes of international search (under Rule
23.1(b));

(i) the language of publication of the
international application (under Rule 48.3(b)); or

(ili)  the language of the trandation furnished
for the purposes of international preliminary
examination (under Rules 55.2 and/or 55.3).

For further discussions of language, refer to
chapter 18.
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— Replacement Sheets Deemed to Be Part of the
Application as Originally Filed

17.16 Replacement pages or sheets, filed in
response to an invitation by the receiving Office to
correct defects in the international application, are
deemed to be part of the international application
“as originally filed”. If the applicant responds to
the invitation to correct defects by replacing sheets
of the application, these sheets are identified with
“SUBSTITUTE SHEET (RULE 26)” stamped on
them. Also, replacement pages or sheets for
rectification of obvious errors under Rule 91 are
deemed to be part of the international application
“as originadly filed”. These sheets are identified
with “RECTIFIED SHEET (RULE 91.1)".

— Examination on  Basis of  Amended
International Application
1717 Where a written opinion of the

International Preliminary Examining Authority or
international preliminary examination report is
based on the international application as originally
filed or furnished, this is noted by checking the
first box under item 2 of Box No. | of the relevant
Form. Where amendments have been filed, the
report indicates the version of each page on which
the opinion or report is based.

17.18 Where amendments under Article 19 have
been made by the applicant, they should be
referred to in Box No. |, item 2 as “clams:
pages .... as amended under Art 19”. Note that
under Article 19 only clams may be amended.
These sheets are usudly identified by
“AMENDED SHEET (ARTICLE 19)".

17.19 Where amendments under Article 34 have
been made by the applicant, these should also be
referred to in Box No. |, item 2 as
pages....received by this Authority on.... .".

Rule 70.16; Section 602
17.20 The amendments under Article 34 should
indicate the dates on the amendments as the
“recelved on” dates. Superseded amendments are
not normaly included. However, if a first
replacement sheet is acceptable and a second
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replacement sheet for the same numbered sheet
contains subject matter that goes beyond the
origina disclosure of the application as filed, the
second replacement sheet supersedes the first
replacement sheet, but both the first and second
replacement sheets are attached to the international
preliminary examination report. In this case, the
superseded replacement sheets are marked
“SUPERSEDED  REPLACEMENT  SHEET
(RULE 70.16(b))” in addition to the marks
indicating when it was received as an amendment
sheet. When the Annexes to the international
preliminary examination report contain both fina
amendments, which are considered to contain
subject matter that goes beyond the original
disclosure, and earlier amendments, which form
part of the basis of the report, this fact is noted in
the relevant box under item 3.a of the cover sheet
to Form PCT/IPEA/409.

— Nucleotide and/or Amino Acid Sequence
Listings

17.21 With regard to any nucleotide and/or
amino acid sequence listing, one or more of the
following indications must be given with respect to
the sequence listing, and/or tables related thereto,
on which the examination is based, either in item 2
of Box No. | (for the written opinion of the
International Searching Authority) or in item 1 of
the Supplemental Box Relating to Sequence
Listings (in written opinions of the Internationa
Preliminary Examining  Authority or the
international preliminary examination report):

(@ thetype of materia (sequence listing only
or also related tables);

(b) format of material  (written or
computer-readable form); and
(c) thetime of filing or furnishing (contained

in the application as originally filed, filed together
with the  internationa application in
computer-readable form, subsequently furnished
for the purposes or search and/or examination, or
filed as an amendment).

Where more than one version or copy of a
sequence listing and/or table related thereto has
been filed, the check box under item 2 (or item 3 of
Box No. 1 of the written opinion of the
International  Searching Authority) is used to
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indicate whether the required statements were
included, that the information in the subsequent or
additional copies is identicad to that in the
application as filed or does not go beyond the
application as filed. For further discussions of the
nucleotide and/or amino acid sequence listings,
refer to chapter 18.

— Amendments Resulting in Gaps in Numbering

17.22 Where amendments under Article 19 or 34
have been made which result in cancellation or
gaps in the numbering sequence of the description
pages, clam numbers, and/or drawing sheets, these
are detailed in item 3 of Box No. | of the written
opinion and/or report.

—  Amendments
Disclosure

Going  Beyond  Original

Rule 70.2(c)
17.23 Where amendments have been made
which go beyond the original disclosure of the
application as filed, the examiner identifies said
amended sheet(s) in item 4 of Box No. | of the
written opinion of the Internationa Preliminary
Examining Authority or the internationd
preliminary examination report. The particular
amendments are identified and brief reasons given
in a Supplemental Box sheet. These amendments
are attached to the internationa preliminary
examination report as Annexes, in addition to any
amended sheets which form part of the basis of the
report. (See aso paragraph 17.20)

17.24 Refer to paragraph 20.11 for further
Article 19/34 considerations.
— Top — up Searches

Rule 70.2(f)
17.24.01 With regard to top-up searches, the
appropriate indication must be given in item 6 of
Box No. | of the report with respect to whether a
top-up search has been carried out by the
International  Preliminary Examining Authority.
Where it has carried out a top-up search, the
examiner also indicates the date on which the
top-up search was carried out and whether
additional relevant documents have been
discovered during the top-up search.

Box No. II: Priority
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17.25 This part of the opinion or report is not
relevant if the international application does not
clam priority. Furthermore, where priority is
clamed, but the citations in the international
search report were all published before the earliest
priority date, it is not necessary to consider
whether the priority claimisvalid (see chapter 6).

1726 Where one or more citations of the
international search report were published after the
earliest priority date, the validity of that earliest
priority date requires checking.

(@ Where the priority document is one which
is in the records of the International Authority, it
should be obtained from those records.

(b) If a copy of the priority document (or a
necessary trandlation) is not avallable before
preparation of the written opinion of the
International Searching Authority because it has
not yet been provided by the applicant, and if that
earlier application was not filed with that Authority
in its capacity as a national Office or the priority
document is not available to that Authority from a
digitad library in accordance with the
Administrative Instructions, the written opinion of
the International Searching Authority may be
established as if the priority had been validly
claimed and this fact is noted in item 1 of Box No.
.

(c) Where the priority document is provided
by the applicant in compliance with Rule 17.1 after
the preparation of the search report and the written
opinion of the International Searching Authority,
any written opinion of the International
Preliminary Examining Authority and/or the
international  preliminary  examination report
should reconsider the validity of the priority claim.

Rule 66.7; Section 421

(d) Where the priority document is a foreign
document and it is not already in the file, the
International Authority may request a copy of the
document from the International Bureau and, if
necessary, a transation from the applicant. In the
meantime, if the outcome of the examination
requires the issuing of an opinion, that opinion
should be issued without waiting to obtain the
priority document and/or the trandation (see (b),
above, in the case of a written opinion of the
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International Searching Authority). An appropriate
comment should be made under the heading
“Additional observations, if necessary:” in Box
No. Il of the written opinion. If such a copy of the
priority document and/or the trandation is not
available because of non-compliance by the
applicant with Rule 17.1 within the relevant time
period, and if the priority document is not available
to that Authority from a digital library in
accordance with the Administrative Instructions,
any written opinion of the International
Preliminary Examining Authority and/or the
international preliminary examination report may
be established as if the priority had not been
claimed and thisisindicated in the report.

Rule 64.1
17.27 Where the right to priority isinvalid, item
2 of Box No. Il of the written opinion or

international preliminary examination report must
be completed.

17.28 *“Additional observations’ in item 3 of
Box No. Il relate to Priority considerations only
and not to clarity, descriptive support, defects or
any other consideration relevant to Box No. VIII.

Box No. IIl: Non-Establishment of Opinion with
Regard to Novelty, Inventive Step and Industrial

Applicability

Article 17(2)(a)(i); Rules 43bis.1, 67
17.29 This part of the opinion or report explains
why an opinion as regards novelty, inventive step
and industrial applicability may not have been
established for some or all of the subject matter of
the international application for any reason other
than because the international application lacks
unity of invention and the required additional fees
have not been paid (this is dealt with in Box No.
IV, see paragraphs 17.36 to 17.39). For example,
Rules 43bis.1(b) and 67.1 establish that no
International  Authority shall be required to
examine certain subject matter within an
international application, such as mathematical
theories, plant or animal varieties and methods for
treatment of the human or animal body. The
agreements between the International Bureau and
the  International Preliminary  Examining
Authorities further qualify this by excepting from
exclusion any subject matter which is examined
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under the relevant national grant procedures. See
paragraph 17.58 and chapter 9 for details of
excluded matter. The first two check boxes of Box
No. Il are used to indicate the extent to which no
opinion has been established.

—  Subject Matter Excluded Under Rule 67.1

1730 Where some or dl clams are not
examined for novelty, inventive step or industrial
applicability because they contain excluded subject
matter, this observation is indicated in the third
check box of Box No. Il of the written opinion or
examination report.

— Clarity or Support

Rule 66.2(a)
17.31 Where the description, the claims, or the
drawings are so unclear, or the clams are so
inadequately supported by the description that no
meaningful opinion can be formed on the questions
of novelty, inventive step, or industrial
applicability of the claimed invention, then the
examination may be restricted to those claims that
are sufficiently clear and supported by the
description to enable an opinion or report to be
prepared (see Box No. Ill, 4th and 5th check
boxes).

17.32 The issues of clarity and descriptive
support of clams may be raised separately from
considerations of novelty, inventive step and
industrial applicability at Box No. VIII of the
opinion or report (see chapter 5).

17.33 These matters should not be raised in an
international preliminary examination report unless
they have already been raised in awritten opinion.

— No International Search Made for Some or All
Claims

Article 33(6)
17.34 Where the International Searching
Authority has not established an international
search report and instead issued a declaration
under Article 17 (relating to excluded subject
matter, clarity, lack of unity, etc.), the questions of
novelty, inventive step and industrial applicability
cannot be addressed since there are no documents
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to consider under Article 33(6), and this is noted
using the sixth check box of Box No. Ill. (Note
that this applies even where Article 34
amendments may have overcome considerations
under Article 34(4)(ii)).

— Nucleotide and/or Amino Acid Sequence
Listings

Al Annexes C, C-bis
17.35 A failure to supply nucleotide and/or
amino acid sequence listing information, or have it
comply with the Administrative Instructions
standards, may preclude any meaningful
preliminary examination from being carried out.
Refer to chapter 15 (search stage) and chapter 18
(examination stage) for discusson of the
nucleotide and/or amino acid sequence listings. A
submission in electronic form of tables relating to
the sequence listings not in compliance with the
Annex C-bis of the Administrative Instructions
may aso preclude any meaningful preliminary
examination from being carried out (see Box No.
[11, item 3). In either case the Authority should
make a meaningful search or preliminary
examination to the extent that it is possible, but if
some or all claims cannot be examined, the reasons
are noted in the final check boxes of Box No. Ill,
and details may be provided in the Supplemental
Box if necessary.

Box No. IV: Lack of Unity of Invention

17.36  Irrespective of whether an Invitation to
Pay Additional Fees (Form PCT/ISA/206 at the
international search stage) or an Invitation to
Restrict or Pay Additiona Fees (Form
PCT/IPEA/405 at the international preliminary
examination stage) has been issued (see paragraphs
17.59 and 17.63 and chapter 10), where unity of
invention is lacking, this observation must be
included in the first written opinion and, if ill
applicable, in subsequent opinions and the report.

Article 34(3); Rule 70.13
17.37 If the applicant has paid additional fees
before the International Searching Authority or the
International Preliminary Examining Authority, or
has restricted the claims before the International
Preliminary Examining Authority in response to an
invitation to do so, or if the applicant has failed to
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respond to the invitation to pay additional fees or
restrict the claims (see paragraphs 10.74 to 10.78),
this is aso indicated in the opinion or report. The
possible indications (some of which are not
relevant to the written opinion of the International
Searching Authority) are that:

(i) the clams have been restricted before the
International Preliminary Examining Authority;

(i) additional fees have been paid without
protest;
(i) additional fees have been paid by the

applicant under protest;

(iv) the applicant has neither restricted the
claims nor paid additional fees;

(v) the examiner was of the opinion that the
international application did not comply with the
requirement of unity of invention but decided not
to issue an invitation to restrict the claims or pay
additional fees.

17.38 In addition, the final item of Box No. IV
indicates for which parts of the internationa
application the opinion or report was established,
in view of the findings on unity and any
restrictions which have been made or additional
fees which may have been paid.

— Additional Fees Paid Under Protest

Rule 68.3(c); Section 603
17.39 In the case under Chapter Il where the
additional fees are paid under protest, the text of
the protest, together with the decision thereon, is
annexed to the international preliminary
examination report if the applicant has so
requested (see paragraph 10.78). For the case
under Chapter | where additional fees are paid
under protest, see paragraphs 10.68 and 10.70.

Box No. V: Reasoned Statement Under Rule
66.2(a)(ii) with Regard to Novelty, Inventive Step
or Industrial  Applicability and  Citations
Supporting Such Statement

Article 35(2); Rules 43.5(b), 66.2(a)(ii), 70.6(a) and (b),
70.7(b), 70.8; Sections 503, 611

1740 A statement as to whether the claims
appear to satisfy the criteria of novelty, inventive
step (non-obviousness) and industrial applicability
(see paragraph 19.02) is made in item 1 of Box No.
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V. The examiner makes this statement in relation to
each claim which is to be examined, that is, by the
words “YES’ or “NO,” or their equivalents in the
language of the report (in a written opinion of the
International Preliminary Examining Authority the
examiner may only refer to those which do not
appear to satisfy the criteria). Each such statement
must be accompanied by relevant citations,
explanations and observations, if any (see
paragraph 17.09) in item 2 of Box No. V. A
statement on al three of the criteria should be
made. If a negative statement is made regarding
lack of industrial applicability, statements should
still be made regarding novelty and inventive step
if at all possible. The examiner should always cite
documents believed to support any negative
statement with respect to any of the claimed
subject matter. The citation of these documents is
made in accordance with WIPO Standard ST.14.

Rules 43.5(e), 70.7(b), Section 604
17.41 Explanations should clearly indicate, with
reference to the cited documents, the reasons
supporting the conclusions that any of the said
criteria is or is not satisfied. If only certain
passages of the cited documents are relevant or
particularly relevant, the examiner should identify | &
these, for example, by indicating the page, column
or the lines where such passages appear.

17.42 Further guidance on the novety
considerations, inventive step consideration and
industrial applicability considerations are provided
in chapters 12, 13 and 14, respectively.

Box No. VI: Certain Documents Cited

Rule 70.7(b), 70.9; Section 507(a)
1743 If the examiner has discovered, or the
international search report has cited, a relevant
document which refers to a non-written disclosure,
and the document was only published on or after
the relevant date of the international application, he
indicates in the written opinion and/or the
international preliminary examination report:

(i) its nature (by placing the letter “O” next
to the citation);

(i)  the date on which the document was made

available to the public;
(iii)

the date on which the non-written public
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disclosure occurred.

Rule 70.7(b), 70.10; Section 507(b)
17.44 The examiner also mentions, as such, any
published application or any patent referred to in
the report by virtue of Rule 64.3 and provides for
each such published application or patent the
following indications:

(i) itsdateof publication;
(i) itsfiling date, and its claimed priority date
(if any);
(ili)  placing the letter “E” next to the citation.

Rule 70.2(b)
17.45 The report may aso indicate that, in the
opinion of the International Searching Authority or
the International Preliminary Examining Authority,
the priority date of the international application has
not been validly clamed (see aso paragraph
17.26).

Rule 70.7(b)
17.46 Details concerning the manner of
indicating certain other special categories of
documents which may be cited in the written
opinion and/or the international preliminary
examination report as well as the manner of
indicating the claims to which the documents cited
in such report are relevant can be found in Sections
507(c), (d) and (e) of the Administrative
Instructions (as set out, for the purposes of the
international search report, in paragraphs 16.63,
16.65 and 16.66).

Box No. VII: Certain Defects in the International
Application

Rule 70.12
17.47 If, in the opinion of the examiner, defects
exist in the form or contents of the international
application, the examiner includes this opinion in
Box No. VII of the written opinion and/or
examination report and also indicates the reasons
therefore (see also paragraphs 17.09, 17.13 and
17.14).

Box No. VIII: Certain
International Application

Observations on  the

Rule 70.12
in the opinion of the examiner,
250

17.48 |If,

TR

HLAI70.7(b), 70.10; HBAI5075 (b)
17.44  [RIERIC, BAEITHE IO THA
64. 3DBUEIZ LV ELT HARI NI A
MIFRFFFIZOWTHEEIR L, oK I
HFE X IIFFTFIZ O W TUL FOFRRET 5,

(i) ZDOKrEOH

(i) ZoHREOH, KO GEYT 255
%) EETHELR

(i) BTV TF TE] ZE<

HHII70. 2 (b)
17.45  #EIZIEL, B SUIERE T
fif AR O R KA, EREHREOE:
HNAEDZEESIN TWARAWEEERT D
L TED (17.26lHLBH),

#1R170. 7 (b)
17.46  EhiAAIFE5075 (¢) . (d) & (e)
i, AR U TERR TR A 2BV T
SIHT 252 EMNTE L CEOMDFKFED
T3V —EFRKoRT D HIEN, [EES T A ®
oW T HENT- XA B E S 25 7
U— L% FoRT D HEE & BT, FEMICEEE
ENTWD (ERSFHA#HE B L T16. 63,
16. 65} TV16. 66IHIZ R L= H D & [EER) .

VI - [EIER R O K b

HLAI70. 12
17.47  FHREORME T, EEHBEOIEA
XIFANFIZOWTKRIEBFET D56, BE
BV LA SV ] R R AR D 5 VITAK
22D RfRE G, O RBARORILY FLHET
% (17.09, 17. 13K N7, 4T B EBH),

SEVIL - RS 2 B A

JHHI70. 12

17.48 FHEEBFORMZELD, 7L —L4, B



observations should be made as to the clarity of the
claims, the description, and the drawings, or the
guestion whether the claims are fully supported by
the description, the examiner includes these
observations in the written opinion and/or
examination report and also indicates the reasons
therefor (see aso paragraphs 5.31 to 5.58 and
17.09).

Finalization of the Report

Rule 70.3, 70.4, 70.14, Section 612
1749 When finadizing the international
preliminary examination report, the Authority
indicates the date on which the demand for
international  preliminary  examination  was
submitted, the date on which the report was
completed and the name and address of the
International  Preliminary Examining Authority.
These last-mentioned items may either be
completed when including the other data or when
completing the report. Every written opinion and
international  preliminary examination report
indicates the name of an authorized officer and of
the International Authority responsible for that
opinion or report.

Language of the Written Opinion and the
International Preliminary Examination Report

Rules 48.3(a) and (b), 70.17(a)
1750 The written opinion and the international
preliminary examination report, together with its
annexes, if any, are established in the language of
publication, or, if the international search and/or
the international preliminary examination is carried
out on the basis of atrangation of the international
application, in the language of that trandation. An
international application filed in Chinese, English,
French, German, Japanese, Russian or Spanish is
published in that language; an international
application filed in any other language is published
in the language of a trandation into one of these
languages.

Form of Objection

Rule 66.2(b)

1751 For each ground of objection, the first

written opinion (in general, this will be the written

opinion of the International Searching Authority)

should indicate the part of the international

application which is deficient and the requirement
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of the PCT which is not met either by referring to
specific Articles or Rules, or by other clear
explanation; it should also give the reason for any
objection.

17.52 If the cited art is such as to demonstrate
lack of novelty or inventive step in the main claim
or claims, and if consequently there islack of unity
of invention between dependent claims, if there is
enough time, the applicant may be notified of this
situation by the International Searching Authority
and invited to pay additional search fees (see also
paragraph 10.60 et seq) prior to the international
search report and the first written opinion being
established. Subsequently, if a demand for
international preliminary examination is filed and
if, in the opinion of the International Preliminary
Examining Authority, any response of the applicant
(see paragraph 19.17) does not overcome the
objection of lack of unity of invention, the
Authority thereafter adopts the procedure
described in paragraphs 10.74 to 10.78.

Ensuring Report Is of Maximal Use for Later
Stages

1753 Substantive matter in the written opinion
should normally be set out first. The opinion
should be drafted in such a manner as to facilitate
further international preliminary examination of
the international application should it be amended,
and, in particular, to avoid the need for extensive
re-reading should the examiner wish to issue one
or more additional written opinions during the
international  preliminary  examination  (see
paragraphs 19.17 to 19.20). Although the examiner
is not obliged to do so, he should try to indicate to
the applicant those amendments which would
avoid a negative statement in the international
preliminary examination report if a demand for
international preliminary examination is filed. In
the case of the written opinion of the International
Searching Authority, the report should be set out so
that it will be easily used by designated Offices in
the event that its content is published as an
“international preliminary report on patentability
(Chapter | of the Patent Cooperation Treaty)” (see
paragraph 2.18).

Invitation to Correct or Amend
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Rules 43bis. 1(c)
1754 The written opinion of the International
Searching Authority includes a notification to the
applicant that in the event that he demands
international preliminary examination he is invited
to file with the International Preliminary
Examining Authority his observations, to correct
any formal deficiencies and otherwise to submit
amendments to the description, clams and
drawings before the expiration of the time limit
within which he may file his demand (see
paragraphs 19.07 and 22.14).

Rules 66.2(c) and (d)
1755 Any written opinion established by the
International  Preliminary Examining Authority
must fix the time limit within which the applicant
must reply. The time limit must be reasonable
under the circumstances. It is normally two months
after the date of the written opinion. In no case
may it be shorter than one month after the said
date. It must be at least two months after the date
when the international search report was
transmitted along with the written opinion of the
International  Searching Authority. In no case
should it be more than three months after the date
of the written opinion.

1756 Where a demand for Chapter Il is filed,
failure to reply to the invitation, whether from the
written opinion of the International Searching
Authority or from a written opinion actually
established by the International Preliminary
Examining Authority, may cause the international
preliminary examination report to be established
with a negative determination in relation to certain
claims.

Cases Where Partial Written Opinion or No
Written Opinion to Be Established

1757 The statement in paragraph 17.09, that the
written opinion should cover all the relevant issues,
only sets out the genera rule. There may be cases
when either the Authority is not required to
perform an international preliminary examination
covering the whole of the international application,
or else that it is more efficient to defer some
matters until later. These may include:

(i)

only inventions which have been searched
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need be the subject of international preliminary
examination (Rule 66.1(e)) and consequently
included within the written opinion;

(i) cases where the international application
relates to subject matter on which the International
Preliminary Examining Authority is not required to
carry out an international preliminary examination;

(ili) cases where the claims lack unity of
invention;
(iv) dtuations in  which a fundamenta

objection arises, for example, it is clear that certain
claims lack novelty and that the claims will have to
be drastically recast; or

(v) where the written opinion is established
by the Internationa Preliminary Examining
Authority, the applicant may have submitted
substantial amendments which add subject matter
which goes beyond the disclosure of the
international application as originaly filed.

Excluded Subject Matter

Article 34(4)(b),; Rule 66.2(a)(i)
17.58 In the event that the examiner finds that
the international application contains subject
matter falling within Article 34(4)(a)(i) (that is,
subject matter on which the International Authority
is not required, under Rule 67 and Rule 43bis.1(b),
to carry out examination) or that al the claims of
the international application lack compliance with
Article 34(4)(a)(ii) (that is, the description, the
claims or the drawings are so unclear, or the claims
are so inadequately supported by the description
that no meaningful opinion can be formed), he
indicates this defect or these defects in his first
written opinion and does not go into the question,
in that opinion, of whether the claimed invention
appears to be novel, appears to involve an
inventive step and is industrially applicable. (As
discussed in chapter 9, these instances should be
rare.) Where any such defect affects only some of
the claims, a similar approach is adopted in respect
of such claims. These grounds for limiting the
scope of the opinion are considered in detail in
paragraph 9.17. It should be emphasized that,
although the first written opinion is drawn up by
the International Searching Authority, according to
Rule 43bis.1(b), the conditions which are
considered for this purpose are those which would
apply to the International Preliminary Examining
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Authority.
Lack of Unity of Invention

— Written Opinion of the International Searching
Authority

17.59 The written opinion of the International
Searching Authority should be established for
those inventions for which the international search
report is established.

17.60 If the applicant does not comply with the
invitation to pay the required additional fees, the
written opinion of the International Searching
Authority is established on the first claimed
invention (main invention) and on those inventions
for which additional fees have been paid. The
examiner indicates which inventions form the basis
of the written opinion.

— Written  Opinion of the International
Preliminary Examining Authority or the
International Preliminary Examination Report

17.61 Where the International Searching
Authority has already issued an invitation to pay
additional international search fees, or where the
International  Searching Authority could have
issued an invitation to pay additional search fees
but chose not to, it may be appropriate for the
International Preliminary Examining Authority to
issue an “Invitation to Restrict or Pay Additional
Fees’ (Form PCT/IPEA/405).

Article 34(3)(c); Rule 68.4, 68.5
17.62 If the applicant does not comply with the
invitation (by not paying the additional fees or by
not restricting the claims either sufficiently or at
al), the written opinion of the International
Preliminary Examining Authority or international
preliminary examination report is established on
those parts of the international application which
relate to what appears to be the first clamed
invention (main invention) and the examiner
indicates the relevant facts in such report.

17.63 Theissues and processes concerning unity
of invention, including payment of additional fees
under protest, are covered in more detail in chapter
10.
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Dealing with Major Objections First

17.64 In the event that fundamental objections
arise, including ones which have been introduced
by amendment (only applicable to international
preliminary examination), it may be more
appropriate to deal with this objection before
making a detailed examination; if, for example, the
claims need re-casting, it may be pointless to raise
objections to the clarity of some dependent claims
or to a passage in the description which may have
to be amended or even deleted as a consequence.
However, if there are other major objections, these
should be dealt with. The examiner should, at the
first written opinion stage, seek to make the
maximum impact with the broad aim of providing
a useful international preliminary report on
patentability (Chapter | of the Patent Cooperation
Treaty) if the applicant does not demand
international preliminary examination and bringing
proceedings to a conclusion without any undue
delay in order to meet the relevant time limits if
international preliminary examination is demanded
(see paragraphs 19.07 and 19.08).

Other Considerations

Citation of Certain Documents in the International
Search Report

17.65 The international search report may cite a
document which is not in a working language of
the International Searching Authority because the
search examiner knows or has strong evidence
leading him to suspect (for example, from the
drawings, from an abstract, a corresponding patent
in a known language, or from a trandation
produced by some other person familiar with the
language of the document) that the document is
relevant. Where the intent is to provide more than
one written opinion, in that circumstance, the
examiner, in his first written opinion, may cite the
document on the basis of similar evidence; an
abstract or corresponding document in a working
language of the International Preliminary
Examining Authority, if known to the examiner,
will also be cited. If, however, the applicant’s
response to the first written opinion disputes the
relevance of the document and gives specific
reasons, the examiner should consider whether, in
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the light of these reasons and of the other prior art
available to him, he is justified in pursuing the
matter. If so, he may obtain a trandation of the
document (or merely the relevant part of it if that
can be easily identified). If he remains of the view
that the document is relevant, he should consider
whether it is necessary to send a copy of the
trandation to the applicant either with an
additiona written opinion or by way of an informal
communication with the applicant.

Additional Documents Taken Into Consideration in
Certain Cases

Article 33(6)
17.66 Although, in principle, international
preliminary examination is based on the

international search report, the examiner should
not be deterred from looking for relevant
documents which he personally knows, or has
reason to suspect, exist, if he can locate such
documents in a short time from materia available
to him. Such documents are considered on the
same footing as the documents cited in the
international search report.

17.66.1 If the International Bureau transmits a
third party observation to the International
Preliminary Examining Authority in time to be
taken into account in drawing up the international
preliminary examination report, any prior art
referred to in the observation should be considered
in the same way asif it had been referred to in the
international search report, provided that either a
copy of the prior art is included or it is otherwise
immediately available to the examiner. The
examinegr is not required to comment on a
document referred to in a third party observation
unless he considers it appropriate to cite it. The
examiner may, if considered useful, state in  Box
No. V that third party observations submitted on
specified dates have been taken into account in
preparing the opinion on novelty and inventive

step.
Inconsistencies Between Description and Claims

17.67 While any serious inconsistencies
between the claims and description as filed should
be objected to (see paragraphs 5.29 and 5.30), it
should be borne in mind that the claims may also

257

ENELTHLINE I DERFNTRETH
%o T DA BEEILE DO OFIER S (L
X, BEIRHFET D2 LN TEHEEITIE.
Z Ok OB EFTOFR ) 2 AFETHZ
ENRTELEAENRH D, FEBIL, £ DO3THL
NEEMEEZET D W) RIEZE MR T% 2
ENTE HEAITIE, AT L TEMD
Rl &SI T HBEAN & DIEAKX D
LD B C OB L2552 &
DILEINE D REFTT R&ETh 5,

FEE DA EE S 5B 10 SCER

334 (6)
17.66  JHlE LT, EEETiRE AL E R
BEREZEBELTHILDOTHHIN, BEE
1%, BIEDOH 5 STk A E > TV D,
XIFIFAET D EHERT REBEHNH D54
HENFIHT 22 & NTE HER) S R
MY RO FTEZ D Z ENTEDHD
ThiE, YEEEOH D kA LT 2
LaHnE EELrx TR, FEDOLO R
SCikiE, EBSTRAE 5] S A7z SRR & TR
BEOBRND D ERTREND,

17.66. 1 EEE TiFEERET OIERIZEBT 5
FREHZICA D X O ICEBEFRE RN H =&
5 AR it 2 [E PR T A I AE LS
BT, AT OB LG RIEHHICE T T
Wb, X, BATHIRRBEEEICE > THEHD
WICAFTEDHOTHh D7 61E, THHRIgftic
BWTHIHEN W7 878 =
NEEHERE T HSI N D TH L)
DEIICEEBINDOIRXTHD, FEEILXL
MESIHTAZENEYTHDL EE W
RO . & =FHERMtIckB W CEI H S =X
BRICK D 2> hEER IRV, FEE
T, FHTHD LEEZXDLEI121T. BV
BOTHIED B AR SN F =F
FEAL 2 B HME I ONE R MR Lo %t 3 D Rfif 2 1E
AT OICBE L EICOVWTERL
b &,

BfE L 7 L — A L OB OREL

17.67 HFEFFIZBT 57 L— A L BE
& OO E R AFES TG E R AR % $E i
FTRETHLHMN (5.29% V5. 30IASBM) . 7
U— LIS B ENLE LD 2 b



require substantial amendment. In such a situation
during the international preliminary examination
procedure, the examiner might invite the applicant
to amend the description to be in conformity with
the final form of the amended claims even though
the final form of the main claims may still not be
settled. This procedure may help the examiner to
expedite the issuance of the international
preliminary examination report if a demand for
international preliminary examination is filed.
However, it should aso be appreciated that the
applicant should not be put to unnecessary expense
and trouble in providing an amended description if
there is any likelihood that the claims will have to
be changed again.

Recommending Amendments

17.68 The examiner should not suggest
amendments merely because he thinks they will
improve the wording of the description or claims.
A pedantic approach is undesirable; what is
important is that the meaning of the description
and the clams should be clear. Although the
examiner is not obliged to do so, he should try to
indicate to the applicant those amendments which
would avoid a negative statement in the
international preliminary examination report if a
demand for international preliminary examination
isfiled. It must be emphasized that it is not part of
the duty of the examiner to invite the applicant to
amend the international application in a particular
way to meet an objection, since the drafting of the
application is the applicant’s responsibility and he
should be free to amend in any way he chooses
provided that the amendment removes the
deficiency and otherwise satisfies the requirements
of the PCT. However, it may sometimes be useful
if the examiner suggests, at least in genera terms,
an acceptable form of amendment; but if he does
so, he should make it clear that the suggestion is
merely for the assistance of the applicant and that
other forms of amendment will be considered. The
form of the amendment should be as prescribed in
Rule 66.8(a).

Consideration of Responses to the Written Opinion

17.69 If, in the opinion of the examiner, issues
such as. (1) the clarity of the clams, the
description, and the drawings; (2) the question as
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to whether the claims are fully supported by the
description; and/or (3) defects existing in the form
or contents of the international application, have
not been suitably resolved by the applicant in the
prescribed time Ilimit for establishing the
international preliminary examination report, the
examiner may indicate unresolved issues and the
reasons therefor in the report

17.70 If the applicant submits arguments in
response to the written opinion, the examiner
should comment on the applicant’'s relevant
arguments in the written opinion of the
International  Preliminary Examining Authority
and/or the international preliminary examination
report.
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