PART IIT
EXAMINER CONSIDERATIONS COMMON
TO BOTH THE INTERNATIONAL
SEARCHING AUTHORITY AND
THE INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY

Chapter 9
Exclusions from, and Limitations of,
International Search and International
Preliminary Examination

Introduction

Articles 17(2), 34(4)
9.01 The am of the International Searching
and Preliminary Examining Authorities should be
to issue international search reports and
international preliminary reports on patentability
that are as complete as possible. Nevertheless there
are certain situations in which no search report is
issued, or in which the search report, written
opinion or international preliminary examination
report covers only a part of the subject matter that
a report would usually cover. This may be either
because the international application includes
subject matter which the Authority is not required
to deal with (see paragraphs 9.02 to 9.18 below), or
else because the description, claims or drawings
fail to meet a requirement, such as clarity or
support of the claims by the description, to such an
extent that no meaningful search can be made of
all or some of the claims (see paragraphs 9.19 to
9.39 below). The term “meaningful search” in
Article 17(2)(a)(ii) should be read to include a
search that within reason is complete enough to
determine whether the claimed invention complies
with the substantive requirements, that is, the
novelty, inventive step, and industrial applicability
requirements, and/or the sufficiency, support and
clarity requirements of Articles 5 and 6.
Accordingly, a finding of “no meaningful search”
should be limited to exceptiona situations in
which no search at all is possible for a particular
clam, for example, where the description, the
claims, or the drawings are totally unclear. To the
extent that the description, the claims, or the
drawings can be sufficiently understood, even
though parts of the application are not in
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compliance with the prescribed requirements, a
search should be performed recognizing that the
non-compliance may have to be taken into account
for determining the extent of the search. See
paragraphs 9.19 to 9.30 for further discussion and
examples on thisissue.

Excluded Subject Matter

Articles 17(2)(a)(i), 34(4)(a)(i),; Rules 39, 67
9.02 Rule 39 specifies certain subject matter
which an International Searching Authority is not
required to search. Rule 67 sets out an identical list
of subject matter, on which an International
Preliminary Examining Authority is not required to
perform an international preliminary examination
(and also, in accordance with Rule 43bis.1(b), for
which the International Searching Authority is not
required to establish a written opinion concerning
novelty, inventive step and industrial applicability).
While the subject matter in these Rules may be
excluded from search or examination, there is no
requirement that it be excluded. Depending on the
policy of the Authority, such subject matter may be
searched or examined. Any such subject matter
which a particular Authority is prepared to search
or examine is set forth in an Annex to the
Agreement between that Authority and the
International  Bureau. Accordingly, the subject
matter excluded from the international search or
international preliminary examination may vary
between the various Authorities.

9.03  Any such restriction to the search, or to
the international preliminary examination should
be accompanied by a reasoned explanation in the
written opinion or international preliminary
examination report issued by the Authority. If no
search is to be carried out the search examiner will
complete Form PCT/ISA/203 (Declaration of
Non-Establishment of International  Search
Report). As a general principle, a search is to be
carried out wherever practicable.

9.04 The following paragraphs relate to
subjects that may be excluded from international
search or preliminary examination according to
Rules 39 and 67. Practices differ among the
Authorities regarding the exclusions issue. Some
Authorities use an approach involving a “practical
application” while others use an approach
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involving a “technical character.” Each Authority
may use the approach that is consistent with its
own practice. Paragraphs 9.05, 9.07 and 9.11 to
9.15 use both terms to accommodate these
aternative practices. For the purposes of these
paragraphs, the term “practical application” should
be understood to mean a characteristic that the
claimed invention, when viewed as a whole, has a
practical application providing a useful, concrete
and tangible result. “Technical character” should
be understood to mean that the clamed invention
must relate to a technical field, must be concerned
with a technical problem and must have technical
features in terms of which the matter for which
protection is sought can be defined in the claim.
However, it is noted that paragraphs 9.06 and 9.08
to 9.10, below, relate to exclusions that are not
affected by these alternative practices.

Scientific and Mathematical Theories

Rules 39.1(i), 67.1(i)
9.05 The mere presence of scientific or
mathematical theories in clams does not
immediately exclude the clams from search or
preliminary examination. When viewing the claims
as a whole, if the theories are applied or
implemented to produce a practical application or
to have technical character, search and preliminary
examination is required since the result is not
purely abstract or intellectual. Scientific theories
are a more generalized form of discoveries. For
example, the physical theory of semi-conductivity
would be excluded, whereas new semiconductor
devices and processes for manufacturing would
require search and preliminary examination.
Mathematical theories are a particular example of
the principle that purely abstract or intellectual
methods are excluded. For example, a shortcut
method of division would be excluded but a
caculating machine designed to operate
accordingly would require search and preliminary
examination.

Plant or Animal Varieties or Essentially Biological
Processes for the Production of Plants and
Animals, Other Than Microbiological Processes

Rules 39.1(ii), 67.1(ii)
9.06  While plant and animal varieties may be
excluded from search, transgenic plants and
genetically modified non-human animals, as well
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as methods of making these types of inventions
would be searched and examined. The question
whether a process is “essentially biologica” is one
of degree, depending on the extent to which there
Is technical intervention by man in the process; if
such intervention plays a significant part in
determining or controlling the result it is desired to
achieve, the process would not be excluded. For
example, a method of selectively breeding horses
involving merely selecting for breeding and
bringing together those animals having certain
characteristics would be essentially biological.
However, a method of treating a plant
characterized by the application of a
growth-stimulating substance or radiation would
not be essentialy biologica since, athough a
biological process is involved, the essence of the
claimed invention is technical. Similarly, methods
of cloning or genetically manipulating non-human
animals are not essentially biological processes and
would be searched and examined. The treatment of
soil by technical means to suppress or promote the
growth of plants is aso not excluded. The
exclusion referred to above does not apply to
microbiological processes or the products thereof.
The term “microbiological process’ is to be
interpreted as covering not only industria
processes using microorganisms but also processes
for producing microorganisms, for example, by
genetic  engineering. The product of a
microbiological process may also be subject to
search and preliminary examination (product
clam). Propagation of the product of a
microbiological process itself is to be construed as
amicrobiological process for the purposes of Rules
39 and 67; consequently, the product can be
protected per se as it is a product obtained by a
microbiological process. The term “product of a
microbiological process’ covers plasmids and
viruses also.

Schemes, Rules or Methods of Doing Business,
Performing Purely Mental Acts or Playing Games

Rules 39.1(iii), 67.1 (iii)
9.07  Schemes, rules or methods of doing
business, performing purely mental acts or playing
games are further examples of items of an abstract
or intellectual character. Note that it is not the
particular art involved or classification of claimed
invention that is determinative of exclusion, but
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rather whether the claimed invention is of an
abstract character. Specific guidance where
divergent practices exist is set forth in the appendix
to this chapter.

Methods for Treatment of the Human or Animal
Body by Surgery or Therapy,

Diagnostic Methods Practiced on the Human or
Animal Body

Rules 39.1(iv), 67.1(iv)
9.08  Methods for treatment of the human or
anima body by surgery or therapy as well as
diagnostic methods practiced on the human or
animal body are further subject matter on which an
Authority is not required to carry out international
search or preliminary examination. Search and
preliminary examination should, however, be
conducted for surgical, therapeutic or diagnostic
instruments or apparatus for use in such methods.
Search and preliminary examination should also be
conducted for new products, particularly
substances or compositions for use in these
methods of treatment or diagnosis.

9.09 It should be noted that Rules 39.1(iv) and
67.1(iv) exclude only certain treatment by surgery
or therapy or certain diagnostic methods. It follows
that other methods of treatment of live human
beings or animals (for example, treatment of a
sheep in order to promote growth, to improve the
quality of mutton or to increase the yield of wool)
or other methods of measuring or recording
characteristics of the human or animal body are
appropriate  for international  search and
preliminary examination, provided that (as would
probably be the case) such methods are not of
essentialy biological character (see paragraph
9.06). For example, an application containing
clams directed to the cosmetic treatment of a
human by administration of a chemical product
should be searched and examined. A search or
preliminary examination on a cosmetic treatment
involving surgery need not, however, be carried
out (see the last sentence of paragraph 9.10).

9.10 A treatment or diagnostic method, to be
excluded, must actually be limited to being carried
out on the living human or anima body. A
treatment of or diagnostic method practiced on a
dead human or animal body would therefore not be
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excluded from internationa search and
preliminary examination by virtue of Rules
39(1)(iv) and 67.1(iv). Treatment of body tissues
or fluids after they have been removed from the
human or anima body, or diagnostic methods
applied thereon would not be excluded from the
search or preliminary examination insofar as these
tissues or fluids are not returned to the same body.
Thus, the treatment of blood for storage in a blood
bank or diagnostic testing of blood samples is not
excluded, whereas a treatment of blood by diaysis
with the blood being returned to the same body
could be excluded. Diagnostic methods comprise
the carrying out of an investigation for medical
purposes into the state of a human or animal body,
so that a method of measuring the blood pressure
of a body or a method of obtaining information
regarding the internal state of a body by passing
X-rays through the body could be excluded from
international search or preliminary examination. A
treatment by therapy implies the curing of a
disease or malfunction of the body; prophylactic
methods, for example, immunization, are
considered to be therapeutic treatments and thus
may be excluded. Surgery is not limited to healing
treatments, being more indicative of the nature of
the treatment; methods of cosmetic surgery may
thus be excluded from search or preliminary
examination.

Mere Presentations of Information

Rules 39.1(v), 67.1(v)
9.11 Any presentation of information
characterized solely by the content of the
information would be excluded under Rules 39 and
67. This applies, whether the claim is directed to
the presentation of the information per se (for
example, by acoustical signals, spoken words,
visua displays), to information recorded on a
carrier (for example, books characterized by their
subject, gramophone records characterized by the
musical piece recorded, traffic signs characterized
by the warning thereon, magnetic computer tapes
characterized by the data or program recorded), or
to processes and apparatus for presenting
information (for example, indicators or recorders
characterized solely by the information indicated
or recorded). If, however, the presentation of
encoded information has a technical character or
both a structural and functional relationship to the
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information carrier, process or apparatus, these
should be examined as the subject matter relates to
the information carrier or to the process or
apparatus for presenting the information. Such
examples would include a measuring device with
volumetric markings having both a structural and
functional relationship with a measuring receptacle
providing for recalibration of the device depending
on the quantities desired; a gramophone record
characterized by a particular groove form to allow
stereo recordings; or a diapositive with a sound
track arranged at the side of it.

9.12 Mere arrangements or compilations of
data are generally excluded subject matter unless
the arrangement or manner of presentation has
technical character or a practica application. For
example, a mere program listing itself is not
capable of execution and represents merely the
expression of the underlying idea rather than the
application of that idea, and would thereby fall
within this exclusion. A disembodied data structure
that has no interaction with an underlying program
would not require international search and
examination, while a data structure embodied in a
tangible medium that has a technical character or
has a practical application should be subject to
international search and examination. Further
examples in which such a technical character or
practical application may be present are: a
telegraph apparatus or communication System
characterized by the use of a particular code to
present the characters (for example, pulse code
modulation) and a measuring instrument designed
to produce a particular form of graph for
presenting the measured information. A computer
system for searching gene sequences within a
particular library of genetic data (the searching
function goes beyond mere presentation of
information) would have a technical character or a
practical application as would a computer program
capable of directing the display of three
dimensional coordinates of a polypeptide and the
atomic coordinates of a polypeptide Q. A computer
readable media having the atomic coordinates of a
polypeptide encoded thereon, however, would not
have a technical character or practical application
even though the data structure is embodied in a
tangible medium. The examples below illustrate
both excluded and non-excluded subject matter for
arrangements or compilations of datain the field of
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bioinformatics.

9.13  Example I:
protein per se

3-D structural data of a

Claim 1. A computer model of protein P
generated with the atomic coordinates
listed in Fig. 1.

Claim 2. A data array comprising the atomic
coordinates of protein P as set forth in Fig.
1 which, when acted upon by a protein
modeling algorithm, yields a representation
of the 3-D structure of protein P.

International search and examination are not
required for clams 1 and 2. Both clams are
directed to a disembodied data structure that has no
interaction with an underlying program.

9.14  Example 2: In silico screening methods
directed to a specific protein

Claim 1. A method of identifying compounds
that can bind to protein P, comprising the

steps of:
applying a  3-dimensional — molecular
modeling  algorithm to the atomic

coordinates of protein P shown in Fig. I to
determine the spatial coordinates of the
binding pocket of protein P, and

electronically screening the stored spatial
coordinates of a set of candidate
compounds against the spatial coordinates
of the protein P binding pocket to identify
compounds that can bind to protein P.

Claim 2. A database encoded with data

comprising names and structures of
compounds identified by the method of
claim 1.

Claim 1 is directed to a method that has a technical
character or practical application. Accordingly,
international search and examination is required.

Claim 2 is directed to a disembodied data structure
that has no interaction with an underlying program.
Thus, international search and examination is not
required.
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Computer Programs, to the Extent That the
Authority is not Equipped to Carry Out Search or
Preliminary Examination on Such Programs

Rules 39.1(vi), 67.1(vi)
9.15 Computer programs are excluded subject
matter to the extent that the Authority is not
equipped to carry out search or preliminary
examination on such programs. It should be noted
a the outset that programs for computers can be
expressed in many forms. Normally, claims that
merely recite program code are excluded subject
matter. However, to the extent that a natural
language description of any computer-executable
program, or a self-documented code, is included in
the description and the claims, the Authority
should be considered “equipped”’ to carry out a
search and preliminary examination based on such
a description subject to the relevant guidelines
regarding the conditions as to exclusion. The
Authorities have diverging practices with respect
to determinations of exclusions as to computer
programs. Specific guidance where divergent
practices exist is set forth in the appendix to this
chapter.

General Considerations in Assessing the Nature
of the Subject Matter

Form of Claims

9.16 In considering whether subject matter
under Rule 39 or 67 is present, there are two
general points the examiner bears in mind. Firstly,
he disregards the form or kind of clam and
concentrates on the content in order to identify the
subject matter. The first point is illustrated by the
examples given in paragraph 9.15, which illustrate
different ways of claiming a computer program.
Secondly, any exclusion applies only to the extent
that the international application relates to the
excluded subject matter. This is illustrated, for
instance, by a gramophone record distinguished
solely by the music recorded thereon whereas if the
form of the groove were modified so that the
record, when used with an appropriate pickup
mechanism, functioned in a new way (as in the
first stereo record), the claimed subject matter
could undergo international search and preliminary
examination. For the application of Rules 39 and
67, the examiner should not apply the relevant
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criteriamore restrictively than he would in the case
of national applications.

Excluded Matter in Only Some Claims

Articles 17(2)(b), 34(4)(b)
9.17  Where the subject matter of only some of

the claims is a subject excluded from the search
and preliminary examination, this is indicated in
the international search report, written opinion and
the international preliminary examination report.
Search and preliminary examination is, of course,
made in respect of the other clams.

Cases of Doubt

9.18 In cases of doubt as to whether subject
matter covered by a claim constitutes excluded
subject matter, the Authority carries out the search
or preliminary examination to the extent that thisis
possible using the available documentation.

Extent of Search and Preliminary Examination
in Certain Situations

9.19 There may be exceptiona situations
where the description, the clams or the drawings
fail to comply with the prescribed requirements to
such an extent that a meaningful search cannot be
carried out, that is, no search a all is possible for a
particular claim (see paragraph 9.01). However, in
certain situations where the description, the claims,
or the drawings can be sufficiently understood,
even though a part or parts of the application are
not in compliance with the prescribed
requirements, a search is performed taking into
consideration the non-compliance in determining
the extent of the search. In such cases, the written
opinion then indicates how the description, claims,
or drawings fail to comply with the prescribed
requirements. In this indication, it is also noted by
the International Searching Authority to what
degree that non-compliance with the particular
prescribed requirements has been taken into
account for the purposes of determining the extent
of the search, and this extent is indicated as
precisely as possible.

Examples ~ Where  Search  or  Preliminary
Examination Possible, with an Indication in the
Written Opinion
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9.20

Claim 1. “Distillate fuel oil boiling in the range
1200C to 5000C which has a wax content of
at least 0.3 weight% at a temperature of
10,C  below the Wax  Appearance
Temperature, the wax crystals at that
temperature having an average particle size
less  than 4000 nanometers.”  The
description does not disclose any other
method of obtaining the desired crystal size
than the addition of certain additives to the
fuel oil and there is no common general
knowledge of making fuel oils of this kind
available to the person skilled in the art.

A search would first be made for the additive and
fuel oils having defined amounts of the additive
disclosed. The field of search would then be
extended to all probable areas relevant to the
claimed subject matter, that is, the broad concept of
fuel oil compositions having the desired property.
However, the search need not be extended to areas
in which it could reasonably have been determined
that there was a low probability of finding the best
reference. If the broad concept of having crystals
as small as possible was known in the art, the
written opinion should indicate the claim as not
complying with the requirements of novelty and/or
inventive step. The written opinion should also
include any observations on non-prior art grounds
(that is, requirements under Articles 5 and 6 such
as sufficiency and support as well as industrial
applicability). In this example, the claim would be
objected to in the written opinion on the following
non-prior art grounds: (1) it is not supported by the
description and drawings “in a manner sufficiently
clear and complete for the invention to be carried
out by a person skilled in the art” (see paragraph
5.45); and/or (2) it is not fully supported in the
description and drawings thereby showing that the
applicant only claims subject matter which he
recognized and described on the filing date (see
paragraphs 5.54 and 5.58). The international search
report would cite the fields of search, the most
relevant references for prior art purposes, and,
where possible, the most relevant references for
non-prior art purposes (see paragraph 16.66 (which
indicates that the symbol “T” should be used for
designating documents which are cited to show
that the reasoning or the facts underlying the

Example 1
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invention are incorrect), and paragraph 15.62
(directed to the category symbol to be used for
subject matter which may be excluded from the
international search)), which in this example
involve a lack of support by the description. The
International  Searching Authority should aso
include in the objection on non-prior grounds an
indication as to what degree these objections have
been taken into account for purposes of
determining the extent of the search, and this
extent should be indicated as precisely as possible,
for example, the additive and fuel oils having
defined amounts of the additive disclosed and/or
the broad concept of fuel oil compositions having
the desired property.

921  Example 2: Claim Characterized Solely
by the Result to be Achieved

Claim 1: “A process of reacting starting
materials in such a way that a sustained
release tablet with improved properties is
obtained.”

The description discloses an example of
reacting particular materials in a particular
manner to obtain a sustained release tablet
having a particular release rate of a particular
bioactive material.

A search would first be made for the particular
materials reacting in the particular manner. If the
particular example disclosed could not be found,
the search would then be extended. For instance,
the search could be extended to sustained release
tablets having the particular bioactive material.
However, the search does not need to be extended
to areas in which it could reasonably have been
determined that there was a low probability of
finding the best reference. Aside from any opinion
on novelty or inventive step, the written opinion
should indicate any observations on non-prior art
grounds (that is, requirements under Articles 5 and
6 such as sufficiency and support, as well as
industrial applicability). In this example, the claim
would be objected to in the written opinion on the
following non-prior art grounds: (1) the clam
lacks clarity since (@) the claim fails to recite any
steps of a process such that the scope of the
invention is not set forth with a reasonable degree
of clarity and particularity (paragraph 5.32), and
(b) the phrase “improved properties’ is a relative
term (paragraph 5.34); and (2) the claim attempts
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to define the invention solely by the result to be
achieved (paragraph 5.35). Again, the international
search report would cite the fields of search, the
most relevant references for prior art purposes, and
the most relevant references for non-prior art
purposes. The International Searching Authority
should aso include in the objection on non-prior
art grounds an indication as to what degree these
objections have been taken into account for
purposes of determining the extent of the search,
and this extent should be indicated as precisely as
possible, for example, the particular materials
reacted in the particular manner.

9.22  Example 3: Claim Characterized Solely
by Unusual Parameters

Claim 1: “A fat having a nausea index of less
than or about 1.0.”

The description discloses a number of fats that
purportedly have a nausea index of less than
1.0 and a number of fats which have a nausea
index greater than 1.0. Examples of fats having
a nausea index of less than 1.0 include different
mixtures of saturated and unsaturated fats.
Examples of fats having a nausea index greater
than 1.0 also include different mixtures of
saturated and unsaturated fats. No other
properties, for example, melting point, of these
mixtures of fats are disclosed. The description
discloses determining the nausea index by
whipping the fat at a particular speed and
temperature and measuring the viscosity of the
whipped mixture at room temperature.

A search should first be made for the examples
disclosed in the description as having a nausea
index less than or about 1.0. If one of these
examples is found in the prior art, an indication
that the claim lacks novelty over the prior art
would be made since the same material would be
expected to have the same properties. Aside from
any opinion on novelty and inventive step, the
written opinion should indicate any observations
on non-prior art grounds (that is, regquirements
under Articles 5 and 6 such as sufficiency and
support, as well as industrial applicability). In this
example, the claim would be objected to on the
following non-prior art grounds: (1) the claimed
subject matter is not supported by the description
and drawings “in a manner sufficiently clear and
complete for the invention to be carried out by a
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person skilled in the art” over the entire scope of
the claim (paragraph 5.45); and/or (2) the claimed
invention is not fully supported in the description
and drawings thereby showing that the applicant
only clams subject matter which he had
recognized and described on the filing date
(paragraphs 5.54 and 5.58); and (3) the claimed
invention lacks clarity because the parameters
cannot be clearly and reliably determined by
indications in the description or by objective
procedures which are recognized in the art
(paragraph 5.36). If one of these examples is not
found, the search need not be limited to only the
examples simply because a newly
described/discovered parameter is used by the
applicant to explain the invention. A search can
usually be performed wusing other known
parameters or chemical or physical properties that
may lead to a concluson that the newly
described/discovered parameter is necessarily
present, that is, inherent. For instance, in this
example, perhaps a search using a parameter such
as the extent of saturation could be made. The
International  Searching Authority should aso
include in the objection on non-prior art grounds
an indication as to what degree these objections
have been taken into account for purposes of
determining the extent of the search, and this
extent should be indicated as precisely as possible,
for example, the examples disclosed in the
description and/or other known parameters or
chemical or physica properties that imply the
presence of the new parameter.

9.23  Example 4: Chemical  Markush-Type
Claim Encompassing Many Embodiments

In this example the claims encompass a very
large number of possible embodiments while
the description discloses, and provides support
for, only a relatively small proportion of those
embodiments (see paragraph 5.48).

In such cases, the search may be directed only
towards clamed embodiments that relate to
specificaly disclosed compounds, or prepared or
tested compositions and a structural generalization
of these. The written opinion should also include
observations on Articles 5 and 6 (sufficiency and
support)  describing  specifically how  the
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description provides support for only a relatively
small proportion of the embodiments claimed. The
International  Searching Authority should aso
include in the objection on non-prior art grounds
an indication as to what degree these objections
have been taken into account for purposes of
determining the extent of the search, and this
extent should be indicated as precisely as possible,
for example the specifically disclosed compounds,
or prepared or tested compositions, and a structural
generadization of these.

9.24  Example 5: Chemical  Markush-Type
Claim with Many Options, Variables. Etc.

In this example, the claim contains so many
options, variables, possible permutations
and/or provisos, that the claim is rendered
unclear and/or inconcise to the extent that it is
not in compliance with Article 6 and Rule 6
(see paragraph 5.42).

In such cases, the search should be carried out for
those parts of the claim that are clear and concise
or to the extent that the claimed invention can be
understood. For example, the search may be
directed only towards clamed embodiments that
relate to clearly disclosed compounds, or clearly
prepared or tested compositions, and a structural
generalization of these. The written opinion should
also include observations on Article 6 (clarity
and/or conciseness) describing specificaly how the
clams lack clarity and/or conciseness. The
International  Searching Authority should aso
include in the objection on non-prior art grounds
an indication as to what degree these objections
have been taken into account for the purposes of
determining the extent of the search, and this
extent should be indicated as precisely as possible,
for example the clearly disclosed compounds, or
clearly prepared or tested compositions, and a
structural generalization of these.

9.25

An application contains 480 claims, of which
38 are independent. There is no clear
distinction between the independent claims
because of overlapping scope. There are so
many claims, and they are drafted in such a
way that they are not in compliance with
Article 6 and Rule 6. However, there is a
reasonable basis in the description, for
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example from a particular passage, that clearly
indicates which subject matter might be
expected to be claimed.

The search should be based on the subject matter
that would be expected to be claimed. In the
written opinion, the claims should be objected to
on the non-prior art grounds of lack of compliance
with Article 6 and Rule 6. The International
Searching Authority should aso include in the
objection on non-compliance with Article 6 and
Rule 6 an indication to what degree these
objections have been taken into account for the
purposes of determining the extent of the search,
and this extent should be indicated as precisely as
possible, for example by a brief written description
of the searched subject matter, where possible
citing a particular passage.

Examples of Exceptional Situations Where no
Search at All is Possible for All or Some of the
Claims

926 These examples relate to exceptional
situations where, due to non-compliance of the
application with the prescribed requirements, all or
some of the clams cannot be meaningfully
searched at all. This means that for cases where a
meaningful search of al or some of the claims is
possible, for example by taking into account a
likely amendment to overcome  the
non-compliance, then such a search is carried out
along the procedural lines set out in paragraph 9.19
and the examples in paragraphs 9.20 to 9.25.

9.27 When none of the clams can be
meaningfully searched at al, since no likely
amendment can be determined to overcome the
non-compliance, the International Searching
Authority makes a declaration in accordance with
Article 17(2)(a)(ii). When only some of the claims
cannot be meaningfully searched at al, however,
an indication is made in the international search
report in accordance with Article 17(2)(b) to this
effect whereas the other clams will be searched as
usual.

9.28

Claim 1: “My invention is worth a million
dollars.”

Example 1

Claim 1 is the only claim in the application.
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The description does not provide sufficient
information about the invention to determine
the subject matter to which the claim might
reasonably be expected to be directed after it
had been amended.

No search at al is possible. A declaration will be
made in accordance with Article 17(2)(a)(ii). In the
written opinion, the claim should be objected to on
the non-prior art grounds of lack of compliance
with Article 6 and Rule 6. The International
Searching Authority should aso include in the
objection on non-compliance with Article 6 and
Rule 6 an indication to what degree these
objections have been taken into account for the
purposes of determining that no search at al is
possible.

9.29

Claim 1:
kryptonite.

Example 2

“A composition of matter comprising

i3

The description recites the term “kryptonite”.
However, the description fails to define the
purported material in terms of any of the
elements of the periodic table. The description
also fails to set forth any of the physical
properties of the purported material such as
density, melting point, etc.

No search at al ispossible for clam 1.

9.30

An application contains 480 claims, of which
38 are independent. There is no clear
distinction between the independent claims
because of overlapping scope. There are so
many claims, and they are drafted in such a
way, that they are not in compliance with
Article 6 and Rule 6. There is no reasonable
basis in the description or elsewhere, for
example from a particular passage, that
indicates which subject matter would be
expected to be claimed.

Example 3: Multitudinous Claims

No search at al is possible.
Non Prior-Art Issues

931 More detailed discussions regarding the
extent of the search can be found in chapter 15. For
searches regarding non-prior art issues, see
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paragraphs 15.02 and 15.49.

9.32  More detailed discussions of non-prior art
concerns including clarity of the clams,
conciseness and number of claims, support in the
description, clear and complete disclosure of the
clamed invention, sufficiency commensurate with
the claims, and the relationship of clams to the
disclosure can be found in paragraphs 5.31 to 5.58.
A more detailed discussion of new matter can be
found in paragraphs 20.20 and 20.21.

Industrial Applicability

933 If the opinion regarding industrial
applicability is negative, then any prior art used to
establish this should be cited in the search report
and the reasoning set forth in the written opinion.
In addition, if applicable, an indication with
respect to novelty and inventive step is appropriate
(see paragraph 17.40).

Informal Clarification

Articles 17(2)(a)(ii) and (b), 34(4)(a)(ii) and (b)
9.34  In the event that the description, claims,
or drawings fail to comply with a requirement,
such as clarity or support of the claims by the
description, to such an extent that no meaningful
search can be made, the International Searching
Authority may, where appropriate, ask the
applicant informally for clarification before
declaring that no international search report will be
established. The examiner should keep in mind that
without a search and written opinion of the
International Searching Authority for all or part of
the clamed subject matter, the international
preliminary  examination may be limited
accordingly, and that the international search and
written opinion of the International Searching
Authority should be as useful as possible in the
event that there is no demand for international
preliminary examination. Similarly, if at the time
of the first written opinion of the International
Searching Authority or a written opinion of the
International Preliminary Examining Authority, no
opinion is possible on the question of novelty,
inventive step (non-obviousness) or industrial
applicability for al or part of the claimed subject
matter, the examiner may ask the applicant
informally for clarification. However, this does not
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mean that the applicant can be invited or allowed
to file amendments before the International
Searching Authority. An opinion may not be
possible on the question of novelty, inventive step
(non-obviousness) or industria applicability for all
or part of the claimed subject matter because the
description or clams of the international
application fall to meet the requirements of
Articles 5 and 6 to such an extent that it is
impossible to examine the claimed subject matter
as to novelty, inventive step or industrial
applicability. In such a case, the examiner
examines the claimed subject matter to the extent
possible and establishes a written opinion that
reflects the inadequate support or other
deficiencies for al or part of the claimed subject
matter (see paragraphs 17.31 to 17.33). The
examiner still makes any objections on non-prior
art grounds in the written opinion even after
informal clarification by the applicant, since the
claimed subject matter was, and remains, unclear
absent such clarification.

9.35 A need for clarification as referred to in
paragraph 9.34 may arise where there are any
kinds of defects in the claims which cause
difficulty in determining the scope of the claims,
for example, obscure, inconsistent, vague or
ambiguous expressions. These kinds of defects
include cases where the language used in the
clamsis not clear even after taking the description
and drawings (if any) into account.

Unclear Claims

9.36  When the clamed subject matter taken as
a whole includes alternatives, some of which are
clear redlizations of the invention, as well as other
alternatives, which are unclear redlizations of the
invention, the search examiner searches the clear
realization of the invention. With regard to the
other, unclear redlizations, the examiner
determines the subject of search based on the
subject matter which might reasonably be expected
to be claimed by amendment taking into account
the contents of the description and drawings and
the common general knowledge in the relevant
technical field and conduct the search based on the
determined subject. The written opinion and
international  preliminary examination report
establish opinions on the novelty, inventive step
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and industrial applicability of the claims to the
extent that this is possible and explain the reasons
why the remainder could not be properly assessed.

9.37  For example: if the invention relates to a
combination of A + B + C + D in which B is
unclear, a search would be performed insofar as the
examiner can determine the subject matter to be
searched as indicated in paragraph 9.36. However,
if B is totally unclear such that it is impossible to
determine the subject matter that may be
reasonably expected to be clamed, no search
would be performed. As another example, if the
invention relates to a combination of (Al or A2) +
(B1 or B2), in which A2 is unclear but can be
determined by the examiner as indicated in
paragraph 9.36, then the entirety of the clam
would be searched, including al alternative
combinations. However, if A2 is totally unclear
such that it is impossible to determine the subject
matter that may reasonably be expected to be
clamed, the aternative combinations (A1 + B1)
and (A1 + B2) would still be searched, while the
alternative combinations (A2 +B1) and (A2 + B2)
need not be searched.

Perpetual Motion

Article 17(2)(a)
938 Where an international application
pertains to perpetual motion (perpetuum mobile), it
Is not necessarily excluded from searching. The
International Searching Authority should endeavor
to search such an application unlessit is so unclear
that the application of the principle of Article
17(2)(a) isrequired.

Sequence Listings

Rule 13ter1(c) and (e),; Section 208; Al Annex C
9.39  Another situation where a meaningful
search or preliminary examination is not possible
may arise where the international application
contains disclosure of one or more nucleotide
and/or amino acid sequences but the applicant does
not furnish a listing of the sequence in a written
form, and/or a computer readable form, complying
with the standard provided for in Annex C of the
Administrative Instructions. The International
Searching Authority requests the provision of such
a seguence listing as soon as possible, before the
search report and written opinion are established
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(see paragraphs 15.11 and 15.12 and paragraph
4.15). However if the listing is not provided or is
not provided in the form required by the Standard,
the Authority makes a meaningful search or
preliminary examination to the extent that this is
possible. For example, if a named protein is
claimed, such a protein could be searched by its
name rather than by its sequence.
Declaration of Non-Establishment of
International Search Report

Article 17(2)(a)
940  Where the subject matter of al clams
constitutes a subject excluded from the search (see
paragraphs 9.02 to 9.18) or where no meaningful
search is possible for all of the claimed subject
matter (see paragraphs 9.01 and 9.26 to 9.39), a
declaration of non-establishment of the
international search report is issued pursuant to
Article 17(2)(a on Form PCT/ISA/203.
Nonetheless, a written opinion is established, even
though, in the absence of a search, it cannot
address the questions of novelty and inventive step
and may not be able to address other questions,
such asthat of industrial applicability.

Multiple Dependent Claims

Article 17(2)(b), 34(4)(b); Rule 6.4(a)
941 Whee an international  application
contains multiple dependent claims drafted in a
manner different from that provided for in Rule
6.4(a), second and third sentences, the
International Searching Authority may make an
indication under Article 17(2)(b). Such an
indication, however, is only made if and to the
extent to which a meaningful search is not
possible. The latter applies also in the case where
the nationa law of the Office acting as
International Searching Authority does not allow
multiple dependent claims to be drafted in the said
different manner. Such a case is also noted in the
written opinion, and it will of course only be
possible to establish a written opinion or
international preliminary examination report on
novelty and inventive step to the extent that the
claims have in fact been searched.

Appendix to Chapter 9
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Excluded Subject Matter Regarding Schemes,
Rules or Methods of Doing Business,
Performing Purely Mental Acts or Playing
Games

A9.07 The Internationa  Searching and
Preliminary Examining Authorities have divergent
practices with regard to the excluson as to
schemes, rules or methods of doing business,
performing purely mental acts or playing games.
Either of the aternative guidelines below may be
relied upon by an International Authority as

appropriate.

A9.07[1] The key question as to whether the
invention falls within the exclusion is whether the
clamed invention, when viewed as a whole, is of
abstract character, or thereby does not provide a
practical application having a useful, concrete and
tangible result. For example, atheory or method of
doing business or related to business function
clamed in isolation without any practica
application could be excluded from search and

examination while a computer-implemented
method or apparatus for performing a
business-related  function with a practica

application would require search and preliminary
examination. In addition, a game as an abstract
entity defined by its rules could be excluded.
However, a novel apparatus for playing a game
would require internationa  search and
examination.

A9.07[2] These are items essentialy of an
abstract or intellectual character. In particular, a
scheme for learning a language, a method for
solving cross-word puzzles, a game (as an abstract
entity defined by its rules) or a scheme for
organizing a commercial operation would be
excluded from both search and examination.
However, if the claimed subject matter specifies an
apparatus or technical process for carrying out at
least part of the scheme, that scheme and the
apparatus or process have to be searched and
examined as a whole. In the particular case of a
claim specifying computers, computer networks or
other conventional programmable apparatus, or a
program therefor, for carrying out at least some
steps of a scheme, it is to be examined as a
“computer-related invention” (see paragraph 9.15).
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Excluded Subject Matter
Programs for Computers

Pertaining to

A9.15 The Internationa  Searching and
Preliminary Examining Authorities have divergent
practices with regard to the exclusion for programs
for computers. Either of the aternative guidelines
below may be relied upon by an Internationa
Authority as appropriate.

A9.15[1] The basic considerations here are
exactly the same as for the other exclusions listed
in Rule 67, that is, whether the program claimed
has a practical application providing a useful,
concrete and tangible result. A mere program
listing that describes an executable code that is not
tangibly embodied a a record on a
computer-readable carrier would be excluded
subject matter and thereby not subject of
international search and examination. Similarly, an
executable program producing only an expression
of an idea (such as a mathematical theory) even if
tangibly embodied would also fall within this
excluson. However, a program containing
executable code tangibly embodied on a
computer-readable carrier which when executed
has a practical application would not be excluded
and should be searched and examined. In addition,
a data-processing operation can be implemented
either by means of a computer program or by
means of special circuits, and the choice may have
nothing to do with the inventive concept but be
determined purely by factors of economy or
practicality. The technology involved in executing
the data-processing operation should not be
dispositive as to the exclusion determination. With
this point in mind, search and preliminary
examination in this area should be performed on
any computer program tangibly embodied in a
computer-readable carrier providing a practical
application (for example, a computer program
product claim). Internationa search and
preliminary examination should not be denied
merely on the grounds that a program is involved
in its implementation. This means, for example,
that program-controlled machines and
program-controlled manufacturing and control
processes should normally be regarded as subject
matter on which an international search and
preliminary examination can be carried out. It
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follows aso that where the claimed subject matter
is concerned only with the program-controlled
internal working of a known computer, the subject
matter could be searched and examined if it
provides a practical application. As an example,
consider the case of a known data-processing
system with a small, fast-working memory and a
larger, but slower, further memory. Suppose that
the two memories are organized under program
control in such a way that a process which needs
more address space than the capacity of the
fast-working memory can be executed at
substantially the same speed as if the process data
were loaded entirely in that fast memory. The
effect of the program in virtually extending the
working memory provides a practical application
and would, therefore, require search and
preliminary examination. Where search and
preliminary examination on such claims is carried
out, then, generally speaking, product, process and
use claims should also be searched and examined.
See, however, in this context, paragraphs 5.13 and
5.31.

A9.15[2] The basic considerations here are
exactly the same as for the other exclusions listed
in Rule 67, that is, whether the program claimed
has technical character. A program producing only
an expression of an idea (such as a mathematical
theory) would fall within this exclusion. On the
other hand, a data-processing operation can be
implemented either by means of a computer
program or by means of special circuits, and the
choice may have nothing to do with the inventive
concept but be determined purely by factors of
economy or practicality. The technology involved
in executing the data-processing operation should
not be the determining factor for exclusion. With
this point in mind, search and preliminary
examination in this area should be performed on
any computer program having technical character.
International search and preliminary examination
should not be denied merely on the grounds that a
program is involved in the implementation. This
means, for example, that program-controlled
machines and program-controlled manufacturing
and control processes should normally be regarded
as subject matter on which an international search
and preliminary examination can be carried out. It
follows aso that where the claimed subject matter
iIs concerned only with the program-controlled
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internal working of a known computer, the subject
matter could be searched and examined if it
provides a technica effect which goes beyond the
normal interaction between a program and a
computer. As an example, consider the case of a
known data-processing system with a small,
fast-working memory and a larger, but slower,
further memory. Suppose that the two memories
are organized under program control in such a way
that a process which needs more address space
than the capacity of the fast-working memory can
be executed at substantially the same speed as if
the process data were loaded entirely in that fast
memory. The effect of the program in virtualy
extending the working memory provides a
technical character and would, therefore, require
search and preliminary examination of a claim
relating to the program involved whatever is the
form in which it is presented, for example, product,
computer program product, process and use claims.
See, however, in this context paragraphs 5.13 and
5.31.
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Chapter 10
Unity of Invention

Determination of Unity of Invention

Article 17(3)(a); Rule 13; Section 206
10.01 An international application should relate
to only one invention or, if there is more than one
invention, the inclusion of those inventions in one
international application is only permitted if all
inventions are so linked as to form a single general
inventive concept (Rule 13.1). With respect to a
group of inventions claimed in an international
application, unity of invention exists only when
there is a technical relationship among the claimed
inventions involving one or more of the same or
corresponding special  technical features. The
expression “specia technical features’ is defined
in Rule 13.2 as meaning those technical features
that define a contribution which each of the
inventions, considered as a whole, makes over the
prior art. The determination is made on the
contents of the claims as interpreted in light of the
description and drawings (if any).

Rule 13.2; Al Annex B, Part 1(b)
10.02 Whether or not any particular technical
feature makes a “contribution” over the prior art,
and therefore constitutes a “special technical
feature,” is considered with respect to novelty and
inventive step. For example, a document
discovered in the international search shows that
there is a presumption of lack of novelty or
inventive step in amain claim, so that there may be
no technical relationship left over the prior art
among the claimed inventions involving one or
more of the same or corresponding specia
technical features, leaving two or more dependent
claims without a single general inventive concept.

Rule 13.2
10.03 Lack of unity of invention may be directly
evident “a priori,” that is, before considering the
clams in relation to any prior art, or may only
become apparent “a posteriori,” that is, after
taking the prior at into consideration. For
example, independent claimsto A + X, A +Y, X +
Y can be said to lack unity a priori as there is no
subject matter common to all claims. In the case of
independent clamsto A + X and A + Y, unity of
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invention is present a priori as A is common to
both claims. However, if it can be established that
A is known, there is lack of unity a posteriori,
since A (be it a single feature or a group of
features) is not a technical feature that defines a
contribution over the prior art.

10.04 Although lack of wunity of invention
should certainly be raised in clear cases, it should
neither be raised nor persisted in on the basis of a
narrow, literal or academic approach. There should
be a broad, practical consideration of the degree of
interdependence of the alternatives presented, in
relation to the state of the art as revealed by the
international search or, in accordance with Article
33(6), by any additional document considered to be
relevant. If the common matter of the independent
clams is well known and the remaining subject
matter of each claim differs from that of the others
without there being any unifying novel inventive
concept common to all, then clearly thereis lack of
unity of invention. If, on the other hand, thereis a
single general inventive concept that appears novel
and involves inventive step, then objection of lack
of unity does not arise. For determining the action
to be taken by the examiner between these two
extremes, rigid rules cannot be given and each case
is considered on its merits, the benefit of any doubt
being given to the applicant.

10.05 From the preceding paragraphs it is clear
that the decision with respect to unity of invention
rests with the International Searching Authority or
the International Preliminary Examining Authority.
However, the Authority should not raise objection
of lack of unity of invention merely because the
inventions clamed are classified in separate
classification groups or merely for the purpose of
restricting the international search to certain
classification groups.

Al Annex B, Part 1(c)
10.06  Unity of invention has to be considered in
the first place only in relation to the independent
clams in an international application and not the
dependent claims. By “dependent” claim is meant
a claim which contains all the features of one or
more other clams and contains a reference,
preferably at the beginning, to the other claim or
clams and then states the additional features
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clamed (Rule 6.4). The examiner should bear in
mind that a claim may also contain a reference to
another claim even if it is not a dependent claim as
defined in Rule 6.4. One example of thisisaclam
referring to a claim of a different category (for
example, “Apparatus for carrying out the process
of Clam 1 ...,” or “Process for the manufacture of
the product of Clam 1 ..”). Similarly, in a
situation like the plug and socket example in
paragraph 5.19, a claim to the one part referring to
the other cooperating part, for example, “plug for
cooperation with the socket of Claim 1...”) isnot a
dependent claim.

10.07 If the independent claims avoid the prior
at and satisfy the requirement of unity of
invention, no problem of lack of unity arises in
respect of any clams that depend on the
independent claims. In particular, it does not
matter if a dependent claim itself contains a further
invention. For example, suppose claim 1 clams a
turbine rotor blade shaped in a specified manner,
while clam 2 is for a “turbine rotor blade as
clamed in clam 1" and produced from alloy Z.
Then no objection under Rule 13 arises either
because alloy Z was new and its composition was
not obvious and thus the aloy itself aready
contains the essential features of an independent
possibly later patentable invention, or because,
although alloy Z was not new, its application in
respect of turbine rotor blades was not obvious,
and thus represents an independent invention in
conjunction with turbine rotor blades. As another
example, suppose that the main clam defines a
process for the preparation of a product A starting
from a product B and the second claim reads:
“Process according to clam 1 characterized by
producing B by areaction using the product C.” In
this case, too, no objection arises under Rule 13.1,
whether or not the process for preparation of B
from C is novel and inventive, since clam 2
contains all the features of clam 1. The subject
matter of claim 2 therefore fals within clam 1.
Equally, no problem arises in the case of a genus/
species situation where the genus claim avoids the
prior art and satisfies the requirement of unity of
invention. Moreover, no problem arises in the case
of a combination/ subcombination situation where
the subcombination claim avoids the prior art and
satisfies the requirement of unity of invention and
the combination claim includes al the features of
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the subcombination.

10.08 If, however, an independent clam does
not avoid the prior art, then the question whether
there is ill an inventive link between al the
clams dependent on that clam needs to be
carefully considered. If there is no link remaining,
an objection of lack of unity a posteriori (that is,
arising only after assessment of the prior art) may
be raised. Similar considerations apply in the case
of a genus/species or combination/subcombination
situation. This method for determining whether
unity of invention exists is intended to be applied
even before the commencement of the international
search. Where a search of the prior art is made, an
initial determination of unity of invention, based
on the assumption that the clams avoid the prior
art, may be reconsidered on the basis of the results
of the search of the prior art.

10.09 Alternative forms of an invention may be
claimed either in a plurality of independent claims,
or in asingle claim (but see paragraph 5.18). In the
latter case, the presence of the independent
alternatives may not be immediately apparent. In
either case, however, the same criteria are applied
in deciding whether or not there is unity of
invention, and lack of unity of invention may then
also exist within a single claim. Where the claim
contains distinct embodiments that are not linked
by a single genera inventive concept, the objection
as to lack of unity of invention is raised. Rule 13.3
does not prevent an Authority from objecting to
alternatives being contained within a single claim
on the basis of considerations such as clarity, the
conciseness of clams or the clams fee system
applicable in that Authority.

10.10 Objection of lack of unity of invention
does not normally arise if the combination of a
number of individual elements is clamed in a
single claim (as opposed to distinct embodiments
as discussed in the paragraph immediately above),
even if these eements seem unrelated when
considered individually (see paragraph 15.27).

Illustrations of Particular Situations

Al Annex B, Part 1(d)
10.11 There are three particular situations for
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which the method for determining unity of
invention contained in Rule 13.2 is explained in
greater detail:

(i)
clams;
(if)
(iii)
Principles for the interpretation of the method
contained in Rule 13.2, in the context of each of
those situations are set out below. It is understood
that the principles set out below are, in al
instances, interpretations of and not exceptions to
the requirements of Rule 13.2. Examples to assist
in understanding the interpretation on the three

areas of special concern referred to in the
preceding paragraph are set out below.

combinations of different categories of

so-called “Markush practice;” and
intermediate and final products.

Combinations of Different Categories of Claims

Al Annex B, Part 1(e)
10.12 The method for determining unity of
invention under Rule 13 is construed as permitting,
in particular, the inclusion of any one of the
following combinations of clams of different
categories in the same international application:

(i) in addition to an independent claim for a
given product, an independent claim for a process
specially adapted for the manufacture of the said
product, and an independent claim for a use of the
said product, or

(i) in addition to an independent claim for a
given process, an independent clam for an
apparatus or means specifically designed for
carrying out the said process, or

(ilf)  in addition to an independent claim for a
given product, an independent claim for a process
specially adapted for the manufacture of the said
product and an independent claim for an apparatus
or means specifically designed for carrying out the
said process.

A process is specially adapted for the manufacture
of a product if it inherently results in the product
and an apparatus or means is specifically designed
for carrying out a process if the contribution over
the prior art of the apparatus or means corresponds
to the contribution the process makes over the prior
art.
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10.13 Thus, a process is considered to be
specialy adapted for the manufacture of a product
if the claimed process inherently results in the
clamed product with the technical relationship
being present between the clamed product and
claimed process. The words “specially adapted”
are not intended to imply that the product could not
also be manufactured by a different process.

10.14 Also an apparatus or means is considered
“gpecificaly designed for carrying out” a claimed
process if the contribution over the prior art of the
apparatus or means corresponds to the contribution
the process makes over the prior art. Consequently,
it would not be sufficient that the apparatus or
means is merely capable of being used in carrying
out the claimed process. However, the expression
“gpecifically designed” does not imply that the
apparatus or means could not be used for carrying
out another process, nor that the process could not
be carried out using an aternative apparatus or
means.

10.15 More extensive combinations than those
set forth in paragraph 10.12 should be looked at
carefully to ensure that the requirements of both
Rule 13 (unity of invention) and Article 6
(conciseness of clams) ae satisfied. (See
paragraph 5.42 regarding conciseness of claims.)
In particular, while a single set of independent
claims according to one of the subparagraphs of
paragraph 10.12 is aways permissible, it does not
require the International Authority to accept a
plurality of such sets which could arise by
combining the provisions of Rule 13.3 (which
provides that the determination of unity of
invention be made without regard to whether the
inventions are claimed in separate claims or as
aternatives within a single clam), with the
provisions set out in paragraph 10.12 (thus
resulting in a set under paragraph 10.12 based on
each of a number of independent claims in the
same category under Rule 13.3 (see paragraphs
5.12 to 5.14)). The proliferation of claims arising
from a combined effect of this kind should be
accepted only exceptionally. For example,
independent claims are permissible for two related
articles such as a transmitter and receiver;
however, it does not follow that, under paragraph
10.12, an applicant may include also, in the one
international application,  four  additional
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independent clams: two for a process for the
manufacture of the transmitter and the receiver,
respectively, and two for use of the transmitter and
receiver, respectively.

10.16 A single genera inventive concept must
link the claims in the various categories and in this
connection the wording of paragraph 10.12 should
be carefully noted. The link between product and
process in subparagraph (i) is that the latter must
be “specially adapted for the manufacture of” the
former.  Similarly, in  paragraph  10.12,
subparagraph (ii), the apparatus or means claimed
must be “specifically designed for” carrying out
the process. Likewise, in subparagraph (iii), the
process must be “specidly adapted for the
manufacture of)” the product and the apparatus
must be “specifically designed for” carrying out
the process. In combinations (i) and (iii), the
emphasis is on, and the essence of the invention
should primarily reside in, the product, whereas in
combination (ii) the emphasis is on, and the
invention should primarily reside in, the process.
(See Examples below.)

“Markush Practice”

Al Annex B, Part 1(f)
10.17 Rule 13.2 dso governs the situation
involving a single claim that defines alternatives
(chemica or non-chemical), the so-called
“Markush practice.” In this specia situation, the
requirement of a technical interrelationship and the
same or corresponding specia technical features as
defined in Rule 13.2, is considered met when the
aternatives are of asimilar nature.

(& When the Markush grouping is for
aternatives of chemica compounds, they are
regarded as being of a similar nature where the
following criteria are fulfilled:

(A) all aternatives have a common
property or activity, and

(B)(1) acommon structure is present, that
is, a significant structural element is shared
by all of the alternatives, or

(B)(2) in cases where the common
structure cannot be the unifying criteria, al
alternatives belong to a recognized class of
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chemical compounds in the art to which the
invention pertains.

(b) In paragraph (a)(B)(1), above, the words
“significant structural element is shared by al of
the dternatives’ refer to cases where the
compounds share a common chemica structure
which occupies a large portion of their structures,
or in case the compounds have in common only a
small portion of their structures, the commonly
shared structure constitutes a  structuraly
distinctive portion in view of existing prior art, and
the common structure is essential to the common
property or activity. The structural element may be
a single component or a combination of individual
components linked together.

(©) In paragraph (a8)(B)(2), above, the words
“recognized class of chemical compounds’ mean
that there is an expectation from the knowledge in
the art that members of the class will behave in the
same way in the context of the claimed invention.
In other words, each member could be substituted
one for the other, with the expectation that the
same intended result would be achieved.

(d) Thefact that the alternatives of a Markush
grouping can be differently classified is not, taken
alone, considered to be justification for a finding of
alack of unity of invention.

(60 When dedling with aternatives, if it can
be shown that at least one Markush aternative is
not novel over the prior art, the question of unity of
invention should be reconsidered by the examiner.
Reconsideration does not necessarily imply that an
objection of lack of unity will be raised. (See
Examples below.)

Intermediate and Final Products

Al Annex B, Part 1(g)
10.18 Rule 13.2 dso governs the situation
involving intermediate and final products.

(@ The term “intermediate” is intended to
mean intermediate or starting products. Such
products have the ability to be used to produce
fina products through a physica or chemica
change in which the intermediate loses its identity.

(b) Unity of invention is considered to be
present in the context of intermediate and fina
products where the following two conditions are
fulfilled:
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(A) the intermediate and fina products
have the same essential structural el ement,
in that:

(1) the basic chemica structures
of the intermediate and the final products
are the same, or

(2) the chemical structures of the
two products are technically closely
interrelated, the intermediate incorporating
an essential structural element into the final
product, and

(B) the intermediate and fina products
are technicaly interrelated, this meaning
that the final product is manufactured
directly from the intermediate or is
separated from it by a smal number of
intermediates al containing the same
essential structural element.

(c) Unity of invention may also be considered
to be present between intermediate and fina
products of which the structures are not known, for
example, as between an intermediate having a
known structure and afina product the structure of
which is not known, or as between an intermediate
of unknown structure and a final product of
unknown structure. In order to satisfy unity in such
cases, there must be sufficient evidence to lead one
to conclude that the intermediate and final products
are technically closely interrelated as, for example,
when the intermediate contains the same essential
element as the final product or incorporates an
essential element into the final product.

(d) It is possible in a single international
application to accept different intermediate
products used in different processes for the
preparation of the final product, provided that they
have the same essential structural element.

(e) The intermediate and final products must
not be separated, in the process leading from one to
the other, by an intermediate that is not new.

(f) If the same internationa application
clams different intermediates for different
structural parts of the final product, unity is not

regarded as being present between the
intermediates.
(g) If the intermediate and final products are

families of compounds, each intermediate
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compound must correspond to a compound
clamed in the family of the fina products.
However, some of the fina products may have no
corresponding compound in the family of the
intermediate products so that the two families need
not be absolutely congruent.

Al Annex B, Part 1(h)
10.19 As long as unity of invention can be
recognized applying the above interpretations, the

fact that, besides the ability to be used to produce | 7=® iz

final products, the intermediates also exhibit other
possible effects or activities should not affect the
decision on unity of invention.

Examples Concerning Unity of Invention

10.20 The application of the principles of unity
of invention is illustrated by the following
examples for guidance in particular cases.

Claims in Different Categories

10.21  Example 1

Claim 1: A method of manufacturing chemical
substance X.

Claim 2: Substance X.

Claim 3: The (method of) use of substance X
as an insecticide.

Unity exists between claims 1, 2 and 3. The special
technical feature common to al the clams is
substance X. However, if substance X is known in
the art, unity would be lacking because there
would not be a specia technical feature common to
all the claims.

10.22 Example 2

Claim 1: A process of manufacture comprising
steps A and B.

Claim 2: Apparatus specifically designed for
carrying out step A.

Claim 3: Apparatus specifically designed for
carrying out step B.

Unity exists between claims 1 and 2 or between
clams 1 and 3. There is no unity between clams 2
and 3 since there exists no common special
technical feature between the two clams.
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10.23  Example 3

Claim 1: A process for painting an article in
which the paint contains a new rust
inhibiting substance X including the steps of
atomizing the paint using compressed air,
electrostatically charging the atomized
paint using a novel electrode arrangement
A and directing the paint to the article.

Claim 2: A paint containing substance X.

Claim 3: An apparatus including electrode
arrangement A.

Unity exists between clams 1 and 2 where the
common special technical feature is the paint
containing substance X or between claims 1 and 3
where the common special technical feature is the
electrode arrangement A. However, unity is
lacking between claims 2 and 3 since there exists
no common special technical feature between
them.

10.24  Example 4

Claim 1: Use of a family of compounds X as
insecticides.

Claim 2: Compound X1 belonging to family X.

Provided X1 has the insecticidal activity and the
special  technical feature in clam 1 is the
insecticidal use, unity is present.

10.25 Example 5

Claim 1: A process for treating textiles
comprising spraying the material with a
particular  coating composition under
special conditions (for example, as to
temperature, irradiation).

Claim 2: A textile material coated according
to the process of claim 1.

Claim 3: A spraying machine for use in the
process of claim 1 and characterized by a
new nozzle arrangement providing a better
distribution of the composition being
sprayed.

The process according to clam 1 imparts

unexpected properties to the product of claim 2.

The specia technical feature in clam 1 is the use
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of specia process conditions corresponding to
what is made necessary by the choice of the
particular coating. Unity exists between clams 1
and 2. The spraying machine in clam 3 does not
correspond to the above identified special technical
feature. Unity does not exist between claim 3 and
clams1and 2.

10.26  Example 6

Claim 1: A fuel burner with tangential fuel
inlets into a mixing chamber.

Claim 2: A process for making a fuel burner
including the step of forming tangential fuel
inlets into a mixing chamber.

Claim 3: A process for making a fuel burner
including casting step A.

Claim 4: An apparatus for carrying out a
process for making a fuel burner including
feature X resulting in the formation of
tangential fuel inlets.

Claim 5: An apparatus for carrying out a
process for making a fuel burner including
a protective housing B.

Claim 6: A process of manufacturing carbon
black including the step of tangentially
introducing fuel into a mixing chamber of a
fuel burner.

Unity exists between clams 1, 2, 4, and 6. The | Hi—

specia technica feature common to all the claims
is the tangential fuel inlets. Claims 3 and 5 lack
unity with claims 1, 2, 4, and 6 since claims 3 and
5 do not include the same or corresponding special
technical feature as set forth in claims 1, 2, 4, and
6. Claims 3 and 5 would also lack unity with one
another.

10.27  Example 7

Claim 1: A high corrosion resistant and high
strength  ferritic  stainless steel  strip
consisting essentially of, in percent by
weight: =2.0-5.0; Cr=15-19; Mo=1-2;
and the balance Fe, having a thickness of
between 0.5 and 2.0 mm and a 0.2% yield
strength in excess of 50 kg/mm squared.

Claim 2: A method of producing a high
corrosion resistant and high strength
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ferritic stainless steel strip consisting
essentially of, in percent by weight:
Ni=2.0-5.0; Cr=15-19; Mo=1-2; and the
balance Fe, comprising the steps of:

(a) hot rolling to a thickness between
2.0 and 5.0 mmy;

(b) annealing the hot rolled strip at
800-1000°C  under  substantially  no
oxidizing conditions,

(c) cold rolling the strip to a thickness
of between 0.5 and 2.0 mm, and

(d) final annealing the cold rolled strip
at between 1120 and 1200°C for a period of
2-5 minutes.

Unity exists between product clam 1 and process
clam 2. The speciad technical feature in the
product claim is the 0.2% yield strength in excess
of 50 kg/mm squared. The process stepsin clam 2
inherently produce a ferritic stainless stedl strip
with a 0.2% yield strength in excess of 50 kg/mm
squared. Even if this feature is not apparent from
the wording of claim 2, it is clearly disclosed in the
description. Therefore said process steps are the
special technical feature which correspond to the
limitation in the product claim directed to the same
ferritic stainless steel with the claimed strength
characteristics.

Claims in the Same Category

10.28 Example 8
Claim 1: Plug characterized by feature A.

Claim 2: Socket characterized by

corresponding feature A.
Feature A is a special technical feature that is
included in both claims 1 and 2 and therefore unity
IS present.
10.29 Example 9

Claim 1: Transmitter provided with time axis
expander for video signals.

Claim 2: Receiver provided with time axis
compressor for video signals received.

Claim 3: Transmission equipment for video
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signals comprising a transmitter provided
with time axis expander for video signals
and a receiver provided with time axis
compressor for video signals received.

The gspecial technical features are, in claim 1 the
time axis expander, and in claim 2 the time axis
compressor, which are corresponding technical
features. Unity exists between claims 1 and 2.
Clam 3 includes both specia technical features
and has unity with claims 1 and 2. The requirement
for unity would still be met in the absence of the
combination claim (clam 3).

10.30 Example 10
Claim 1: Conveyor belt with feature A.

Claim 2: Conveyor belt with feature B.
Claim 3: Conveyor belt with features A + B.

Feature A is a special technical feature and
feature B is another unrelated special technical
feature.

Unity exists between claims 1 and 3 or between
claims 2 and 3, but not between claims 1 and 2.

10.31 Example 11

Claim 1: Control circuit A for a d.c. motor.
Claim 2: Control circuit B for a d.c. motor.

Claim 3: An apparatus including a d.c. motor
with control circuit A.

Claim 4: An apparatus including a d.c. motor
with control circuit B.

Control circuit A is a special technical feature
and control circuit B is another unrelated
special technical feature.

Unity exists between claims 1 and 3 or between
claims 2 and 4, but not between claims 1 and
2 or 3and 4.

10.32 Example 12
Claim 1: A display with features A + B.
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Claim 2: A display according to claim 1 with
additional feature C.

Claim 3: A display with features A + B with
additional feature D.

Unity exists between clams 1, 2, and 3. The| H—

specia technica feature common to al the claims
isfeatures A + B.

10.33  Example 13
Claim 1: Filament A for a lamp.

Claim 2: Lamp B having filament A.

Claim 3: Searchlight provided with lamp B
having filament A and a swivel arrangement
C.

Unity exists between clams 1, 2, and 3. The
specia technica feature common to al the claims
isthe filament A.

10.34  Example 14

Claim 1: A marking device for marking
animals, comprising a disc-shaped element
with a stem extending normally therefrom,
the tip of which is designed to be driven
through the skin of the animal to be marked,
and a securing disk element to be fastened
to the protruding tip of the stem on the other
side of skin.

Claim 2: An apparatus for applying the
marking device of claim 1, constructed as a
pneumatically actuated gun for driving the
stem of the disc-shaped element through the
skin, and provided with a supporting
surface adapted for taking up a securing
disc element, to be placed at the other side
of the body portion in question of the
animal to be marked.

The specia technical feature in clam 1 is the
marking device having a disc-shaped element with
a stem and a securing disc element to be fastened
to the tip of the stem. The corresponding special
technical feature in claim 2 is the pneumatically
actuated gun for driving the marking device and
having a supporting surface for the securing disc
element. Unity exists between claims 1 and 2.
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10.35 Example 15
Claim 1: Compound A.

Claim 2: An insecticide composition
comprising compound A and a carrier.

Unity exists between claims 1 and 2. The specid
technica feature common to al the clams is
compound A.

10.36  Example 16

Claim 1: An insecticide composition
comprising compound A (consisting of ai,
az...) and a carrier.

Claim 2: Compound al.

All compounds A are not claimed in the
product claim 2 for reasons of lack of novelty
of some of them for instance.

There is nevertheless still unity between the
subject matter of claims 1 and 2 provided a has the
insecticidal activity that is aso the specid
technical feature for compound A inclaim 1.

10.37  Example 17
Claim 1: A chair with a lifting mechanism.

Claim 2: A chair with a mechanical screw
lifting mechanism.

Claim 3: A chair with a hydraulic lifting
mechanism.

Unity exists between clams 1-3. The special
technical feature common to all the claims is the
lifting mechanism. However, if any lifting
mechanism is known in the art, unity would be
lacking because there would not be a specid
technical feature common to al the claims.

Markush Practice

10.38 Example 18: Common Structure
Claim 1: A compound of the formula:

e
3
R | |

R
wherein R' is selected from the group
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consisting of phenyl, pyridyl, thiazolyl,
triazinyl,  alkylthio, alkoxy, and methyl;
R’>-R'are methyl, benzyl, or phenyl. The
compounds are useful as pharmaceuticals for
the purpose of enhancing the capacity of the
blood to absorb oxygen.

In this case the indolyl moiety is the significant
structural element that is shared by al of the
aternatives. Since al the claimed compounds are
alleged to possess the same utility, unity is present.

10.39  Example 19: common structure:

Claim 1: A compound of the formula:
SCH

3

R—N=C-CH Z

wherein Ri is selected from the group
consisting of phenyl, pyridyl, thiazolyl,
triazinyl, alkylthio, alkoxy, and methyl; Z is
selected from the group consisting of oxygen
(0), sulfur (S), imino (NH), and methylene
(-CH:2-).

The compounds are alleged to be useful as
pharmaceuticals for relieving lower back pain.

In this particular case the iminothioether group
-N=C-SCHs linked to a six aom ring is the
significant structural element which is shared by
al the alternatives. Thus, since al the claimed
compounds are aleged to possess the same use,
unity would be present.

10.40 Example 20: Common Structure
Claim 1: A compound of the formula:

\ XR'
B ENE AR
N=C—-CH Z
S \_/
wherein R' is methyl or phenyl, X and Z are
selected from oxygen (O) and sulfur (S).

The compounds are useful as pharmaceuticals
and contain the 1,3-thiazolyl substituent which
provides greater penetrability of mammalian
tissue which makes the compounds useful as
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relievers for headaches and as topical

anti-inflammatory agents.

All compounds share a common chemical
structure, the thiazole ring and the six atom
heterocyclic compound bound to an imino group,
which occupy a large portion of their structure.
Thus, since al the clamed compounds are alleged
to possess the same use, unity would be present.

10.41 Example 21: Common Structure

‘Eé”

1</<10
200> n+m= 100

(oo, Oyrone-
or

All of the above copolymers have in common a
thermal degradation resistance property, due
to the reduced number of free COOH radicals
by esterification with X of the end COOH
radicals which cause thermal degradation.

The chemical structures of the dternatives are
considered to be technically closely interrelated to
one another. A grouping in one claim is therefore
allowed.

1042  Example 22: Common Structure:

0
x—ég

|
100> n>50

il

C CH,0—
CH,0— |

H

The compound obtained by esterifying the end
COOH radical of known

polyhexamethyleneterephthalate — with @
CH20- has a thermal degradation resistant
property, due to the reduced number of free
COOH  radicals  which cause  thermal
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degradation. In contrast, the compound
obtained by esterifying the end COOH radical
of known polyhexamethyleneterephthalate with
a vinyl compound containing a
CH2=CH-O—CH:O- moiety serves as a raw
material for a setting resin when mixed with
unsaturated monomer and cured (addition
reaction).

All esters covered by the clam do not have a
property or activity in common. For example, the
product obtained through esterification with the
“CHz2 = CH” vinyl compound does not have a
thermal degradation resistant property. The
grouping in asingle application is not allowed.

1043 Example 23: No Common Structure

Claim 1: A herbicidal composition consisting
essentially of an effective amount of the
mixture of A 2,4-D(2,4-dichloro-phenoxy
acetic acid) and B a second herbicide
selected from the group consisting of copper
sulfate, sodium  chlorate, ammonium
sulfamate, sodium trichloroacetate,
dichloropropionic  acid,  3-amino-2,5-
dichlorobenzoic acid, diphenamid (an
amide), ioxynil (nitrile), dinoseb (phenol),
trifluralin (dinitroaniline), EPTC
(thiocarbamate), and simazine (triazine)
along with an inert carrier or diluent.

The different components under B must be
members of a recognized class of compounds.
Consequently in the present case a unity objection
would be raised because the members of B are not
recognized as a class of compounds, but, in fact,
represent a plurality of classes which may be

identified asfollows:
(@ inorganic salts.
copper sulfate
sodium chlorate
ammonium sulfamate
(b) organic salts and carboxylic acids:

sodium trichloroacetate
dichloropropionic acid
3-amino-2,5-dichlorobenzoic acid
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(c) amides:
diphenamid
(d) nitriles:
ioxynil
(e) phenals:
dinoseb
(f) amines:
triflurain
(9 heterocyclic:
simazine
10.44  Example 24

Claim 1: A pharmaceutical compound of the
formula:

A-B-C-D-FE
wherein:

A is selected from Ci-Cio alkyl or
alkenyl or cycloalkyl, substituted or
unsubstituted aryl or Cs-C7 heterocycle

having 1-3 heteroatoms selected from O
and N;

B is selected from Ci1-Csalkyl or alkenyl
or alkynyl, amino, sulfoxy, C3-Cs ether or
thioether,

C is selected from Cs-Cs saturated or
unsaturated  heterocycle  having  1-4
heteroatoms selected from O, S or N or is a
substituted or unsubstituted phenyl;

D is selected from B or a C4+Cs
carboxylic acid ester or amide; and

E is selected from substituted or
unsubstituted phenyl, naphthyl, indolyl,
pyridyl, or oxazolyl.

From the above formula no significant structural
element can be readily ascertained and thus no
specia technical feature can be determined. Lack
of unity exists between al of the various
combinations. The first claimed invention would
be considered to encompass the first mentioned
structure for each variable, that is, A is Ciakyl, B
is Ciakyl, C is a Cs saturated heterocycle having
one O heteroatom, D is Ci akyl, and E is a
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substituted phenyl.

10.45 Example 25

Claim 1: Catalyst for vapor phase oxidation
of hydrocarbons, which consists of (X) or
(X+a).

In this example (X) oxidizes RCH3 into
RCH:0H and (X+a) oxidizes RCH3 further into
RCOOH.

Both catalysts share a common component and
a common activity as oxidation catalyst for
RCHs3. With (X+a) the oxidation is more
complete and goes until the carboxylic acid is
formed but the activity still remains the same.

A Markush grouping is acceptablein this case.
Intermediate/Final Product

10.46  Example 26

Claim I:
R; H | R
N
\ R,
T
OH (intermediate)
Claim 2:
R, R,
N | .
N
‘ ///o R,
O—P\
| X R
v 5
(final product)

The chemical structures of the intermediate and
final  product are technically  closely
interrelated. The essential structural element
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incorporated into the final product is:

R; “ ‘ R,
N
\ R,
N
|

O —_—
Therefore, unity exists between claims 1 and 2.

10.47  Example 27
Claim I:

Claim 2:
N
R, / \N (0]
/ §
N CH; C—N
H
R ‘ e) (6]
«@
R

(1)

(1l) is described as an intermediate to make (I).
The closure mechanism is one well known in the
art. Though the basic structures of compound (I)
(final product) and compound (Il) (intermediate)
differ considerably, compound (Il) is an open
ring precursor to compound (I). Both
compounds share a common essential structural
element that is the linkage comprising the two
phenyl rings and the triazole ring. The chemical
structures of the two compounds are therefore
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considered to be technically closely interrelated.

The example therefore satisfies the requirement for
unity of invention.

10.48 Example 28

Claim 1: Amorphous polymer A
(intermediate).
Claim 2: Crystalline  polymer A  (final

product).

In this example a film of the amorphous
polymer A is stretched to make it crystalline.

Here unity exists because there is an intermediate
final product relation in that amorphous polymer A
IS used as a starting product to prepare crystalline
polymer A.

For purposes of further illustration, assume that the
polymer A in this example is polyisoprene. Here
the intermediate, amorphous polyisoprene, and the
final product, crystaline polyisoprene, have the
same chemical structure.

10.49  Example 29

Claim 1: Polymeric compound useful as fiber
material identified by the following general
formula:
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SR
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Claim 2: Compound  identified by  the
following general formula:

(useful as intermediate  for polymeric

compound 1)

~

N
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(primary condensation product)

(1 & & A R)

The two inventions are in an intermediate and
final product relationship.

Substance (Il) is a raw material for substance
@.

Meanwhile, both compounds share an essentia
structural element (repeating unit (X)) and are
technically closely interrelated. The intermediate
and fina products therefore satisfy the
requirements for unity.

10.50 Example 30

Claim 1: Novel compound having structure A
(Intermediate).

Claim 2: Product prepared by reacting A with
a substance X (Final Product).

(see below for further details)

10.51 Example 31

Claim 1: Reaction product
(Intermediate).

of A and B

Claim 2: Product prepared by reacting the
reaction product of A and B with substances
X and Y (Final Product).

In  examples 30 and 31 the chemical
structure(s) of the intermediate and/or the final
product is not known. In (30) the structure of
the product of claim 2 (the final product) is not
known. In (31) the structures of the products of
claim 1 (the intermediate) and claim 2 (the
final product) are unknown.

Unity exists if there is evidence that would lead
one to conclude that the characteristic of the final
product which is the inventive feature in the case is
due to the intermediate. For example, the purpose
for using the intermediates in Examples 30 or 31 is
to modify certain properties of the fina product.
The evidence may be in the form of test data in the
specification showing the effect of the intermediate
on the final product. If no such evidence exists
then there is no unity on the basis of an
intermediate-final product relationship.

Biotechnological Inventions
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10.52  Example 32: Multiple Structurally and
Functionally Unrelated Polynucleotides

Claim 1: An isolated polynucleotide selected
from the group consisting of the nucleotide
sequences SEQ ID NOs: 1-10.

(Some Authorities presume that a claimed
biologicd molecule is in isolated form and
therefore do not require the claim to explicitly
include the term “isolated” as above.)

The description discloses that the claimed
polynucleotides are 500 bp cDNAs obtained
from a human liver cDNA library. The
polynucleotides are structurally different and
can be used as probes to obtain full-length
DNAs, although there is no description of the
function or biological activity of the
corresponding  proteins.  Furthermore, the
polynucleotides claimed are not homologous to
each other.

There is no prior art available. A human liver
cDNA library had not been established before.

The polynucleotides of claim 1 would be regarded
as having the same or corresponding technical
feature if the alternatives had a common property
or activity, and shared a significant structural
element that is essential to the common property or
activity. Some Offices may regard clam 1 as a
Markush grouping.

In this example, the description fails to disclose
that al of the polynucleotides SEQ ID NOs: 1-10
share a common property or activity. While each
sequence may serve as a probe to isolate its own
respective full length DNA, due to the lack of
homology between SEQ ID NOs: 1-10, a probe
derived from SEQ ID NO: 1 cannot be used to
isolate SEQ ID NOs: 2-10, respectively.

Moreover, since the polynucleotides are not
homologous to each other, they fail to share a
common structure i.e, a significant structural
element. The sugar-phosphate backbone cannot be
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considered a significant structural element, since it
is shared by all nucleic acid molecules. Therefore,
the 10 polynucleotide molecules do not share any
significant structural element and cannot be
considered as having the same or corresponding
technical feature.

The mere fact that polynucleotide fragments are
derived from the same source (human liver) is not
sufficient to meet the criteriafor unity of invention.
The polynucleotides fail to share a common
property or activity and fall to share a common
structure. Since neither of these two requirements
is met, the group of polynucleotide molecules
claimed does not meet the requirement of unity of
invention (a priori).

One possible grouping would be:

Inventions 1-10: Polynucleotides having SEQ
ID NOs:. 1-10.

10.53  Example 33: Multiple Structurally and
Functionally Related Polynucleotides

Claim 1: An isolated polynucleotide selected
from the group consisting of the nucleotide
sequences SEQ ID NOs: 1-10.

(Some Authorities presume that a claimed
biological molecule is in isolated form and
therefore do not require the claim to explicitly
include the term “isolated” as above.)

The facts are the same as Example 32 except
that the claimed polynucleotides all share a
significant  structural element and their
corresponding mRNAs are expressed only in
the hepatocytes of patients with disease Y. The
corresponding mRNAs are not expressed in
the hepatocytes of healthy individuals.

There is no prior art available. The shared
structural element had not been identified
before, nor had any link been established
between genes expressing mRNA containing
that structural element and patients afflicted
with disease Y.

The polynucleotides of clam 1 would be regarded
as having the same or corresponding technical
feature if the alternatives had a common property
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or activity, and shared a significant structural
element that is essential to the common property or
activity. Some Offices may regard clam 1 as a
Markush grouping.

In this example, the description discloses that SEQ
ID NOs:1-10 share a common property, that is,
expression of an mMRNA present only in patients
afflicted with disease Y. Moreover, SEQ ID NOs:
1-10 share a significant structural element that is
essential to the common property, i.e., a probe
comprising the shared structural element can detect
the mRNA of patients afflicted with disease Y.
Since both of these requirements are met, the
group of polynucleotide molecules claimed meets
the requirement of unity of invention (a priori).

10.54  Example 34: Functionally
Single Nucleotide Polymorphisms (SNPs)

Unrelated

Claim 1: An isolated nucleic acid molecule
comprising SEQ ID NO: 1 with a single
polymorphic change at one of the positions
as shown below:

Polymorph Positi Change from

ism on SEQ ID

NO:1 to:
1 10 G
2 27 A
3 157 C
4 234 T
5 1528 G
6 3498 C
7 13524 T
8 14692 A

(Some Authorities presume that a claimed
biological molecule is in isolated form and
therefore do not require the claim to explicitly
include the term “isolated” as above.)

According to the description, SEQ ID NO: 1 is
22,930 nucleotides in length. The SNPs 1-8 are
not characterized, that is, no common property
or activity has been disclosed.
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SEQ ID NO: 1 has been described in the prior
art but no specific function has been identified.

The polynucleotides of clam 1 would be regarded
as having the same or corresponding technical
feature if the alternatives had a common property
or activity, and shared a significant structural
element that is essential to the common property or
activity. Some Offices may regard clam 1 as a
Markush grouping.

In this example, the description fails to disclose
that all of the SNPs 1-8 share a common property
or activity. The fact that al point mutations are
within a defined sequence (SEQ ID NO: 1) is not
sufficient to establish unity of invention since SEQ
ID NO: 1 has aready been described in the prior
art, and no functional relationship exists among the
different SNPs claimed. For this reason, the SNPs
of claim 1 lack unity of invention.

One possible grouping would be:
Inventions 1-8: SNPs 1-8.

10.55 Example 35: Molecules Which Share a
Common Function not Linked to a Common
Structure

Claim 1: A fusion protein comprising carrier
protein X linked to a polypeptide having
SEQ ID NO 1, 2, or 3.

The description discloses that carrier protein X
is 1000 amino acids in length and functions to
increase the stability of the fusion proteins in
the blood stream. SEQ ID NOs: 1, 2, and 3 are
small epitopes (10-20 residues in length)
isolated from different antigenic regions of
E.coli. SEQ ID NOs: 1, 2, and 3 do not share
any significant common structure.

Both the structure of protein X and its function
as a carrier protein are known in the prior art.
Fusion proteins that generate an antigenic
response to E. coli are known in the prior art.

The fusion proteins of claim 1 would be regarded
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as having the same or corresponding technical
feature if the alternatives had a common property
or activity, and shared a significant structural
element that is essential to the common property or
activity. Some Offices may regard clam 1 as a
Markush grouping.

In this example, the only common structure shared
by the fusion proteins is carrier protein X. The
fusion proteins share a common property, i.e.,
generation of an antibody response specific for E.
coli. However, immunization with the carrier
protein alone does not result in the common
property; SEQ ID NO: 1, 2, or 3isrequired for this
property.

No specia technical feature exists among the three
fusion proteins. The fact that all the fusion proteins
have a common property is not sufficient to
establish unity of invention because (1) SEQ ID
NOs: 1, 2, and 3, which impart the common
property, do not share a significant structural
element, (2) the common structure, carrier protein
X, does not impart the common property, and (3)
fusion proteins that generate an antigenic response
specific for E. coli are known in the prior art.

One possible grouping would be:

Invention 1: Fusion protein comprising carrier
protein X and SEQ ID NO: 1.

Invention 2: Fusion protein comprising carrier
protein X and SEQ ID NO: 2.

Invention 3: Fusion protein comprising carrier
protein X and SEQ ID NO: 3.

10.56  Example 36: Multiple  Nucleic — Acid
Molecules Which Share Common Structure and
Encode Proteins with Common Property

Claim 1: An isolated nucleic acid selected
from SEQ ID NO: 1, 2, or 3.

(Some Authorities presume that a claimed
biological molecule is in isolated form and
therefore do not require the claim to explicitly
include the term “isolated” as above.)

The description discloses that the three nucleic
acids encode dehydrogenases that include a
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conserved sequence motif defining the catalytic
site and the dehydrogenase function of these
proteins. The three nucleic acids were isolated
from three different sources (mouse, rat, and
human). The description clearly shows that
these three nucleic acids are homologous based
upon their overall sequence similarity (85-95%
identity) at both the nucleotide and amino acid
sequence levels.

The prior art describes a nucleic acid molecule
isolated from monkeys, which has high
sequence similarity (e.g., 90%) to SEQ ID NO:
1. The monkey nucleic acid encodes a
dehydrogenase that includes the catalytic site
defined by the conserved motif.

The nucleic acids of claim 1 would be regarded as
having the same or corresponding technical feature
if the aternatives had a common property or
activity, and shared a significant structural element
that is essential to the common property or activity.
Some Offices may regard clam 1 as a Markush

grouping.
Rule 13.2 requires that the technical feature shared

between the inventions defines a contribution
over the prior art.

A same or corresponding technical feature shared
among the claimed nucleic acid molecules resides
in  their common  property  (encoding
dehydrogenases) and their shared structural
element that is essentia to the common property
(the conserved motif). However, a nucleic acid
molecule which encodes a dehydrogenase and
contains the shared structural element has already
been isolated from a different source (monkeys).
Thus, the technical feature is not special because
the functional and structural similarity between the
clamed molecules cannot form the contribution
that the group of inventions as a whole makes over
the prior art. Therefore, unity of invention is
lacking (a posteriori).

On the other hand, if the only prior art available
disclosed a nucleic acid molecule encoding a
dehydrogenase that lacked the catalytic site defined
by the conserved sequence motif, the technical
feature would be specia and SEQ ID NOs: 1, 2,
and 3 would have unity of invention.
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A possible grouping would be:
Invention 1: Nucleic acid of SEQ ID NO: 1
Invention 2: Nucleic acid of SEQ ID NO: 2
Invention 3: Nucleic acid of SEQ ID NO: 3

10.57 Example 37: DNA Encoding Receptors
with Partial Structural Identity and Asserted
Common Property

Claim 1: A  polynucleotide  encoding a
guanosine  triphosphate-binding  protein
coupled receptor (GPCR) comprising a
nucleotide sequence selected from the group
consisting of the odd-numbered SEQ ID
NOs from SEQ ID NO: [ to SEQ ID NO:
2069.

The description identifies a conserved sequence
of 15 amino acid residues found in several
known GPCR molecules that is asserted to be
essential to the GPCR function. A consensus
polynucleotide  sequence  encoding  the
conserved amino acid sequence was generated.
A database containing human  genome
sequences was searched using the consensus
polynucleotide sequence. Using this system,
1035 polynucleotide sequences were identified,
which are asserted to encode GPCR molecules
that include the conserved sequence.

The prior art discloses human GPCR molecules
that contain the conserved sequence of 15
amino acid residues, as well as the
polynucleotide sequences that encode the
conserved 15 amino acid sequence.

The common technical feature among the 1035
polynucleotide sequences is the consensus
polynucleotide sequence that encodes the common
sequence of 15 amino acid residues. This technical
feature is not special because the consensus
polynucleotide sequence was known and therefore
cannot form the contribution that the group of
inventions as a whole makes over the prior art.
Consequently, the 1035 different polynucleotides
lack unity of invention (a posteriori).

One possible grouping would be:

Inventions 1-1035:  Polynucleotides based on
SEQ ID NOs: 1-2070 (odd-numbers)
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If the description did not assert, or it was not
readily apparent, that the conserved sequence of 15
amino acid residues was essential to the GPCR
function, unity of invention could be lacking in the
absence of any relevant prior art.

On the other hand, given the assertion in the
description, in the absence of the prior art in the
example, the groups would have had unity of
invention.

10.58 Example 38: Method of Screening and
Compounds Identified by the Method

Claim 1: A method to identify compounds that
are antagonists of receptor R comprising
the steps of contacting cells expressing on
their outer membrane receptor R with its
natural ligand; observing the binding of the
ligand; contacting said cells bound to said
ligand with a candidate compound selected
from a library of compounds, and observing
any change in the binding of the ligand.

Claim 2: Compound X, having formula 1.
Claim 3: Compound Y, having formula 2.
Claim 4: Compound Z, having formula 3.

Receptor R and its natural ligand are proposed
as a drug target. Compounds that antagonise
receptor R are proposed to have physiological
effects that may be useful in therapeutic
treatment. The aim is to identify lead
compounds as a basis for further screening and
testing of combinatorial libraries. A library is
described as providing many  possible
structurally different compounds. Examples
show that the method of claim I can be used to
identify compounds affecting the physiological
effect of binding of the natural ligand to the
receptor. Only compounds X, Y and Z were
shown to have such effects, but they do not
appear to share a significant structural
element. The description is silent with regard to
the both the relationship between the structure
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and activity of the claimed compounds and the
relationship between the structure of receptor
R and the structure of the compounds.

Receptor R, its biological function, and its
natural ligand are known in the prior art. No
compounds that function as antagonists of
receptor R are known.

The technical feature of method claim 1 residesin
the step of observing the effect of the candidate
compounds on ligand binding in a screening assay.
Neither the same nor a corresponding specid
technical featureis present in any of compounds X,
Y, or Z. No manufacturing relationship exists
between the screening method and the claimed
compounds. Further, the screening method is not a
method of using claimed compounds X, Y, and Z.
In the absence of any teaching as to the structure
required for a compound to act as a receptor R
antagonist, there is no single general concept that
links the method to the claimed compounds. Thus,
unity of invention is lacking (a priori).

Compounds X, Y, and Z would be regarded as
having the same or corresponding technical feature
if they had a common property or activity, and
shared a significant structural element that is
essential to the common property or activity. While
compounds X, Y, and Z do share the common
property of antagonising receptor R, there is no
teaching as to a shared significant structural
element, and hence, there is no disclosure of the
same or corresponding technical feature.

One possible grouping would be:

Invention 1: Method to identify compounds...
(clam 1)

Invention 2:  Compound X (claim 2)
Invention 3: Compound Y (claim 3)
Invention 4: Compound Z (claim 4)

10.59  Example 39: Protein and its Encoding
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DNA

Claim 1: Isolated protein X having SEQ ID
NO: 1.

Claim 2: Isolated DNA molecule encoding
protein X of claim 1.

(Some Authorities presume that a claimed
biological molecule is in isolated form and
therefore do not require the claim to explicitly
include the term “isolated” as above.)

The disclosure teaches that protein X is an
interleukin-1, a soluble cytokine involved in the
activation of lymphocytes. The disclosure also
sets forth a DNA molecule having SEQ ID NO:
2 that encodes SEQ ID NO: 1.

There is no prior art.

The claamed DNA molecule encodes protein X,
and therefore protein X and the DNA encoding
protein X share a corresponding technical feature.
Consequently, the claims have unity of invention
(a priori).

Because protein X makes a contribution over the
prior art, protein X and the DNA encoding protein
X share a special technical feature.

If an alternative DNA clam was presented that
encompassed a DNA molecule that did not encode
protein X, some Authorities might find that the
clams did not share the same or corresponding
technical feature and therefore lacked unity.
Examples of such aclaim follow:

Isolated DNA molecule encoding protein X, or
a DNA fragment thereof.

Isolated DNA molecule having SEQ ID NO: 2,
or DNA molecules which hybridise to SEQ
ID NO: 2 under stringent conditions.

If prior art existed teaching either protein X or the
DNA encoding protein X, some Authorities might
find that the same or corresponding technical
feature did not make a contribution over the prior
art, that is, was not a special technical feature, and
therefore unity was lacking (a posteriori).
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Process at the International Search Stage

Invitation to Pay Additional Fees

Article 17(3)(a); Rules 16, 40.2, 40.3, 42
10.60 After deciding that lack of unity exists,
except in the circumstances described in
paragraphs 10.64 and 10.65, the Internationa
Searching Authority informs the applicant of the
lack of unity of invention by a communication,
preceding (but see paragraph 10.61, below) the
issuance of the international search report and
written opinion of the International Searching
Authority, which contains an invitation to pay
additiona fees (Form PCT/ISA/206). This
invitation specifies the reasons (see paragraph
10.63) for which the international application is not
considered as complying with the requirement of
unity of invention, identifies the separate
inventions and indicates the number of additional
search fees and the amount to be paid. The
International Searching Authority cannot consider
the application withdrawn for lack of unity of
invention, nor invite the applicant to amend the
clams, but informs the applicant that, if the
international search report is to be drawn up in
respect of those inventions present other than the
first mentioned, then the additional fees must be
paid within a stipulated period.

10.61 If preferred, the said invitation may be
already accompanied by a notification of the result
of a partial international search drawn up for those
parts of the international application which relate
to what is to be considered as the “first” invention.
The result of the partial international search will be
very useful for the applicant in deciding whether
additional search fees should be paid so that further
parts of the internationa application would be
subjected to the internationa search. The
invention(s) or group(s) of inventions, other than
the one first mentioned in the claims, will be
searched, subject to paragraphs 10.64 and 10.65,
only if the applicant pays the additional fees. Thus,
whether the lack of unity of invention is directly
evident a priori or becomes apparent a posteriori,
the examiner, may proceed in one of two ways: he
may immediately inform the applicant of his
finding and invite him to pay additional search fees
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(with Form PCT/ISA/206) and search or continue
to search the invention first mentioned in the
clams (“main invention”); or alternatively, he may
carry out the search on the “main invention” and
draw up a partia international search report which
will be sent together with the invitation to pay
additional search fees (with Form PCT/ISA/206).

10.62 Since these payments must take place
within a period to be set by the International
Searching Authority so as to enable the observation
of the time limit for establishing the international
search report set by Rule 42, the International
Searching Authority should endeavor to ensure that
international searches be made as early as possible
after the receipt of the search copy. The
International Searching Authority finally draws up
the international search report and written opinion
on those parts of the international application
which relate to inventions in respect of which the
search fee and any additional search fee have been
paid. Theinternational search report (see paragraph
16.29) and written opinion (see paragraphs 17.36
and 17.37) identify the separate inventions or
groups of inventions forming unity and indicate
those parts of the international application for
which a search has been made. If no additional
search fee has been paid, the international search
report and written opinion contain only the
references relating to the invention first mentioned
in the claims.

Rule 40.1
10.63 Intheinvitation to pay additional fees, the
International Searching Authority sets out a
logically presented, technical reasoning containing
the basic considerations behind the finding of lack
of unity.

Search of Additional Inventions Without Payment
of Fees

10.64 If little or no additional search effort is
required, reasons of economy may make it
advisable for the examiner, while making the
search for the main invention, to search at the same
time, despite the nonpayment of additional fees,
one or more additional inventions in the
classification units consulted for the main
invention. The international search for such
additional inventions will then have to be
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completed in any further classification units which
may be relevant, when the additional search fees
have been paid. This situation may occur when the
lack of unity of invention isfound either a priori or
a posteriori.

10.65 When the examiner finds lack of unity of
invention, normally, the applicant is invited to pay
fees for the search of additional inventions. In
exceptiona circumstances, however, the examiner
may be able to establish both an international
search and a written opinion covering more than
one invention with negligible additional work, in
particular, when the inventions are conceptually
very close. In those cases, the examiner may
decide to complete the international search and
written opinion for the additional invention(s)
together with that for the invention first mentioned.
In considering the amount of work involved, the
examiner should take into account the time taken
to create the written opinion as well as that needed
to perform the search, since even when the anaysis
involved as regards the search is negligible, the
opposite may be the case for the written opinion of
the International Searching Authority and therefore
justify requesting the additional fees. If it is
considered that the total additional work does not
justify requesting additional fees, al results are
included in the international search report without
inviting the applicant to pay an additional search
fee in respect of the additional inventions searched,
but stating the finding of lack of unity of invention.

Protest Procedure

Rule 40.2(c)
10.66 The applicant may protest the allegation
of lack of unity of invention, or that the number of
required additional fees is excessive and request a
refund of the additiona fee(s) paid. If, and to the
extent that, the International Searching Authority
finds the protest justified, the feg(s) are refunded.
(The additional search fees must be paid for any
protest to be considered.)

Rule 40.2(c)
10.67 Protest of alegation of lack of unity isin
the form of a reasoned statement accompanying
payment of the additional fee, explaining why the
applicant believes that the requirements of unity of

invention are fulfilled and fully taking into account | +4%;

the reasons indicated in the invitation to pay
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additional fees issued by the International
Searching Authority.

Rule 40.2(c)
10.68 The protest is examined by a

three-member board or other specia instance of
the International Searching Authority or any
competent higher authority, and a decision taken
on it. To the extent that the applicant’s protest is
found to be justified, the additional fee istotally or
partly reimbursed. At the request of the applicant,
the texts of both the protest and the decision on it
are notified to the designated Offices together with
the international search report (see paragraph
10.70).

Rule 40.2(c) to (e)
10.69 Where the applicant has paid an additional
fee under protest, the International Searching
Authority may require the applicant also to pay a
fee for the examination of the protest (“protest
fee”). Details of the protest fee, if any, charged by
the International Searching Authorities appear in
Annex D of the PCT Applicant s Guide, Volume | —
Introduction to the International Phase. If a protest
fee is chargeable by the International Searching
Authority, it is only required in a particular case
after a prior review of the justification for the
invitation to pay additional search fees. The review
should not be made by the examiner who made the
finding alone. If the invitation to pay additional
fees is maintained, the applicant is invited to pay
the protest fee within one month from the date of
the notification to the applicant of the result of the
review. The notification of the result of the review,
if negative, gives a technical reasoning of that
result. If the protest fee is not paid, the protest is
considered withdrawn. The protest fee is refunded
to the applicant under Rule 40.2(e) where the
three-member board, special instance or higher
authority finds that the protest was entirely
justified. The applicant may, on the payment of the
protest fee, supplement the reasoned statement
which accompanied the protest, taking into
consideration the result of the review.

Rule 40.2(c), Section 502
10.70  Where the applicant paid additional search
fee(s) under protest, he is informed promptly
(Form PCT/ISA/212 may be used for that purpose)
of any decision about the compliance with the
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requirement of unity of invention. At the sametime
the International Searching Authority transmits to
the International Bureau a copy of the protest and
of the decision thereon as well as any request by
the applicant to forward the texts of both the
protest and the decision thereon to the designated
Offices.

Process at the International
Examination Stage

Preliminary

Article 34(3)(a) to (c); Rule 68
10.71 The procedure before the International
Preliminary Examining Authority regarding lack of
unity of invention is governed by Article 34(3)(a)
to (¢) and Rule 68 (see aso Rule 70.13). This
procedure is more fully explained in paragraphs
10.74 to 10.76. It should be noted that in most
instances lack of unity of invention will have been
noted and reported upon by the International
Searching Authority, which will have drawn up an
international search report and written opinion
based on those parts of the internationad
application relating to the invention, or unified
linked group of inventions, first mentioned in the
clams (“main invention”), unless the applicant has
paid additional fees.

10.72  If the applicant has not availed himself of
the opportunity to have the international search
report issued on at least some of the other
inventions, this must be taken as an indication that
the applicant is prepared for the international
application to proceed on the basis that it relates to
the invention first mentioned in the clams as
originally contained in the international application
asfiled.

10.73 However, whether or not the question of
unity of invention has been raised by the
International  Searching Authority, it may be
considered by the examiner during international
preliminary examination. In his consideration, he
should take into account all the documents cited in
the international search report and any additional
documents considered to be relevant.

Rule 68.2, 68.3
10.74  Where the examiner finds a lack of unity
of invention, a communication may, at the option
of the examiner (see paragraph 10.76), be sent to
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the applicant, using Form PCT/IPEA/405,
informing him why there is a lack of unity of
invention and inviting him within a period stated in
the invitation (the period may be between one and
two months from the date of the invitation), either
to restrict the claims or to pay an additional fee for
each additional invention claimed. Where such a
communication is sent, at least one possible
restriction, which would avoid the objection of
lack of unity of invention, is indicated by the
examiner. In the invitation to pay additional fees,
the examiner sets out a logicaly presented,
technical reasoning containing the basic
considerations behind the finding of lack of unity
in accordance with these Guidelines.

Article 34(3)(c); Rule 68.4, 68.5
10.75 If the applicant does not comply with the
invitation (by not paying the additional fees or by
not restricting the claims either sufficiently or at
al), the international preliminary examination
report is established on those parts of the
international application which relate to what
appears to be the “man invention” and the
examiner indicates the relevant facts in such report.
In cases of doubt as to which is the main invention,
the invention first mentioned in the clams is
considered the main invention.

Rule 68.1, 68.3(c) to (e); Section 603
10.76  However, there are cases of lack of unity
of invention where, compared with the procedure
of inviting the applicant to restrict the clams or to
pay additional fees (Rule 68.2), no or little
additional effort is involved in establishing the
international preliminary examination report for
the entire international application. Then, reasons
of economy may make it advisable for the
examiner to avail himself of the option referred to
in Rule 68.1 by choosing not to invite the applicant
to restrict the claims or to pay additiona fees. In
this dituation, he carries out his preliminary
examination and establishes the international
preliminary examination report on the entire
international application, but indicates, when
establishing the report, his opinion that the
requirement of unity of invention is not fulfilled
and the reasons therefore.

Article 34(3)(c)
If the applicant timely complies with the
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invitation to pay additional fees even under protest,
or to restrict the claims, the examiner carries out
international preliminary examination on those
claimed inventions for which additional fees have
been pad or to which the clams have been
restricted. It should be noted that “the nationa law
of any elected State may provide that, where its
national Office finds the invitation of the IPEA
justified, those parts of the international
application which do not relate to the main
invention shall, as far as effects in that State are
concerned, be considered withdrawn unless a
specia fee is paid by the applicant to that Office”
(Article 34(3)(b)).

Protest Procedure

10.78 Where the applicant has paid an additional
fee under protest, the International Preliminary
Examining Authority may require the applicant
also to pay afee for the examination of the protest
(“protest fee”). Details of the protest fee, if any,
charged by the Internationa Preliminary
Examining Authorities appear in Annex E of the
PCT Applicant’s Guide, Volume | — Introduction to
the International Phase. If a protest fee is
chargeable by the Internationa Preliminary
Examining Authority, it is only required in a
particular case after a prior review of the
judtification for the invitation to pay additional
fees. The review should not be made by the
examiner who made the finding aone. If the
invitation to pay additiona fees is maintained, the
applicant is invited to pay the protest fee within
one month from the date of the notification to the
applicant of the result of the review. The
notification of the result of the review, if negative,
gives a technical reasoning of that result. If the
protest fee is not paid, the protest is considered
withdrawn. The protest fee is refunded to the
applicant under Rule 68.3(e) where the
threeemember board, specia instance or higher
authority finds that the protest was entirely
justified. The applicant may, on the payment of the
protest fee, supplement the reasoned statement
which accompanied the protest, taking into
consideration the result of the review.
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Chapter 11
Prior Art

Prior Art Generally

Article 33(2); Rule 33.1
11.01 The prior art for the purposes of assessing
the novelty (see chapter 12) and inventive step
(whether or not the invention is obvious;, see
chapter 13) of an invention is defined as
“everything made available to the public anywhere
in the world by means of written disclosure
(including drawings and other illustrations)” before
the “relevant date.” The scope of this definition
should be noted. There are no restrictions
whatsoever as to the geographical location where,
or the language or manner (including written
disclosure posted on the Internet or an on-line
database) in which, the relevant information
contained in the written disclosure was made
available to the public. There are no restrictions as
to the age of the prior art document (whether it is
100 years old or was published one day prior to the
“relevant date”) so long as the document was made
available to the public before the “relevant date.” If
the applicant makes an admission, the subject
matter mentioned in the admission (for example, a
figure in an international application labeled as
“prior art”) may congtitute prior art. The
presumption that the admission constitutes prior art
may be rebutted by the applicant.

Date of Disclosure

Rules 33.1, 43bis. 1, 64.1
11.02 It should be noted that the definition of
relevant prior art for purposes of internationa
search report is different from the definition of
relevant prior art for other purposes, including the
written opinion established by the International
Searching Authority because “relevant date” is
defined differently for international search report
purposes and for written opinion and international
preliminary examination purposes.

Relevant Date for International Search Report
Purposes

11.03 Rule 33.1 makes it clear that potentially
relevant disclosures should be included in the
international search report “provided that the
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making available to the public occurred prior to the
international filing date” Rule 33.1 defines
“relevant date’ as the international filing date of
the international application. This ensures that the
international search report provides information
which will be complete even if national authorities
disagree with the examiner’'s opinion on the
validity of the priority claim.

Relevant  Date for Written Opinion and
International Preliminary Examination Purposes

11.04 For the purposes of the written opinion
and international preliminary examination, Rule
64.1 defines the relevant date as:

(i) the international filing date of the
international  application under international
preliminary examination (or, in conjunction with
Rule 43bis.1(b), for which a written opinion is
being established by the International Searching
Authority); or

(i) where that internationa application
validly claims the priority of an earlier application,
the filing date of such earlier application.

11.05 Clearly, when a potentidly relevant
document has been published between a claimed
priority date of the application and its international
filing date, the examiner is required to consider
whether the claimed priority date is valid for the
purposes of determining the “relevant date” of the
clams in the international application. Note: If
there is time left for the applicant to perfect,
correct or add a priority clam but there is
insufficient time for the examiner to make a proper
determination as to whether the priority claim is
valid, due to the need to issue a timely written
opinion by the International Searching Authority,
the “relevant date” for the purposes of the written
opinion will be based on the claimed priority date.
(See paragraphs 6.17 and 17.26(b)).

Documents Casting Doubt on Priority Claim
Made in the International Application

11.06 Documents showing that a priority claim
in the international application might not be
justified (for example, an earlier application or
patent resulting therefrom, by the same applicant,
indicating that the application from which priority
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is claimed may not be the first application for the
invention concerned) should be mentioned in the
international search report and explained in the
relevant portion of the written opinion. No special
search is normaly made by the International
Searching Authority to determine whether the
priority claim made in the international application
isjustified, except when there is a special reason to
do so, for example, when the priority application is
a “continuation-in-part” of an earlier application
from which no priority is claimed; aso sometimes
the fact that the country of residence of the
applicant is different from the country of the
priority application may be an indication of
possible lack of first filing, justifying a certain
extension of the international search.

Documents Not Within the Prior Art Which
May Nevertheless Be Relevant

Later Published Patent Applications (for Purposes
of the International Search Report)

Rule 33.1(c)
11.07 Furthermore, the international search
report includes published patent applications or
patents whose publication date is the same as, or
later than, but whose filing date, or, where
applicable, claimed priority date, is earlier than the
international filing date of the internationa
application searched, and which would constitute
relevant prior art for the purposes of Article 15(2)
had they been published prior to the international
filing date.

Later Published Patent Applications (for Purposes
of International Preliminary Examination)

Rule 64.3
11.08 These earlier filed but later published
patent applications or patents are not considered
part of the prior art for the purpose of international
preliminary examination as to novelty and
inventive step. Nevertheless, the written opinion of
the Internationa Searching Authority and the
preliminary examination report must draw
attention to such published applications or patents
in the manner provided for in Rule 70.10 (see
paragraph 17.44) since they may be relevant to the
determination of novelty and inventive step by
designated or elected Offices.
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11.09 Rule 70.10 provides that any published
application or any patent referred to in the
international preliminary examination report by
virtue of Rule 64.3 is mentioned as such and is
accompanied by an indication of its date of
publication, of its filing date, and its claimed
priority date (if any). In respect of the priority date
of any such document, the report may indicate that,
in the opinion of the International Preliminary
Examining Authority, such date has not been
validly claimed.

Copending Applications, Including Those Filed on
the Same Date

11.10 The PCT does not deal explicitly with the
case of co-pending international applications of the
same date. However, it is an accepted principle in
most patent granting systems that two patents shall
not be granted to the same applicant for one
invention. It is permissible to allow an applicant to
proceed with two international applications having
the same description where the clams are quite
distinct in scope and directed to different subject
matter. However, in the rare case in which there are
two or more international applications from the
same applicant designating the same State or States
and the claims of those applications have the same
priority date and relate to the same invention (even
though they may not necessarily claim that
invention in identical terms), each conflicting
application should (as long as it has already been
published) be cited in the internationa search
report and identified with a“L” category symbol as
raising possible double patenting issues. A
notification, to the applicant alone, is given in the
case where his international application designates
a State in which he proceeds with a national
application having the same priority date and
relating to the same invention as the said
international application, if the examiner is aware
of this situation. However, no such notification
should be given where two applications
(international or otherwise) of the same priority
date and relating to the same invention are received
from two different applicants.
Relevant  to the

Documents Understanding

Invention

Section 507(e)
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11.11 Certain other situations may occur in
which a document published on or after the
international filing date is relevant; examples are a
later document containing the principle or theory
underlying the invention, which may be useful for
a better understanding of the invention, or a later
document showing that the reasoning or the facts
underlying the invention are incorrect. The
international search is not extended for this
purpose, but documents of this nature known to the
search examiner may be selected for citation in the
international search report. Such documents are
cited in the international search report and their
relevance explained in the written opinion.

Form of Disclosure
Availability of Written Disclosures to the Public

Rules 33.1(c), 64.3, 70.10
11.12 A written disclosure, that is, a document,
is regarded as made available to the public if, at the
relevant date (see paragraphs 11.02 to 11.05), it
was possible for members of the public to gain
access to the content of the document and to
acquire possession of the content of the document,
and there was no bar of confidentiality restricting
the use or dissemination of knowledge gained
thereby. Whether the absence of an index or a
catalogue of the document  constitutes
inaccessibility of the content of the document to
the public is determined in accordance with the
above principle. Where the document only
provides the month or the year, but not the specific
date, which the document was made available to
the public, the content of the document is
presumed to have been made available to the
public on the last day of that month or that year,
respectively, unless evidence is provided to prove
otherwise.

Disclosure on the Internet

11.13  Prior art disclosure on the Internet or on
an on-line database is considered in the same
manner as other forms of written disclosure.
Information disclosed on the Internet or on-line

database are considered to be publicly available as | 7 —

of the date the disclosure was publicly posted.
When citing an Internet disclosure (a web page),
problems may arise in establishing the date of
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publication and whether or not the disclosure has
been modified over time. When establishing the
publication date of a web page, it is important to
distinguish between two types of Internet
disclosure, viz: those made on the web sites of
trusted publishers and those made on web sites of
unknown reliability.

— Disclosure Made on the Web Sites of Trusted
Publishers

11.14 Examples of these are on-line scientific
journals (which make available the contents of a
paper journal on-line, or may be uniquely on-line
publications). The web sites of newspapers,
periodicals, televison and radio stations will
usually fall into this category as well. This type of
Internet disclosure gives the publication date of the
disclosure which, in the absence of evidence to the
contrary, should be taken a face vaue. The
examiner should cite the Internet disclosure in the
International search report and use it in the written
opinion of the International Searching Authority
and in preliminary examination accordingly. The
onus is on the applicant to prove otherwise.

11.15 It may happen that the publication date is
not sufficiently identified to know if it is published
in time to be considered to be state of the art
according to Rule 64.1(b) (that is, it is not clear if
the disclosure occurred before or after the valid
priority date). This may happen, for example,
where only the month or year of publication is
given and this is the same as the month or year of
the valid priority of the international application. In
these cases, the Authority may need to make
enquiries with the owner of the web site in order to
establish the publication date to a sufficient degree
of accuracy to know if it is relevant state of the art
in accordance with Rule 64.1(b) in the same way
asit would act in order to establish a more accurate
publication date for a paper published document.

— Disclosures Made on Web Sites of Unknown
Reliability

11.16 Examples of such web sites include those
belonging to private individuals, private
organizations (for example, clubs), commercial
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web sites (for example, advertising) etc. Where
such an Internet disclosure is retrieved during the
international search and it does not give any
explicit indication of the publication date in the
text of the disclosure, the Authority may consider
using those technical means available to it to
attempt to reveal the publication date.

11.17

(@ information relating to the publication
date embedded in the Internet disclosure itself
(date information is sometimes hidden in the
programming used to create the web site, but is not
visible in the web page as it appears in the
browser),

(b) indexing dates given to the web page by
search engines (these are usualy later than the
actual publication date of the disclosure since the
search engines usually take some time to index a
new web site) and

Such technical means include:

(o) information available relating to the web
site on commercia Internet archiving databases
(for example, the “Internet Archive Wayback
Machine”).

11.18 Where the examiner obtains an electronic
document which establishes the publication date
for the Internet disclosure, he should make a
print-out of this document, which must mention
both the URL of the relevant Internet disclosure
and the date of publication of that relevant Internet
disclosure. The examiner must then cite this
print-out in the international search report as an
“L” document and cite the relevant Internet
disclosure according to the relevance of its content
“X7, “Y”, “A”) and according to the date as
established (*X”, “Y”, “A”, “BX”", “BY”, “BA”,
“E” etc). Where the examiner is unable to establish
the publication date of the relevant Internet
disclosure and it is relevant to the inventive step
and/or novelty of the claimed invention, he should
cite it in the international search report with the
category “L” for those claims which it would have
affected if it were published in time and giving it
the date it was printed out as the publication date
(see paragraph 16.69(b)).
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11.19 Where this type of Internet disclosure
does explicitly mention a publication date and this
publication date:

(i) is not contradicted by the information
sources mentioned above (in this regard it should
be noted that the indexing date given by a search
engine is usualy later than the actua publication
date and so where the examiner uncovers an
indexing date for an Internet disclosure which is
later than the publication date given in the Internet
disclosure itself; this does not necessarily mean
that the Internet disclosure was made available
later than it claimed, it ssimply means that it was
indexed by that search engine after it was made
available); and

(i) is accurate enough to establish if the
document was published early enough to be
considered relevant according to Rule 33.1(a) and
Rule 64.1(b), then the examiner should trust the
date given and give this as the publication date in
the search report and use this publication date in
preliminary examination. The onus is on the
applicant to prove otherwise.

11.20 In the absence of evidence to the contrary,
the examiner should assume that the content of the
Internet disclosure has not changed over time.

Differences Between Patent and Non-Patent
Citations

Rule 64.3
11.21 Asagenerd rule, no non-patent document

is cited in the international search report if the date
of publication or public availability of the
document concerned is clearly the same as, or later
than, the filing date of the international application.
However, patent documents published on or after
the filing date of the searched application are cited
in the search report if the filing or priority date of
such published application is earlier than the filing
date of the searched application (see paragraph
11.07). Such published patent documents, although
cited in the search report, are not considered as
prior art for the purposes of Article 33(2) and (3),
but are mentioned in the preliminary examination
report.

Oral
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Description

Rule 64.2
11.22 Where an oral description (for example,
public lecture) or a prior use or sae (for example,
display at a public exhibition) was publicly
available before the relevant date of the
international application but a document, which
reproduces the oral description or gives an account
of the prior use or sale, was published on or after
the relevant date of the international application,
that document may be cited in the internationa
search report. The earlier lecture, display or other
event is not treated as part of the prior art for
purposes of the opinion on novelty and inventive
step under Article 33(2) and (3), but the written
opinion and international preliminary examination
report calls attention to such non-written disclosure
in the manner provided for in Rule 70.9.

Difficulty in Establishing Date of a Document

11.23 The international search may uncover a
document where there is difficulty in establishing
whether the date of publication or public
availability of the document is or is not the same
as, or later than, the filing date of the international
application. The International Searching Authority
should try to remove any doubt that may exist.
Additional documents providing evidence in the
case of doubt may be cited. Any indication in a
document of the date of its publication should be
accepted as correct by the examiner unless proof to
the contrary has been offered, for example, by the
International Searching Authority, showing earlier
publication, or by the applicant, showing later
publication. It may sometimes be possible to
establish the precise date of publication of a
document, for example by the date of receipt in a
library to which the public has access or by relying
on sources such as the “Internet Archive Wayback
Maching” to establish dates of web sites. If the
applicant presents sound reasons for doubting that
the document forms part of the prior art in relation
to his international application and any further
investigation does not produce evidence sufficient
to remove that doubt, the examiner should not
pursue the matter further.

Relevant Date in Relation to Individual Claims
or Parts of Claims
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Rule 64.1(b)
11.24 It should be noted that the “relevant date,”
for the purpose of considering prior art, is defined
in Rule 64.1(b) as meaning the international filing
date or, where the international application
contains a vaid clam to priority, that date of
priority (see also paragraphs 6.03 and 6.04). It
should be remembered also that different claims, or
different aternatives claimed in one clam, may
have different relevant dates.

11.25 The questions of novelty and inventive
step must be considered against each claim (or part
of a clam where a clam specifies a number of
aternatives) and the prior art in relation to one
claim, or to one part of a claim, may include matter
which cannot be cited against another claim, or
part of a claim, because the latter has an earlier
relevant date. Of course, if al the matter in the
prior art was made available to the public before
the date of the earliest priority document, the
examiner need not (and should not) concern
himself with the allocation of priority dates.

11.26 The validity of priority dates for a clam
or a part of a clam is considered in detail in
chapter 6.
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Chapter 12
Novelty
Meaning of Novelty
12.01 For the purposes of the opinion given by
an international preliminary examination, the

invention, as defined by a clam, lacks novelty if
every element or step is explicitly or inherently
disclosed within the prior art defined in Rule 64.1
(see paragraphs 11.01 and 11.04), including any
features implicit to a person skilled in the art (see
paragraph 13.11 for a definition of the “person
skilled in the art”). Inherency requires that the
extrinsic evidence relied on by the examiner must
make clear that the missing descriptive matter is
necessarily present in the reference, and that it
would be so recognized by persons skilled in the
art. Inherency, however, may not be established by
probabilities or possibilities. The mere fact that a
certain thing may result from a given set of
circumstances is not sufficient. Well-known
equivalents not disclosed within a prior art
document are not considered when assessing
novelty; this is a matter of obviousness (see
chapter 13 - Inventive Step). Naturally the same
considerations apply when producing a written
opinion and in selecting documents for inclusion in
the international search report (except that in this
case the relevant date may be different, see
paragraphs 11.02 to 11.05).

12.02 The prior art disclosure must enable a
person skilled in the art to carry out the claimed
invention. Ordinarily, enablement may be inferred
by the examiner when considering patent
documents (published applications and issued
patents) within the prior art. When considering
non-patent literature that on its face raises a
question as to enablement, the examiner should
determine that the prior art would have enabled a
person skilled in the art to carry out the claimed
invention. When determining whether a particular
document is enabling and therefore defeats novelty,
knowledge from outside the prior art document
may be considered where appropriate. See the
appendix to this chapter for additional guidance
regarding what knowledge from outside the prior
art document may be considered when making this
determination. A chemical compound, the name or
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formula of which was mentioned in a document, is
not considered as known unless the information in
the document, together, where appropriate, with
other knowledge generally available to a person
skilled in the art, enable it to be prepared and
separated or, for instance in the case of a product
of nature, only to be separated. A prior art
document that does not defeat novelty because it is
not enabling for the claimed invention may
nonetheless be relied upon in determining whether
the claimed invention lacks inventive step. See
chapter 13.

Considerations in Determining Novelty
Methodology
the

12.03 For the assessment of novelty,
examiner should apply the following steps:

(i) evauate the elements of the claimed
invention;

(i) determine if a document under
consideration forms part of the “prior art” (see
paragraphs 11.01 to 11.05);

(ili)  assess whether each and every element or
step of the clamed invention was explicitly or
inherently disclosed in combination by the
document, to a person skilled in the art, on the date
of publication of the document.

Inherent or Implicit Disclosure

12.04 Lack of novelty may be apparent from
what is explicitly stated in a published document,
or it may be apparent from an inherent or implicit
teaching of the document. For example, where the
elastic properties of rubber are relied upon in a
document that does not explicitly state that rubber
is an “elastic material,” a clam to an “éastic
material” is anticipated because the rubber taught
in the prior art inherently is an “elastic material”.
Alternatively, lack of novelty may be implicit in
the sense that, in carrying out the teaching of the
prior document, the skilled person would
inevitably arrive at aresult falling within the terms
of the claim. Lack of novelty of this kind should be
raised by the examiner only where there can be no
reasonable doubt as to the practical effect of the
prior teaching. Otherwise it should be considered
in respect of inventive step (see chapter 13).
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Interpretation of Claims

1205 In interpreting clams for the
consideration of novelty, the examiner should have
regard to the guidance given in paragraphs 5.20 to
5.41. In particular, the examiner should remember
that statements in the claim reciting the purpose or
intended use must be evauated to determine
whether the recited purpose or intended use results
in a structural difference (or in the case of process
claims, a difference in the process steps) between
the clamed invention and the prior art.
Non-distinctive characteristics of a particular
intended use should be disregarded (see paragraphs
5.21 to 5.23). For example, a claim to a substance
X for use as a catalyst would not be considered to
be novel over the same substance known as a dye,
unless the use referred to implies a particular form
of the substance (for example, the presence of
certain additives) which distinguishes it from the
known form of the substance. That is to say,
characteristics not explicitly stated but implied by
the particular use should be taken into account. For
example, if a claim refers to a “mould for molten
stedl”, this implies certain limitations for the
mould. Therefore a plastic ice cube tray with a
melting point much lower than that of steel would
not come within the claim which would thereby be
considered as being novel.

Combining Documents

12.06 It should be noted that in considering
novelty (as distinct from inventive step), it is not
permissible to combine separate items of prior art
together (see paragraph 13.12). However, if a
document (the “primary” document) refers
explicitly to a second document (for example, as
providing more detailed information on certain
features), the teachings of the second document
may be regarded as incorporated into the primary
document to the extent indicated in the primary
document. Equaly, it is permissible to use a
dictionary or similar document of reference in
order to interpret how a special term used in the
primary document would have been understood on
the date of publication. It is aso permissible to rely
on additional documents as evidence to show that
the disclosure of the primary document was
sufficient (for example, for a chemical compound
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to be prepared and separated or, in the case of a
product of nature, to be separated). See paragraph
12.02 and the appendix to this chapter. It is also
permissible to rely on additiona documents as
evidence to show that a characteristic not disclosed
in the primary document was inherent in the
primary document on the date of publication of the
primary document (for example, documents that
teach rubber to be an “elastic material” for the
example set forth in paragraph 12.04).

Alternatives

12.07 Where a clam contains aternatives, for
example Markush claims (P1, P2, P3 ... Pn), any
dternatives disclosed in the prior at are
anticipated.

Generic vs. Specific Disclosures

12.08 Where a claim recites an invention in
generic terms, for the determination of novelty, the
disclosure of a specific example falling within the
parameters of the generic clam anticipates the
generic claim. For example, a disclosure of copper
in aprior art document defeats the novelty of metal
as a generic concept, but not the novelty of any
metal other than copper, and a disclosure of rivets
defeats the novelty of fastening means as a generic
concept, but not the novelty of any specific
fastening means other than rivets.

12.09 Anitem of prior art that discloses a genus
does not always anticipate a clam to a species
falling within the genus. In other words, if aclam
under examination recites a specific example, and
that specific example is not explicitly named but
falls within a generic disclosure found in an item
of prior art, the claim is not anticipated unless the
specific example is identified with sufficient
specificity in the item of prior art. If the item of
prior art identifies the clamed example with
sufficient specificity, that example lacks novelty no
matter how many other species are additionally
described in the item of prior art.

Ranges

12.10 A specific example in the item of prior art
which is within a clamed range anticipates the

161

FICERIZ BV TR SR 0 - T FR T &
SCEROO AR BIZ ECHRICEB W TAKRR T
BHol2Z LZRTTIOI, FFLE LTHID X
BEILT 5 Z bR SIS (& 202,
12. 4IETHIF7=HIT BT, T A0 [k
WE| ThHDHZ L EHTT D),

BRI

12.07 7 L—An@EREE &G, 2L
2IE~—HviarL—Ah (Pl, P2, P
3... Pn) OBE, EITHINZBW TR
STV DRI B HINEZE K <,

CFEBR & R EPH R

12.08 7 L— A FP 2 OERN e RILT
Ll B A, BRI L i, &
G L—bDT XA —=FNIZET DREED
FOBRIL, AFE7 L—LOFHMA2E S,
7o & R, FEATHANSCEIC B T 28O BRIT
CFEES E L COEROFHMEE S 23, 8
PIS D4 JE DO FHRME I TR E 2 M AT S 7200,
F2. Uy FOBRITESEE S E L TORE
DT FEOFHEEZE S B, Uy FLS
DRFEDOHED AT FEO BRI TR L
FIAE S 7200,

12.09  BZEZBESRT ETERIL, 430
H, ZDOBICET DFEICHT D7 L—LDH
Httx b, s3T5 L, FhEFOY
L—ARRFEDFNZOWTEHE L TBY, &
D EFE DOFI NSRBI 4 S TOR NN
FATHAT D 1 SO HIZ B &2 EfEr B
RICBETHHDOTHHILETH, ERLORE
DOFEINTATHM O FIZB W Ty e R EM:
Lo THEISNTWRWEREY, 2o L—
LTHRE R ED L, A THE 4 7
BElEd b > Tr L— A X0 % BET
L6 FATHAMZ B W T O < DR
HINTWDENE I MNTEDL LT H%HIX
BrfMEE K<,

12.10 7 L—A3N7=®BENICET D0
1ITEAIN O EDOHNL, 7 L — A ST T-HiH



range claimed. Therefore, where, as by a recitation
of ranges or otherwise, a claim covers several
compositions, the claim is anticipated if one of
them is described in the item of prior art. For
example, a claim to titanium (Ti) alloy with 0.6 to
0.7% nickel (Ni) and 0.2 to 0.4% Molybdenum
(Mo) would be anticipated by an item of prior art
that describes a Ti alloy containing 0.65% Ni and
0.3% Mo. Where an item of prior art discloses a
range which touches, overlaps or is within the
clamed range, but does not disclose a specific
example faling within the claimed range, a case by
case determination must be made as to the novelty
of the clam. In order to anticipate the claim, the
clamed subject matter should be disclosed with
sufficient specificity in the item of prior art. If the
clam is directed to a narrow range, the item of
prior art discloses a broad range, and the clamed
narrow range is not merely one way of carrying out
the teaching of the item of prior art (for example,
there is evidence that the effect of the selection (for
example, unexpected results) occurred in all
probability only within the claimed narrow range),
depending on the other facts of the case, it may be
reasonabl e to conclude that the narrow range is not
disclosed with sufficient specificity in the prior art
in order to anticipate the clams (a selection
invention). The unexpected results may also render
the claims unobvious. See chapter 13 - Inventive

Step.

Appendix to Chapter 12

A12.02 The Internationa Searching and
Preliminary Examining Authorities have divergent
practices with regard to what extrinsic knowledge
may be considered when determining whether a
particular item of prior art sufficiently discloses the
clamed invention to defeat novelty. Some
Authorities follow the first guideline below, while
other Authorities follow the second guideline
below. Authorities that do not follow these
guidelines may nevertheless rely on the prior art
document in determining whether the claimed
invention lacks inventive step.

A12.02[1] The prior document must provide a
sufficient disclosure on its effective date. By
“effective date” is meant the publication date in the
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case of a previoudy published document.
Authorities following this practice require the prior
document, together with knowledge generaly
available on the effective date of the document, to
provide a sufficient disclosure of every element or
step of the claimed invention to a person skilled in
the art.

A12.02[2].1 The prior document must provide a
sufficient disclosure on the “relevant date” of the
clam being searched or examined. See paragraph
11.03 for a definition of the relevant date for
international  search  report  purposes.  See
paragraphs 11.04 and 11.05 for a definition of the
relevant date for written opinion and international
preliminary examination purposes.

A12.02[2].2 Authorities following this practice
consider knowledge that became available after the
publication date of the prior document but before
the relevant date of the claim being searched or
examined to determine whether the prior document
provided a sufficient disclosure of every element or
step of the claimed invention to a person skilled in
the art.
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Chapter 13
Inventive step

Meaning of Inventive Step

13.01 A clamed invention is considered to
involve an inventive step if, having regard to the
prior art as defined in the Regulations (see
paragraph 11.01), it is not, at the relevant date (see
paragraphs 11.02 to 11.05) obvious to a person
skilled in the art. Novelty and inventive step are
different criteria. A clam lacks novelty if every
element or step is explicitly or inherently disclosed
within the prior art (see paragraph 12.01). The
condition of inventive step/non-obviousness is
fulfilled if the invention as a whole, compared to
the prior art as a whole, would not have been
obvious to a person skilled in the art. Multiple
items of prior at may be combined in the
determination of whether the requirement of
inventive step/non-obviousness is met. Therefore,
the examiner should take into consideration the
clam’s relation not only to individual documents
or parts thereof taken separately but also to
combinations of such documents or parts of
documents, where such combinations are obvious
to aperson skilled in the art.

13.02 The “prior art” for the purposes of
considering inventive step is as defined in Article
33(3) (see chapter 11); it does not include later
published applications or patents although, in the
circumstances mentioned in paragraph 11.07 (see
also paragraph 17.44), alater published application
or patent may be cited in the international
preliminary examination report.

Considerations in Determining Inventive Step
What Is “Obvious”?

13.03 The question to consider, in relation to
any claim defining matter for which protection is
sought, is whether, a the relevant date of that
clam, it would have been obvious to a person
skilled in the art to arrive at something falling
within the terms of the clam having regard to the
at known at that time. If so, the clam is
considered to lack inventive step. The term
“obvious’ means that which does not go beyond
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the norma progress of technology but merely
follows plainly or logically from the prior art, that
IS, something which does not involve the exercise
of any skill or ability beyond that to be expected of
the person skilled in the art. The following are the
basic considerations that apply in determining
Inventive step/non-obviousness:

(i) the clamed invention must be considered
asawhole;

(i) the references must be considered as a
whole and the skilled person must be motivated or
prompted into combining the teaching of the
documents so as to arrive at the subject matter as
clamed including consideration of a reasonable
expectation or likelihood of success; and

(ili)  the references must be viewed without the
benefit of impermissible hindsight vision afforded
by the claimed invention.

Light of Later Knowledge

13.04 In considering inventive step, as distinct
from novelty (see paragraph 12.02 and the
appendix to chapter 12), it is fair to construe any
published document in the light of subsequent
knowledge and to have regard to al the knowledge
generdly available to the person skilled in the art
at the relevant date of the claim.

Invention as a Whole;, Combination of Known or
Obvious Elements

13.05 In determining inventive step
(non-obviousness), the invention claimed must
normally be considered as a whole. In determining
the differences between the prior art and the
claims, the question is not whether the differences
themselves would have been obvious but whether
the claimed invention as a whole would have been
obvious. Thus, it is not correct as a general rule, in
the case of a combination claim, to argue that the
separate features of the combination, taken by
themselves, are known or obvious and that
“therefore” the whole subject matter claimed is
obvious. The only exception to this rule is where
there is no functional relationship between the
features of the combination. That is, where the
clam is merely for a juxtaposition of features and
not a true combination (see the example under
paragraph 13.14(d)).
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13.06 While the claim should, in each case, be
directed to technica features (and not, for
example, merely to an idea) in order to assess
whether an inventive step is present, it is important
for the examiner to bear in mind that there are
various ways in which a person skilled in the art
may arrive at an invention.

13.07 In identifying the contribution any
particular invention makes to the art in order to
determine whether there is an inventive step,
account should be taken first of what the applicant
himself acknowledges in his description and claims
to be known; any such acknowledgment of known
art should be regarded by the examiner as being
correct unless the applicant states he has made a
mistake. However, the further prior art contained in
the international search report or any additiona
document considered to be relevant may put the
clamed invention in an entirdy different
perspective from that apparent from the disclosure
by itself and, indeed, this cited prior art may cause
the applicant voluntarily to amend his claims to
redefine his invention. The general knowledge of
the person skilled in the art should also be taken
into account for the determination of inventive
step. Also, the prior art must be enabling for what
is taught therein, even if it is not the entirety of the
claimed invention. Therefore, whatever
combination of items of prior art and admission or
general knowledge is used, this combination must
provide enablement with respect to the claimed
invention.

Assessing the Contribution Against the Prior Art
13.08 The following considerations should be

applied in the assessment of inventive
step/non-obviousness:

(i) determination of the scope of the claimed
invention;
(i) determination of the scope of the relevant

item(s) of prior art;

(i)  determination of a person skilled in the art
in the relevant case;

(iv) identification of the differences and
similarities between the relevant item(s) of prior
art and the claimed invention;
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(v) assessment of whether the claimed
invention as a whole would have been obvious to a
person skilled in the art having regard to the
relevant item(s) of prior art and the generd
knowledge of a person skilled in the art.

13.09 Theinvention as awholeis obviousif any
item(s) of prior art or general knowledge of the
person of skill in the art would have motivated or
prompted the person of skill in the art on the
relevant date (see paragraphs 11.02 to 11.05) to
reach the clamed invention by substituting,
combining or modifying one or more of those
items of prior art with a reasonable likelihood of
success. One particular way to determine inventive
step is to apply the problem-solution approach,
described in the appendix to this chapter.

13.10 In order to reach a final conclusion as to
whether any claim includes an inventive step, it is
necessary to determine the difference between the
subject matter of that claim as a whole and the
whole of the known art (so far as dependent claims
are concerned see aso paragraph 13.19). In
considering this matter, the examiner should not
proceed solely from the point of view suggested by
the form of clam (prior art plus characterizing
portion; see paragraphs 5.04 to 5.08). The
examiner should identify the closest prior art as the
basis for the assessment of inventive step. This is
considered to be that combination of features
derivable from one single reference that provides
the best basis for considering the question of
obviousness. In determining the scope of the
disclosure of the items of prior art, in addition to
the explicit disclosure, an implicit disclosure, that
is, a teaching which a person skilled in the art
could reasonably draw from the explicit disclosure,
should a'so be taken into account. The critical time
for the determination of such disclosure is the
clam date of the application concerned. The
general knowledge of the person skilled in the art
on the relevant date of the claim should aso be
taken into account.

The “Person Skilled in the Art”

13.11 The person skilled in the art should be
presumed to be a hypothetical person having
ordinary skill in the art and being aware of what
was common general knowledge in the art at the
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relevant date. He should aso be presumed to have
had access to everything in the “prior art,” in
particular, the documents cited in the international
search report, and to have had at his disposa the
norma means and capacity for routine
experimentation. If the problem on which the
invention is based and which arises from the
closest prior art prompts the person skilled in the
art to seek its solution in another technical field,
the person skilled in the art in that field is the
person qualified to solve the problem. The
assessment of whether the solution involves an
inventive step must therefore be based on that
specialist’s knowledge and ability. There may be
instances where it is more appropriate to think in
terms of a group of persons, for example, a
research or production team, than a single person.
This may apply, for example, in certain advanced
technologies such as computers or telephone
systems and in highly specialized processes such
as the commercia production of integrated circuits
or of complex chemical substances.

Combining Teachings

13.12 In considering whether there is inventive
step as distinct from novelty (see chapter 12), it is
permissible to combine the teachings of two or
more prior art references, for example, different
published patents, or several teachings contained in
the same prior art reference, such as one particular
book, but only where such combination would be
obvious to the person skilled in the art. In
determining whether it would be obvious to
combine the teachings of two or more distinct
documents, the examiner should have regard to the
following:

(i) whether the nature and content of the
documents are such as to make it likely or unlikely
that the person skilled in the art would combine
them;

(i)  whether the documents come from similar
or neighboring technical fields and if not, whether
the documents are reasonably pertinent to the
particular problem with which the invention was
concerned.

13.13 The combination, substitution or
modification of the teachings of one or more items
of prior art may only lead to a lack of inventive
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step/obviousness where a person skilled in the art
would have been motivated by the prior art or his
general knowledge, with a reasonable likelihood,
to combine, substitute or modify one or more items
of prior art. Conversely, where such combination
could not have been expected from a person skilled
in the art, the requirement of inventive step
(non-obviousness) would be met, even if each
single item would have been obvious if taken
individually. The combining of two or more parts
of the same document would be obvious if there is
a reasonable basis for the person skilled in the art
to associate these parts with one another. It would
normally be obvious to combine with other prior
art documents a well-known text book or standard
dictionary; thisisonly a special case of the general
proposition that it is obvious to combine the
teaching of one or more documents with the
common general knowledge in the art. It would,
generaly speaking, aso be obvious to combine the
teachings of two documents, one of which contains
a clear and unmistakable reference to the other. It
should be noted that the motivation to modify the
prior art teachings need not be the same as the
applicant’s. It is not necessary that the prior art
suggest the combination to achieve the same
advantage or result discovered by the applicant.
The prior art may suggest the claimed invention,
but for a different purpose or to solve a different
problem. In some instances the content of a single
item of prior art may lead to a finding of lack of
inventive step. Examples of such instances are
described in the appendix to this chapter.

Examples

13.14 The following examples provide
guidance, as to circumstances where a claimed
invention should be regarded as obvious or where
it involves a positive determination of an inventive
step (non-obviousness). It is to be stressed that
these examples are only guides for the examiners
and that the applicable principle in each case is
“was it obvious to a person skilled in the art?’
Examiners should avoid attempts to fit a particul ar
case into one of these examples where the latter is
not clearly applicable. Also the list is not
exhaustive.

(a) Claimed inventions  involving  the
application of known measures in an obvious way
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and in respect of which an inventive step is
therefore lacking:

(i) The teaching of a prior document is
incomplete as to the entire claimed invention and
a least one of the possible ways of supplying the
missing claim feature(s) would naturally or readily
occur to the person skilled in the art thereby
resulting in the claimed invention.

Example: The claimed invention relates to a
building structure made from auminum. A
prior document discloses the same structure
and says that it is of lightweight material but
falls to mention the use of auminum.
Aluminum is a light-weight material that is
well known in the art to be useful as a building
material.

(i) The claimed invention differs from the
prior art merely in the use of well-known
equivalents (mechanical, electrical or chemical)
possessing the same purpose, wherein the
equivalency is recognized in the prior art. Note that
the applicant’s recognition within the international
application that an element is equivalent to another,
which had previousy been used for a different
purpose, does not mean that the use of this element
instead of the other is obvious.

Example: The clamed invention relates to a
pump-motor combination which differs from a
known pump-motor combination solely in that
the motor is hydraulic instead of an electric
motor.

(iii)  The clamed invention consists merely
in a new use of a well-known material employing
the known properties of that material.

Example: A washing composition containing
as a detergent a known compound having the
known property of lowering the surface tension
of water, this property being known to be an
essential one for detergents.

(iv) The claimed invention consists in the
substitution in a known device of a recently
developed material whose properties make it

planly suitable for that use (analogous
substitution).
Example: An e€lectric cable comprises a

polyethylene sheath bonded to a metallic shield
170

SN B B CHEBME 2 R < JEW

(1) BITSROERN 7 L—AEN
TR IARRIIR L CRETITRWA, K%L
TWD 7 L — ADREER D % 5 2155 Hik
DL EH 1 0%, YEENARIIXITE
BIZBRWSE | ZO/R, U7 L—LAEh
t%féﬁﬁ ZOWRIND,

il . 7L —ASNERERAEET L=

LB OBEREEICBIFRT D, AT
Fl—OEEZRLTEBY, o, £
PIREMETH D Z L ZBR TN D,

TN =0 AOMHIZIEE &wa@
VW, T =T AL, YEEIN ORISR
mf@%ﬁﬂkbfﬁﬁf%é:&ﬂi
SHHNTWHBEREMEITH 5,

(i) Zlb—Xh&N=HEWE, F—o
HiEET5 L mbi-R%SY (B,
BRI XM FR72) O &S Sk n
T®ﬁ%ﬁ&ﬁ&£@of“é%@f%@\
%@ﬁ%'l‘iiié &{h kb\futuu&é
ﬂf%éo%é%fﬂ\%%iﬂﬁéEMT
EHSN TWIEMOERICHIET S & OH
BEHREANIZd5 1T D RN ORERRIX, Mo
BPRIRATCZIOBEFEELMEHT L ENHA
HThDEWVWH ZEEEBRLRN L2
BH L,

fil: Vv —AINTEREBPITIRTE
= — DA EOEICEFR L, B
R eE—F—DlAHEDEL, T—
X —NEEE—F—TIEI R HEET—
H—ToHDHRITBNTORERD,

(i) ZLv—2a&h7=%E, L<m
HNTMEIOFH LWEROA NS 720 | BEA
DOMEHFEZFIF LTV 5,

Bl . BEAlE LCTKOREENZ TS
BEFNDFeMEZFFD. E%%W)ﬂ:/\%%faatf
VEEHBLA fhe 2 OFRREITEANC LA D
Ktk 1 & LCEEMTH 5,

(iv) 7 b—A S 3IEBEm o %
BT 5 Ha R SN BHT X 5 E R
MHRY | ZOMEIOREIT S HIZH S
M L TWD GEEOEHR)

(I
SHoR

BEERNCL Y &R —IL RIS
oz TF L UEE EDERT —



by an adhesive. The claimed invention lies in
the use of a particularly newly developed
adhesive known to be suitable for
polymer-metal bonding.

(v) The claimed invention consists merely
in the use of a known technique in a closely
analogous situation (analogous use).

Example: The claimed invention resides in the
application of a pulse control technique to the
electric motor driving the auxiliary mechanisms
of an industria truck, such as a fork-lift truck,
the use of this technique to control the electric
propulsion motor of the truck being aready
known.

(b) Claimed inventions  involving  the
application of known measures in a non-obvious
way and in respect of which an inventive step is
therefore present:

(i) A known working method or means
when used for a different purpose involves a new,
surprising effect.

Example: 1t is known that high-frequency
power can be used in inductive butt welding. It
should  therefore  be  obvious  that
high-frequency power could also be used in
conductive butt welding with similar effect. An
inventive step would exist in this case
however, if high-frequency power were used
for the continuous conductive butt welding of a
coiled strip but without removing scale (such
scale remova being ordinarily necessary in
order to avoid arcing between the welding
contact and the strip). The unexpected result is
that scale remova is found to be unnecessary
because a high frequency the current is
supplied in a predominantly capacitive manner
viathe scale which forms adielectric.

(i) A new use of a known device or
material involves overcoming technical difficulties
not resolvable by routine techniques providing that
the means for overcoming the technical difficulties
are defined in the claim.

Example: The claimed invention relates to a
device for supporting and controlling the rise
and fall of gas holders, enabling the previously
employed external guiding framework to be
dispensed with. A similar device was known for
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supporting floating docks or pontoons but
practical difficulties not encountered in the
known applications needed to be overcome in
applying the device to a gas holder.

(c) Obvious combination of features not
involving an inventive step:

The clamed invention consists merely in the
juxtaposition or association of known devices or
processes functioning in their normal way and not
producing any non-obvious working
interrel ationship.

Example: Machine for producing sausages
consists of a known mincing machine and a
known filling machine disposed end to end.

(d) Not obvious and consequently a
combination of features involving an inventive
step:

The combined features mutually support each other
in their effects to such an extent that a new
technical result is achieved. It isirrelevant whether
each individual feature is fully or partly known by
itself.

Example: A mixture of medicines consists of a
painkiller (analgesic) and a tranquilizer
(sedative). It was found that through the
addition of the tranquilizer, which intrinsically
appeared to have no pain-killing effect, the
analgesic effect of the pain-killer was
intensified in a way which could not have been
predicted from the known properties of the
active substances.

(e) Obvious selection or choice among a
number of known possibilities not involving an
inventive step:

(i) The clamed invention consists merely
in choosing from a number of equally likely
alternatives.

Example: The clamed invention relates to a
known chemical process in which it is known
to supply heat €eectricaly to the reaction
mixture. There are a number of well-known
alternative ways of so supplying the heat; the
claimed invention resides merely in the choice
of one alternative way of supplying the desired
heat.
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(i) The claimed invention resides in the
choice of particular dimensions, concentrations,
temperature ranges or other parameters from a
limited range of possibilities, and it is clear that
these parameters or workable ranges were
encompassed by the prior art and could be arrived
at by routine trial and error or by the application of
norma design procedures. Where the genera
conditions of a claim are disclosed in the prior art,
it is not inventive to discover the optimum or
workable ranges by routine experimentation.

Example: The claimed invention relates to a
process for carrying out a known reaction and
is characterized by a specified rate of flow of
an inert gas. The prescribed rates are merely
those which would necessarily be arrived at by
aperson skilled in the art.

(iii)  Theclaimed invention can be arrived at
merely by a smple extrapolation in a
straightforward way from the known art.

Example: The  claimed invention is
characterized by the use of a specified
minimum content of a substance X in a
preparation Y in order to improve its thermal
stability, and this characterizing feature can be
derived merely by extrapolation on a
straight-line graph, obtainable from the known
art, relating thermal stability to the content of
substance X.

(iv) The claimed invention consists merely
in selecting a smal number of chemicad
compounds (that is, a subgenus or species) from a
broad field of chemical compounds (genus).

Example: The prior art discloses a chemical
compound characterized by a generic formula
including a substituent group designated “R.”
This substituent “R” is defined so as to
embrace entire ranges of broadly defined
radical groups such as all akyl or aryl groups
either unsubstituted or substituted by haogen
and/or hydroxy. Only a very small number of
examples of specific embodiments within the
broadly defined radical groups are disclosed in
the prior art. The claimed invention consists in
the selection of a particular radical or small
group of radicals from among those well
known to be contained within the broadly
defined radical groups disclosed in the prior art
as the substituent “R”. The prior art provides
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motivation to select any well known member of
the broadly defined radica groups and thus,
provides motivation to one skilled in the art to
make the modifications needed to arrive at the
claimed compound(s). Moreover, the resulting
compounds:

— are not described as having, nor shown to
possess, any advantageous properties not
possessed by the prior art examples; or

— are described as possessing advantageous
properties, compared with the compounds
specifically referred to in the prior art but these
properties are ones which the person skilled in
the art would expect such compounds to
possess so that he is likely to be led to make
this selection.

(f) Non-obvious selection or choice and
consequently inventive step among a number of
known possibilities:

(i) The clamed invention involves the
special selection within a process, of particular
operating conditions (for example, temperature and
pressure) within a known range, such selection
producing unexpected effects in the operation of
the process or the properties of the resulting
product.

Example: In a process where substance A and
substance B are transformed at high
temperature into substance C, it was known in
the prior art that there isin general a constantly
increased yield of substance C as the
temperature increases in the range between 50
and 130°C. It is now found that in the
temperature range from 63 to 65°C, which
previously had not been explored, the yield of
substance C was considerably higher than
expected.

(i) The clamed invention consists in
selecting  particular  chemica  compounds
(subgenus or species) from a broad field of
compounds (genus), wherein the specific
compounds sel ected have unexpected advantages.

Example: In the example of a substituted
chemical compound given at (iv) under (Cl),
above, the claimed invention again resides in
the selection of the substituent radical “R” from
the total field of possibilities defined in the

174

LBl d, ZOEITEHINITIAS B
NTWD TNV EEOBEM B 2 3R
LEEE 2. LN o T, YELICY
L— A SNTALEMICEET D 72012
WRERTEITOBEEL 525, EHIT,
ZTOFER L L TOEWIL.

—  EATEINEIOF o> TW AR WEF| 722
Bt 2o T s Z etk an Ttk s
T E, FREFoOTWDZ L HRE
TRV, XX

—  ETERICBWTEERBIZE K E
Nk & & i U CHFI 70 Rtk 2 R
HLOELTRBEINTWDN, b0
BRI DAL B o & B E BT
4 2EETHDHDT, YEENZ DR
REAT O L DITEDN D AREMED &,

(f) FEEBHPERRERZOREER L LT
DB OBE OO I I 1T 2 R

(i) Z7Vv—Aa&SN7EWIE TEAN
(23R D BEENELPHAN O R E OFEISE (72
& ZE IREROES) ORFRI7ERIZEIMR
T DN DD RIRDYFHATROMEE BV
TXIFZEDORRE L Th b S Dm0
FRrElo, TPHIEDRIREZ T2 67,

Bl . MEALYWEBDERIZBNTY
BHCIZAEBEIND TRIZBWT, 50~
130°C O#PH TIEJE D EFICH>N T
\ZWVE C OB E ) BNHFREE M 5 2 &
DIATHAFIC B W T STz, A,
INFETHEI N TV - 7263~65C
DIRER P TYWE C DA E 0 NI E
KXW ENZ ERBR I T,

(i) 7 L— LS BYNTE A
DiEE (&) »oRrEDbe (HESUx
) ZIBIRT 52 LMBRDN, TOBRE
NEREDEDITHEI LR A EH L
TWo,

il . EREo(iv) o (C1) I L
T-HEB LAY OB T, 7 L—A
SNFEHIT. RRiE0 . EITHEdc B
TEHRSIN TV DERM ORI D (E
HPR"EBEIRTHZ bbb, L,



prior art. In this case, however, not only does
the invention embrace the selection of specific
compounds from the possible generic field of
compounds and result in compounds that are
described and shown to possess advantageous
properties, but there are no indications which
would lead the person skilled in the art to this
particular selection rather than any other in
order to achieve the described advantageous
properties.

(g) Overcoming a technical prejudice:

As a generd rule, there is an inventive step if the
prior art leads the person skilled in the art away
from the procedure proposed by the claimed
invention. This applies in particular when the
person skilled in the art would not even consider
carrying out experiments to determine whether
these were dternatives to the known way of
overcoming areal or imagined technical obstacle.

Example: Drinks containing carbon dioxide
are, after being sterilized, bottled while hot in
sterilized bottles. The general opinion is that
immediately after withdrawal of the bottle from
the filling device, the bottled drink must be
automatically shielded from the outside air so
as to prevent the bottled drink from spurting
out. A process involving the same steps but in
which no precautions are taken to shield the
drink from the outside air (because none are in
fact necessary) could therefore involve an
inventive step.

Other considerations
Ex Post Facto Analysis

13.15 It should be remembered that a claimed
invention which at first sight appears obvious
might in fact involve an inventive step. Once anew
idea has been formulated, it can often be shown
theoretically how it might be arrived at, starting
from something known, by a series of apparently
easy steps. The examiner should be wary of ex post
facto analysis of this kind. The prior art must be
viewed without the benefit of impermissible
hindsight vision afforded by the claimed invention.
The teaching or suggestion to make the claimed
invention must be found in the prior art and/or the
general knowledge of the person skilled in the art
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and not based on the applicant’s disclosure. A
factor to be considered in determining the
motivation or prompting for combining the prior
art teachings is whether there would have been a
reasonable expectation or likelihood of success in
combining the collective suggestions in the prior
art. In all cases, the examiner should seek to make
a practical “real-life” assessment. The examiner
should take into account all that is known
concerning the background of the claimed
invention and give fair weght to relevant
arguments or evidence submitted by the applicant.

Technical Value, Long-Felt Needs

13.16 In order to establish the positive assertion
that the claimed invention involves an inventive
step (non-obviousness), the following factors
should also be taken into account as secondary
considerations:

(i) whether the claimed invention fulfills a
long-felt need;

(i)  whether the claimed invention overcomes
ascientific prgjudice;

(iii)  whether others have previoudy attempted,
but failed to achieve what the claimed invention
achieves;

(iv) whether the claimed invention involves an
unexpected result; and

(v) whether the claimed invention has a
particular commercial success.

13.17 If, for example, a clamed invention is
shown to be of considerable technical value and,
particularly, if it provides a technical advantage
which is new and surprising and this can be
convincingly related to one or more of the features
included in the clam defining the invention, the
examiner should be hesitant in raising a negative
determination that such a claim lacks inventive
step. The same applies where the claimed
invention solves a technical problem which
workers in the art have been attempting to solve
for a long time, or otherwise fulfills a long-felt
need, or overcomes a scientific prejudice.

Commercial Success

13.18 Commercial success alone is not to be
regarded as indicative of inventive step, but
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evidence of immediate commercial success when
coupled with evidence of a long-felt want is of
relevance provided the examiner is satisfied that
the success derives from the technica features of
the clamed invention and not from other
influences (for example, selling techniques or
advertising) and is commensurate in scope with the
claimed invention.

Dependent Claims

Rule 6.4(b)
13.19 The examiner should bear in mind that,
when considering whether the claimed invention
appears to be novel, to involve an inventive step
(to be non-obvious), and to be industrialy
applicable, a dependent clam is regarded as
limited by all the features of the claim on which it
depends. Therefore, if the statement concerning
novelty of the independent claim is positive, it
should normally be positive for the dependent
claims. This principle applies to inventive step and
industrial applicability as well.

Appendix to Chapter 13
Problem-Solution Approach

A13.08.1 One specific method of assessing
inventive step might be to apply the so called
“problem-solution  approach”. The approach
consists of the following stages:

1. determining the closest prior art (see also
paragraph 13.08);

2. establishing the objective
problem to be solved; and

technical

3. considering whether or not the clamed
invention, starting from the closest prior art and the
objective technica problem would have been
obvious to the skilled person.

Step 1

A13.08.2 The closest prior at is tha
combination of features derivable from one single
reference that provides the best basis for
considering the question of obviousness. The
closest prior art may be, for example:

(i)

a known combination in the technical
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field concerned that discloses technical effects,
purpose or intended use, most similar to the
claimed invention; or

(i) that combination which has the greatest
number of technical features in common with the
invention and is capable of performing the function
of the invention.

Step 2

A13.08.3 In the second stage one establishes in
an objective way the technica problem to be
solved. To do this, one studies the claimed
invention, the closest prior art, and the difference
in terms of features (structural and functional)
between the claimed invention and the closest prior
art, and then formulates the technical problem.

A13.08.4 In this context the technical problem
means the aim and task of modifying or adapting
the closest prior art to provide the technical effects
that the claimed invention provides over the closest
prior art.

A13.08.5 The technica problem derived in this
way may not be what the application presents as
“the problem,” since the objective technical
problem is based on objectively established facts,
in particular appearing in the prior art revealed in
the course of the proceedings, which may be
different from the prior art of which the applicant
was actually aware at the time the application was
filed.

A13.08.6 The expression technical problem
should be interpreted broadly; it does not
necessarily imply that the solution is a technical
improvement over the prior art. Thus the problem
could be simply to seek an aternative to a known
device or process providing the same or similar
effects or which is more cost-effective.

A13.08.7 Sometimes the features of a clam
provide more than one technical effect, so one can
speak of the technical problem as having more than
one part or aspect, each corresponding to one of
the technical effects. In such cases, each part or
aspect generally has to be considered in turn.

Step 3
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A13.08.8 In the third stage the question to be
answered is whether there is any teaching in the
prior art as a whole that would (not simply could,
but would) prompt the skilled person, faced with
the technical problem, to modify or adapt the
closest prior art while taking account of that
teaching, thus arriving at something falling within
the terms of the claims, and thus achieving what
the invention achieves.”

A13.08.9 Note that the requirement of technical
progress is not a requirement for the
problem-solution approach. Nevertheless,

according to the problem-solution approach an
objective problem can adways be formulated
(“finding an aternative’, “making it easier to
manufacture”, “cheaper to manufacture’) even in
the case where there is no technical progress.

Examples in which a single document calls into
question the inventive step

A13.13  Under the practice of some Authorities,
a document whose content alone calls into question
the inventive step of at least one independent
clam, and possibly that of one or more clams
depending on it would be categorized as “X”. The
following are examples of situations in which this
may occur:

(i) where a technical feature known in a
technical field is applied from its original field to
another field and its application therein would have
been obvious to a person skilled in the art;

(i) where a difference between the
document’s content and the claimed matter is so
well  known that documentary evidence is
unnecessary;

(ili)  where the claimed subject matter relates
to the use of a known product, and the use would
have been obvious from the known properties of
the product;

(iv) where the claimed invention differs from
the known art merely in the use of equivalents that
are so well known that the citation of documentary
evidence is unnecessary.
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Chapter 14
Industrial Applicability

Meaning of Industrial Applicability

Articles 5, 33(4), 34(4)(a)(ii), 35(3)(a)
1401 A clamed invention is considered
industrially applicable if, according to its nature, it
can be made or used (in the technological sense) in
any kind of industry. The term “industrialy
applicable” may be deemed by an International
Authority to be synonymous with the term
“utility”. See the appendix to this chapter.

14.02 “Industry” is understood in its broadest
sense, as in the Paris Convention for the Protection
of Industrial Property. Industry therefore includes
any physical activity of a technical character, that
is, an activity which belongs to the useful or
practical arts as distinct from the aesthetic arts; it
does not necessarily imply the use of a machine or
the manufacture of an article and could cover a
process for dispersing fog, or a process for
converting energy from one form to another.

14.03 Focusing on the genera common
characteristics of the industrial applicability and
utility requirements, an invention that is
inoperative, for example, an invention which is
clearly non-operable in view of well-established
laws of nature, does not comply with either the
industrial applicability requirement or the utility
requirement. This type of invention is considered
either as having no application in industry or as not
being useful for any purpose, because it doesn’t
work.

Methodology

14.04 For the assessment of industrial
applicability, the following steps are applied:

(i)
and
(i) determine whether a person skilled in the

art would recognize the claimed invention to have
industrial applicability.

determine what the applicant has claimed;

14.05 In most cases, industrial applicability will
be self-evident and no more explicit description on
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this point will be required.

Rules 43bis, 66.2(a)(ii), 70.8
14.06 If any product or process is aleged to
operate in a manner clearly contrary to
well-established physical laws and thus the
invention cannot be carried out by a person skilled
in the art, the clam does not have industria
applicability and the applicant should be so
notified.

Appendix to Chapter 14

A14.01 Not al International Authorities have
the same requirements for industrial applicability.
An International Authority may rely upon either of
the aternative guidelines below as appropriate.

Utility

A14.01[1] The term “industrialy applicable’
may be deemed by an International Authority to be
synonymous with the term “utility.” Accordingly, a
clamed invention is considered industrialy
applicable if it has a utility that is: () specific, (b)
substantial, and (c) credible.

Specific, or Particular, Utility

(@ It is necessary to distinguish between
situations where an applicant has disclosed a
specific use or application of the invention, and
situations where the applicant merely indicates that
the invention may prove useful without identifying
with specificity why it is considered useful. For
example, indicating that a compound may be
useful in treating unspecified disorders, or that the
compound has *“useful biological” properties,
would not be sufficient to define a specific utility
for the compound. Similarly, a clam to a
polynucleotide whose use is disclosed simply as a
“gene probe” or “chromosome marker” would not
be considered to be specific in the absence of a
disclosure of specific DNA target. A general
statement that a compound could be used to
diagnose a disease would ordinarily be insufficient
absent a disclosure of what condition can be
diagnosed. Contrast the situation where an
applicant discloses a specific biological activity of
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a compound and reasonably correlates that activity
to a disease condition. Assertions falling within the
latter category are sufficient to identify a specific
utility for the invention. Assertions that fall in the
former category are insufficient to define a specific
utility for the invention, especialy if the assertion
takes the form of a general statement that makes it
clear that a “useful” invention may arise from what
has been disclosed by the applicant.

Substantial, or Practical “Real World” Utility

(b) Utilities that require or constitute carrying
out further research to identify or reasonably
confirm a “real world” context of use are not
substantial utilities. For example, both a compound
for treating a known or newly discovered disease
and an assay method for identifying compounds
that themselves have a “substantial utility” define a
“real world” context of use. An assay that
measures the presence of a material which has a
stated correlation to a predisposition to the onset of
a particular disease condition would also define a
“real world” context of use in identifying potential
candidates for preventive measures or further
monitoring. It is necessary to distinguish between
inventions that have a specifically identified
substantial utility and inventions whose asserted
utility requires further research to identify or
reasonably confirm. Labels such as “research tool,”
“intermediate” or “for research purposes’ are not
helpful in determining whether an applicant has
identified a specific and substantial utility for the
invention. The following are examples of
situations that require or constitute carrying out
further research to identify or reasonably confirm a
“real world” context of use and, therefore, do not
define “substantial utilities:”

(i) basic research such as studying the
properties of the claimed product itself or the
mechanisms in which the materia isinvolved;

(i) amethod of assaying for or identifying
a material that itself has no specific and/or
substantial utility;

(iii) a method of making a material that
itself has no specific, substantial, and credible
utility; and

(iv) aclam to an intermediate product for
use in making a final product that has no specific,
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substantial and credible utility.
Credible Utility

(c) An assertion is credible unless (i) the
logic underlying the assertion is seriously flawed,
or (ii) the facts upon which the assertion is based
are inconsistent with the logic underlying the
assertion. Credibility, as used in this context, refers
to the reliability of the statement based on the logic
and facts that are offered by the applicant to
support the assertion of utility. One situation where
an assertion of utility would not be considered
credible is where a person skilled in the art would
consider the assertion to be “incredible in view of
contemporary knowledge” and where nothing
offered by the applicant would counter what
contemporary knowledge might otherwise suggest.
Claims directed to a compound for curing a disease
or vaccinating against a disease for which there
have been no previously successful cures or
vaccines warrant careful review for compliance
with the industrial applicability requirement. The
credibility of an asserted utility of a compound for
treating a human disorder may be more difficult to
establish where current scientific understanding
suggests that such a task would be impossible.
Such a determination has always required a good
understanding of the state of the art as of the time
that the invention was made. The fact that there is
no known cure for a disease, however, cannot
serve as the basis for a conclusion that such an
invention lacks industrial applicability. Rather, it is
necessary to determine whether the asserted utility
for the invention is credible, based on the
information disclosed in the application.

Industrial Applicability

A14.01[2].1 Some International  Authorities
consider claimed subject matter to have industrial
applicability only when al of the following
requirements have been met; otherwise industrial
applicability is lacking:

(1) The international application must
indicate the way in which the invention is capable
of exploitation in industry (its intended function,
special purpose or specific use).

(2) The international application must
disclose the invention in a manner sufficiently
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clear and complete (defining means and ways) for
the invention to be carried out by a person skilled
in the art. In the absence of such information it is
permissible that the manner for carrying out the
invention is disclosed in a source that was
available to the public before the date of priority of
the invention.

(3) It must actually be possible while carrying
out any claim (or claims) by a person skilled in the
art to realize the indicated special purpose (specific
use) of the invention.

Special Purpose

A14.01[2].2 It should be noted that as a rule the
special purposeis readily apparent from the subject
matter as defined in a claim (or claims) or from the
nature of the invention. For example, when
defining the subject matter of the invention as
“computer” no question would arise of whether it
is possible to use it in industry, that is, that
requirement (1) would be considered to be
complied with. On the other hand, if the subject
matter of the invention refers to a novel chemical
compound or a process for producing a novel
compound, the invention would not be considered
as complying with requirement (1) if the indication
of its specific use is lacking in the international
application.

Clear and Complete Disclosure

A14.01[2].3 The application is deemed to
describe the invention in a manner complying with
requirement (2) if the information contained in the
international application, together with information
available from a source that was available to the
public before the priority date of the invention, is
sufficient for the claimed subject matter to be
carried out by a person skilled in the art. The
information provided by the application is
appreciated not only from the point of view of its
use for carrying out the invention but also from the
point of view of its use for finding the required
information in the prior art. For example, suppose
an independent claim defines a purported technical
feature as follows. “heat expansion ratio for
material from which a unit Q of a mechanism is
made is in the range from A to B.” Where the
material having a heat expansion ratio in the range
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is known from the prior art, the application shall be
deemed to disclose the invention in a manner
complying with requirement (2) regardless of
whether the materia is identified in the application
or not. Where such material is not known from the
prior art, but the application contains information
that is sufficient to manufacture the material,
requirement (2) is deemed to be satisfied.

A14.01[2].4 On the other hand, requirement (2)
in the example given above would not be deemed
to have been complied with where a material
having a heat expansion ratio in said range is
neither known from the prior art nor can be
manufactured because the international application
as filed does not contain any information relating
to its composition or its method of manufacture.

Possibility of Realizing the Special Purpose

A14.01[2].5 Verification of compliance with
requirement (3) is, in fact, a verification of the
technical correctness of the invention as defined in
each claim. A positive result of such verification
means that the implementation of the invention in
accordance with the purported technical features as
set forth in the claim will result in an embodiment
capable of being used for the indicated special
purpose.

A14.01[2].6 As an example, when the subject
matter of the claim is “perpetuum mobile” it would
not be recognized as complying with requirement
(3) even where the international application
complies with requirement (2), since it operates
contrary to the well-established physical laws.
Requirement (3) is also deemed not to have been
complied with in cases of technica errors which
are not necessarily linked with basic laws of nature
but nevertheless result in a failure of the claimed
subject matter to be usable for the specia purpose
indicated by the applicant.

A14.01[2].7 As another example, when a motor
is claimed, requirement (3) would be deemed to
have been complied with if the functioning of the
motor results in, say, mechanical movement. If at
the same time it is found that certain
characteristics, for example, the specified
efficiency ratio of a motor, described in the
international application cannot be achieved, this
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finding is of no relevance in the context of the
industrial applicability requirement, but is to be
treated under the sufficiency of description
reguirement.

Date at Which Requirements Must Be Met

A14.01[2].8 Verification of the compliance with
requirements (1) to (3) is carried out as of the
priority date of the invention. Accordingly, if no
prior disclosure made before the priority date
provided the information required to carry out the
claimed invention and the earlier application on the
basis of which priority of the application
concerned was claimed did not contain such
information, incorporation of the information into
the application under review would not be
sufficient to establish the invention as having
industrial applicability as of the priority date and
would be considered as adding new matter in
contravention of Articles 19(2) and 34(2)(b).

186

WX, PEZE ORI aTREME & o B TR
7oL BHElEHRO+ SO L & THRbILD X
XHDOTH D,

BN 72 S AR T TR B 7RO IR

A14.01[2].8 FHEHED)»H Q) IZHEAE LT
WD Z & DFERIE, FORHADOEN B O} S
TIThivd, - T, & LESEH XV AN,
TDT L — AINTHRAEERT D720
B INDHEWm AT 28T 2R
MThbITE LT, £7-. £ DOHFEOEIHE
FIROEM L SN o HERZED X D 7
BMEGATORDSTZ8HE, BREOb
ELEDX Y tEREZTOHBEICEATS Z
ElX. E OB B ORERTREZE EOF]
HAREEEFE L THD D E LTEDIHY
B RRANL SE D T2 DIiE 4 TR < L SKE
1955 (2) B OV 3455 (2) (b) 1TiEX L CTHiBl &
HEBNETHEDERRENDLTHAS D,



